
The International  

Patent System 

Regional Workshop on the Use of 
PCT Products 

Tokyo, Japan 

September 13-14, 2016 

Mr. Kenichiro NATSUME 

Director 

PCT International Cooperation Division 

Patents and Technology Sector 

Session 1 
Use of PCT Products and Other Offices’ Work Products 



JP 

Session 1 -1 

The International  

Patent System 

Goal of This Workshop 

■ Obtain (Learn) skills to 

Access to PCT Products 

Access to work products by other offices 

 

■ Enhance ability to 

Analyze work products (e.g. prior art, office action) 

Apply to actual examination 

 

■ Share experiences 
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The International  

Patent System 

Patent Examination and PCT Products 

■ Patent Examination (Substantive Examination) 

Prior Art Search 

Examination (novelty, inventive step …) 

 

■ PCT Products 

ISR 

WO 

IPRP Chapter II 

 

■ Work Products by Other Offices 
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The International  

Patent System 

Outline of the Workshop 

■ Background Information 

Review of the PCT system 

 

■ Access to the information 

Patentscope, WIPO-CASE, AIPN … 

 

■ Work on Cases 
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The International  
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Traditional patent system vs. PCT system 

0 12 

File local  

application 

File 

applications 

abroad 
(months) 

Traditional 

(months) 

 

File PCT 

application 

12 30 

International  

search report & 

written opinion 

16 18 

International 

publication 

(optional) 

File demand for 

International 

preliminary 

examination 

 

File local 

application 

 

Enter 

national 

phase 

22 28 

(optional) 

International  

preliminary 

report on 

patentability 

PCT 0 

Fees for: 

- translations 

- Office fees 

- local agents 

Fees for: 

- translations 

- Office fees 

- local agents 



JP 

Session 1 -5 

The International  
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The PCT system 
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The International  

Patent System 

International Search and 

Written Opinion of the ISA 



JP 

Session 1 -7 

The International  

Patent System 

The International Searching Authority (1) 

■ Checks unity of invention (Rules 13 and 40) 

■ Checks title (Rule 37); checks abstract (Rule 38) 

■ Searches claimed invention (Article 15(3), Rule 33.3) 

■ Authorizes rectification of obvious mistakes if the 
mistake is: 

 in any part of the international application other 
than the request, (Rule 91.1(b)(ii)) or  

 in any paper submitted to that Authority 
(Rule 91.1(b)(iv)) 
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The International  

Patent System 

The International Searching Authority (2) 

■ Establishes international search report (ISR) (Rules 42 

and 43) and/or declaration that no international search 

report will be established (Article 17(2)) 

■ Establishes written opinion of the ISA (Rule 43bis):  

non-binding first opinion on novelty, inventive step 

(non-obviousness) and industrial applicability of 

claimed invention 
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The International  

Patent System 

International Searching Authorities 

(21 in total) 
■ AT – Austria 

■ AU – Australia 

■ BR – Brazil 

■ CA – Canada 

■ CL – Chile  

■ CN – China 

■ EG – Egypt  

■ ES – Spain 

■ FI – Finland 

■ IL –  Israel 

■ IN – India  

■ JP – Japan 

 

 

Receiving Office decides on which ISAs is/are competent 

■ KR – Republic of Korea 

■ RU – Russian Federation 

■ SE – Sweden 

■ SG – Singapore   

■ UA – Ukraine  

■ US – United States of America 

■ EP – European Patent Office 

■ XN –  Nordic Patent Institute 

  (Denmark, Iceland, Norway) 

■ XV – Visegrad Patent Institute (VPI) 

  (Czech Republic, Hungary, Poland, 

  Slovakia) 
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The International  

Patent System 

Prior art for international search  

(Article 15(2) and Rule 33) 
 Prior art:  

 everything which has been made available to the 

public,       

 Where?? 

 What kind of disclosure?? 

 which is capable of being of assistance in determining 

that the claimed invention is or is not new and that it 

does or does not involve an inventive step, 

 provided the making available to the  public occurred 

prior to the what date? (priority/international filing date). 

 PCT Minimum Documentation (Rule 34) 
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The International  

Patent System 

Written opinion of the ISA (Rule 43bis)  (1) 

 Initial preliminary non-binding opinion on:  

 novelty (not anticipated) 

 inventive step (not obvious) 

 industrial applicability 

 A written opinion will be established for all international 

applications at the same time as the ISR 

 The written opinion is sent to applicant and the 

International Bureau together with the ISR 
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The International  

Patent System 

Written opinion of the ISA (Rule 43bis)  (2) 

 The written opinion is made publicly available on 

PATENTSCOPE in its original language as of the date of 

publication of the international application  

 No formal procedure for applicants to respond to written opinion 

of the ISA 

 Possibility to submit informal comments to the International 

Bureau  

 They are made publicly available together with the written 

opinion in their original language  

 They are communicated to the DOs together with the IPRP 

(Chapter I) if and when it is sent 

 Note: The IPRP Chapter I and its translation are established at 

30 months from the priority date 
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The International  

Patent System 

Prior art for written opinion of the ISA 

(Rules 43bis.1(b) and 64.1) 

Prior art:  

 same as for international search purposes; BUT: 

 relevant date: everything made available to the public 

prior to what date?? 

The ISA may request a copy of a priority document from the 

International Bureau (Rule 66.7(a));  however, even if, at the 

time of establishment of the written opinion of the ISA, a copy 

cannot be made available to the ISA, the written opinion will 

nevertheless be established on the assumption that the priority 

date is the relevant prior art date, except if the applicant had 

failed to comply with his obligations under Rule 17.1 
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The International  

Patent System 

International preliminary report on 
patentability (IPRP) (Chapter I of the PCT) 
(Rule 44bis) 

 If applicant does not file a demand for international preliminary 

examination: 

 IB establishes the IPRP (Chapter I) on the basis of the 

written opinion of the ISA  

 IPRP (Chapter I) and its translation 

 are sent to designated Offices 

 are made publicly available on PATENTSCOPE (but not 

“published” like the international application and ISR) at 

the expiry of 30 months from the priority date 



JP 

Session 1 -15 

The International  

Patent System 

Use of the written opinion of the ISA for 
the purposes of the Chapter II procedure  
(Rule 66.1bis) 

If applicant files a demand for international preliminary 
examination: 

 written opinion of the ISA becomes written opinion 
of the IPEA (exception:  IPEA decides not to accept 
written opinions by certain ISAs) 

 informal comments by applicant on written opinion 
of ISA will not be sent to IPEA (Article 34 
amendments/arguments only) 

 if an international preliminary examination report 
is established, any informal comments 
submitted to the IB will not be sent to  

 DOs or EOs 
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The International  

Patent System 

International Search Report (ISR) 
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The International  

Patent System 

International Search Report (ISR) 

Category : A Relevant 

Claims : 1-9 
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The International  

Patent System 

International Search Report (ISR) 
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The International  

Patent System 

International Search Report (ISR) 

Relevant Claims 

Category : X, Y 
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The International  

Patent System 

Written opinion of the ISA 
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The International  

Patent System 

Written opinion of the ISA 
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The International  

Patent System 

Written opinion of the ISA 
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The International  

Patent System 

Written opinion of the ISA 
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The International  

Patent System 

Written opinion of the ISA 
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The International  

Patent System 

Written opinion of the ISA 



The International  

Patent System 

International Preliminary Examination  
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The International  

Patent System 

International preliminary examination 

(1) 

■ Results in the establishment by the IPEA of a non-

binding opinion on 

novelty (not anticipated) (Article 33(2) and Rule 64) 

inventive step (not obvious) (Article 33(3) and 

Rule 65) 

industrial applicability (Article 33(4)) 

■ International preliminary examination provides an 

opportunity to make amendments and to address 

patentability issues raised by the ISA  
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The International  

Patent System 

International Preliminary Examination 

(2) 

■ Only claims relating to the invention(s) searched by the 

ISA will be examined by the IPEA (Rules 66.1(e) 

and 66.2(a)(vi)) 
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The International  

Patent System 

Prior art for IPE (Rule 64.1) (1) 

■ What is considered prior art? 

 

Everything made available to the public anywhere in the 

world by means of written disclosure (including drawings 

and other illustrations) provided that such making 

available occurred prior to what date?? 
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The International  

Patent System 

Prior art for IPE (Rule 64.1) (2) 

■ What is the relevant date? 

 the date of the earlier application of which priority is 

claimed unless the IPEA considers that the priority 

claim is not valid for reasons other than the fact that 

the international filing date is later than the date on 

which the priority period expired, but is within two 

months from that date; or  

 the international filing date of the international 

application in all other cases 
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The International  

Patent System 

Mandatory top-up search (Rule 66.1ter) 

■ Aims at uncovering any prior art not available at the time 

when the ISR was established, in particular “secret” prior art 

(patent applications published on or after the date of 

establishment of the ISR but which have an earlier 

priority date) 

■ Exceptions: 

Only in respect of claims for which the IPEA establishes an 

IPRP Chapter II 

Where a search would serve no useful purpose, e.g. 

where the IPEA considers that the documents cited in the 

ISR are sufficient to demonstrate lack of novelty of the 

entire subject matter 
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The International  

Patent System 

Written opinion of IPEA (Rules 66.2 

and 66.6) 

■ The written opinion of the ISA is considered to be the 

written opinion of the IPEA (exception:  IPEA decides 

not to accept written opinions by certain other ISAs) 

■ Where the written opinion of the ISA is taken as the 

written opinion of the IPEA, no second written opinion 

has to be issued 

■ If a second written opinion is issued, the applicant may 

respond within the time limit fixed in that second written 

opinion 

■ Possibility to request an interview with the examiner at 

the IPEA (Rule 66.6) 
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The International  

Patent System 

The international preliminary report on 
patentability (Chapter II)  (1) 

■ Must be established by the IPEA within: 

  28 months from the priority date 

  6 months from the time provided under Rule 69.1 for 

the start of the international preliminary examination 

  6 months from date of receipt by IPEA of translation 

under Rule 55.2,  

 whichever expires last (Rule 69.2)  
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The International  

Patent System 

The international preliminary report on 
patentability (Chapter II)  (2) 

■ May contain “annexes” (Rule 70.16):  

 replacement sheets containing amendments under 
Art. 19 or Art. 34 and any letter indicating the basis for 
the amendments 

 replacement sheets containing rectifications of 
obvious mistakes authorized under Rule 91 by the 
IPEA and accompanying letter 

 when referred to in the report, any sheet and letter 
concerning the rectification of an obvious mistake 
which has not been taken into account because it was 
not available in time (Rule 66.4bis)  
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The International  

Patent System 

The international preliminary report on 

patentability (Chapter II)  (3) 

■ May contain “annexes” (Rule 70.16): 

 earlier amendments when later amendments are not 

used as a basis for the report because they are 

 considered to go beyond the disclosure in the 

international application or 

 not accompanied by a letter indicating the basis for 

the amendments 

■ Not annexed to the report: any other correspondence or 

copies of amendments superseded by later amendments 
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The International  

Patent System 

The international preliminary report on 

patentability (Chapter II)  (4) 

■ No provisions for appeal or further proceedings during the 

international phase before the International Authorities 

■ Sent to the applicant and the IB (Rule 71.1) 

■ IB forwards copies of the report, and any required 

translation of the report into English (prepared by the IB), 

to the elected Offices (Article 36(3)(a) and Rule 72.1) 

■ The annexes are not translated by the IB 

(Article 36(3)(b)) 
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The International  

Patent System 

The international preliminary report on 

patentability (Chapter II)  (5) 

■ Calls attention to: 

non-written disclosures (see Rules 64.2 and 70.9) 

certain published documents (see Rules 64.3 and 70.10) 

 

■ Shall cite (Rule 70.7): 

all documents considered to be relevant for supporting 

statements made concerning claims 

documents whether or not they are cited in the ISR 

documents cited in the ISR when the IPEA considers them 

relevant 
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The International  

Patent System 

The International Preliminary Report on 

Patentability (Chapter II) 
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The International  

Patent System 

The International Preliminary Report on 

Patentability (Chapter II) 
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The International  

Patent System 

The International Preliminary Report on 

Patentability (Chapter II) 
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The International  

Patent System 

The International Preliminary Report on 

Patentability (Chapter II) 


