JETRO

S Mpan Extirial Radle Grganistion

Experiences of JPO in developing trademark guidelines/manuals
to improve the quality and consistency of examination

Yugen Sasaki
Deputy Director, IP Department
(Attache of Japan Patent Office(JPO) for S.E. Asia)
JETRO Bangkok

3
N
S
2
&
by
=
I |s
L

-y



Rules/Tools for Quality and Consistency of TM Examination in JPO IETK)

Japan External Trade Organization

Trademark Act

Enforcement Cabinet Order - Have binding force
Regulation as a statute

Enforcement Order Ministerial Order
for the Trademark Act

- Examination Guidelines
Internal Rules _
- Examination Guidelines for Similar Goods and Services

P - Examination Manual
(Supplementary Materials for the Examination Guidelines)

- - - Similar Group Code (SGC)
B - Check Sheets

etc.
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to improve the quality and consistency of TM examination
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Jgﬂﬂ&ﬂ QMDHBUS How to use JEO webate Access

0 ENHANCED BY GOOgle E Tetdzm | § M L 5. Collective trademark
J P 0 An application for registration of a collective trademark not to be used by an organization and

Systems/ | Related @ Statistics/

JAPAN PATENT GFFICE its members or to be used for the designated goods and services only by an organization but not by
HOME | Announcements Procedures Services | References About JPO FAQS its members is judged not to fall within the category of trademarks registrable under the main

paragraph of Article3(1) (as applied under Article 7(2)).

Home> Svstems Frocedures> Lavs and Policies> Laws and Cruidalines™ Exsmination Guidelines> Trademark> Examination Guidelines for Trademarks

6. Three-dimensional trademark

A trademark stated as a three-dimensional trademark but not so recognized from the trademark
e — stated in the column in which the trademark for which registration is sought is required to be stated
Examination Guidelines for Trademarks : ; s 2t :
(hereinafier referred to as the “column for stating the trademark™) in the application (hercinafter
referred to as the “trademark stated in an application”) is judged not to fall within the category of

trademarks registrable in accordance with the main paragraph of Article 3(1).
The bazic concepts (inchidme interpreistion and operation) of the application of the Trademark Act in the performance of practical duties in rademark evamination are summarized in the Trademark Examination Cridelines, which ars

SR —— tionsndaebrnaly s i oo depen applcas nd e e g o thepracice] s st 00, (1) Cases of indicating a three-dimensional shape (including that comprised of multiple three-

dimensional shapes; the same shall apply hereinafter)
The cumrent Trademark Examination Guidslines have been partially revizd meny times since the first version of the Cuidelines was izzued in 1971, in order to rezpond to revizions of laws, societs] chanzes, and chanzes in the needs of
‘useys. However, extensive overall reviews and revisions of the Guidelines had not besn mads. In recent vears, users have been requesting that the Guidelines be made clearer and more understandable, and the environment surounding
commercial fransactions has been changing sbstantially. Therefors, an overall review and revizion of the Cuidelines has been deemed important, and the JPO is making efforts for such reviews and revisions under 2 moo-year plan for
FY2015 and FY2016. After that, the JPO has revized the Guidslines to make it more clear and uzeful for users in FY 2018 and FY 2019

The olowne Erarinaton Cuidelice we effcive oz Aprd 1, 200, $ W é

Flow-Chart Conceming Tradsmarks-Relsted Procedurss (FDF-41KR)

Examination Guidelimes for Trademark (dowmload -3 KR

(a) Examples not recognized as three-dimensional trademarks

(Note) A shape as an outer appearance of a three-dimensional object, such as thickness, etc. as a
three-dimensional shape, is not described, and the trademark is recognized as characters, a figure,
or a symbol.

Contents (b) Examples recognized as three-dimensional trademarks

Table of contents (PDF:17KE)

e
Part I Arficle 3(1) (Requirements for trademark registrafion) w

Chapter |: Qverall Article 3(1) (PDF-102EE

Chapter 2: ain Parazraph of Article 3(1) (FDF-1.035KE) (Note) A shape as an outer appearance of a three-dimensional object, such as thickness, etc. as a
3: Article 3{TKT) (Copumon name of 2ods or services) (POF.106EE three-dimensional shape, is described, and the trademark is recognized as a three-dimensional shape

Chapter 4: Anticle 3(1)(ii) (Trademarks customarily used) (FDF-103KE’
5: Article 3(1ifi} (Tndication of orizin place of sale, quality and other characteristics of the 2oods, or indicstion of location. quality and other charscteristics of provision of the services) (FDF:111EB)

https://www.|p0.go0.|p/e/system/laws/rule/quideline/trademark/kijun/index.html
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Examination Guidelines for Similar Goods and Services

Examination Guidelines for Similar Goods and Services (corresponding to
the Nice Classification, 11th Edition, Version 2022)

The Japan Patent Office announces the Examination Guidelines for Similar Goods and Services (corresponding to the Nice Classification,
11th Edition, Version 2022) has been revised. In this Examination Guidelines, the English entry of goods and services in the alphabetical

International Trademark Classification Office, Trademark Division

list of international classification has been listed in principle for the purpose of reference.

December, 2021

This Examination Guidelines for Similar Goods and Services is applied to the applications on or after January 1st, 2022.

Examination Guidelines for Similar Goods and Services (corresponding to the Nice

Classification, 11" Edition, Version 2022)_(PDF:4,398KB)
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Examination Manuals

The Trademark Examination Manual

March 2013
Japan Patent Office

The Trademark Examination Manual is based on the understanding that in order to ensure the smooth administration of the trademark
system, it is necessary for the examination to follow a certain standard in & uniform, fair and approepriate manner. Based on this
percepiicn, the trademark manual has been crganized into categeries of laws and regulations, handling and material /evidence that are
required for the daily administration of examinations. It supplements the Trademark Examination Standards, and as such, both the
Trademark Examination Standards and the Trademark Examination Manual prescribe the administration and cperation/handling of
trademark examinations.

It is from this perspective that the Trademark Examination Manual was prepared by the Trademark Examination Standards Office in
March 1981 with the cocperation of related organizations, after studies on the practical cperations of the examination, and documents
were created by the Trademark Examination Standards Committes established inside the Trademark Division. Since then, in line with the
armendments that were made to the Commerdal Code, the Trademark Examination Manual has been revised whenever necessary.

Until now, the Trademark Examination Manual was only available to JPO examiners for use as examination material to be used in
exacuting their practical duties. In the view of the need to promote a commen understanding both inside and ocutside the JPO regarding
the administraticn of practical trademark examinations in order to promote the smoeth operaticn of the trademark system, and in
response to demands from third parties, the JPC has decided to publicly disclose the Trademark Examination Manual.

The administration of trademark examinations must accommedate the changes in the way goods and services are traded in a sodety,
and must be conducted in a fair and appropriate manner. We will continue to study the current Trademark Examination Manual, while
reviewing and adding contents as necessary.

Fallowings are the English texts of The Trademark Examination Manual in Japan. When any ambiguity of interpretation is found in this
pravisicnal translation, the Japanese text shall prevail.

INDEX
Notes (PDF:28KB)

I 13. Representative

13.71 Drafting in & Case Where an International Trademark Application Doss Not Have 3 Domestic Representative (PDF:17KE)

| 15. Priority Right

* 15.02 Regarding the Dedsicn of "Identicalness of Trademarks" for Three-Dimensicnal Tredemarks, Motion Marks, Holoegram

Marks, Color Marks, Scund Marks and Position Marks Where an Application for Trademark Registration Accompanies a Priority
Claim (PDF:18KE)

# 15.03 Regarding the Dedsicn of "Identicalness of Trademarks” Concerning Standard Characters Where an Application for
Trademark Registration Accompanies a Priority Claim (PDE: 39KB)
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49.02

49.02

Specific Handling Concerning Examination on
Distinctiveness of a Three-Dimensional Trademark

The specific handling concerning examination on distinctiveness of a three-dimensional
trademark is to be as follows.

1. A three-dimensional trademark comprised of the shape of goods (including the shape of
packaging of goods), articles to be used for the provision of services, ete. (Article 3(1)(iii)
and (vi) of the Trademark Act)

If the trademark is a three-dimensional trademark solely comprised of a shape that is
acknowledged by the consumer as a shape that does not go beyond the scope of the shape of
the designated goods or articles to be used for the provision of the designated services
(hereinafter referred to as "goods, ete.”) itself, the trademark lacks distinctiveness (Article
3(1)iii) of the Trademark Act). The examination as to whether or not a trademark is comprised
of a shape that is "acknowledged by the consumer as a shape that does not go bevond the scope
of the shape of goods, ete. itself” will be conducted based on the following basic concepts.

Also in the case of a three-dimensional trademark comprised of the shape (including
the shape of the interior; the same shall apply hereinafter) of a store, office, place of
business, or facility (hereinafter referred to as a "store, etc."), if the three-dimensional shape
constituting the trademark could fall under Article 3(1)iii) of the Trademark Act' the
judgment is made in the same manner as above.

Even in the case where a three-dimensional trademark comprised of the shape of a store,
ete. does not fall under Article 3(1){iii) of the Trademark Act, if the trademark is
acknowledged by the consumer as merely being the shape of a store, etc., the trademark
lacks distinctiveness on the basis of Article 3(1)(vi) of the Trademark Act. In this case, the
basic concepts (1) and (2) below apply mutatis mutandis to the determination as to whether
or not the trademark is comprised of a shape that is "acknowledged by the consumer as
merely being the shape of a store, etc.”

Meanwhile, in the case where a three-dimensional trademark comprised of the shape of
a store, etc. is attached with a mark using characters, figures, etc. that have distinctiveness,
the basic concept (3) below applies mutatis mutandis where the trademark falls under either
Article 3(1)(iii) or Article 3(1)(vi) of the Trademark Act.

! Examples of such case include a three-dimensional shape of the outer appearance of the building subject
to transaction for designated services "construction of a building," a three-dimensional shape of the interior
of a railway vehicle for designated services "transportation,” and a three-dimensional shape of a kitchen car
for designated services "providing foods and beverages.™

-1-

(Established in April 2020)

https://www.|p0o.go.|p/e/system/laws/rule/quideline/trademark/syouhyoubin.html
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Similar Group Code (SGC) JETRO
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B Organizing and grouping related goods/services based on the similarity of

goods/services.
\l Providing 5-digit codes to each group (Similar Group Codes) y
~
{ Goods/services with the same Similar Group Code J
are assumed to be similar in examinations at the JPO

Similar group code
Slmllar group code 42V02
32D01 \ Similar group code
33D01 (35K11) \ ‘IIIIIIIIIIIIIIIIII..
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SGC Collaboration between JPO and other IP Offices JETRO
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Japan-China-Korea Concordance List of Similar Group Codes

ACTEPLanT ACTEPLEDT

L KIPQ's Acceptable CNIPA's
- : e or not . JPQ's similar | e or not . L . . o
Class | BasicNo. EN - Goods and Serviees NCL(11-2022) Japanese Translation Korean Translation similar group |or not by the Chinese Translation similar group
by the group code | by the
L o code CNIPA code
r . . . . r

O T I i 0 |new zze saEn G001 0 |mmemzangeEteEm) o
" 0L [ 010002 [adhesives for industrial purposes 0 IER AR 111402 0 ZUg HEH GL002 0 LIEEed 0115

0 010003 |salt for preserving, other than for foodstuffs 0 g?m? (BRORER N L0 110 0 HAZEZEE 43 G100l ] FEREIED 0104

0L [ 010004 [auxiliary fluids for use with abrasives 0 PR BT 1401 0 B2 ST 51001 0 HRERIEENE R 0104
dmn 010005 |vulcanization accelerators 0 it 3] 11401 0 TiE (k) ZTA 51001 0 liEil 0104
i 010006 |anti-frothing solutions for batteries 0 ST R 11401 0 HIE U= Fn) 2N GLO0L 0 EYEHERER 0104
dmn 010006 |anti-frothing solutions for accumulators 0 ST R 11401 0 SRS 92 (3 2% 51001 0 F=tElTaEEE 0104
" 0L [ 010007 |acetates [chemicals]’ 0 @tﬁ 1401 0 ZHE EEH) GLO0L 0 Heitt ((o#3) 0102
"0l 010002 |acetats of cellulose, unprocessed 0 FAlEREN LR - T 11401 0 07:2 BEESA QHHE0E 52401 0 FNLEREES 0104
I 010004 |bacteriological preparations for acetification 0 @?{EHJW?UYEHE\Q?H 1140133005 0 258 @EE) 472 §F GLO0E 0 e B3 0113
" 0L [ 010010 [acetic anhydride 0 Bifhia 1401 0 S (k) E4 GLOOL 0 BRRART 0102
" 0L [ 010011 [acetone 0 TH#by RN 0 OHE 51001 0 il 0102
i 010012 |acetylens 0 TEFL L 11401 0 0qed GLO0L 0 TH 0102
I 010013 |acetylene tetrachloride 0 A (R Y 11401 0 NESO EH 51001 0 e 0102
"0l [ 000y |acids! 0 |iEE 1401 I 25 cL001 0 |E_§ 0102
C 0l 110015 |chemical condensation preparations 0 i 1401 0 BEE 2R q@ﬁ‘*ﬁl]; GLO0L 0 [y skl 0104
" 01 [ 010016 |acid proof chemical compositions 0 |ifEEERARS T 0 EEEEERE GL001 0 [isEeit s 0104




SGC Collaboration between JPO and IP Vietnam JETRO

B [P Vietnam is suffering from increasing number of TM applications.
B There is no specific examination guideline for goods and services.

——

B [P Vietnam officials visited JPO to study SGC (Sep. 2019)
B JPO provided IP Vietnam with SGC data and started the SGC
collaboration with IP Vietnam.(Nov. 2020)

B [P Vietham is now trying to make SGC of Vietnam ver.

SGC will improve the examination consistency and efficiency.
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Has priority Is this a divisional Z Did third-parties provide
een claimed? application? information?

Goods & services

z Applicable legal clause been z All

o Has correct similar
Are indications clear? )
z z group-code been assigned?
Trademarks
: Internet/newspaper search
2
z Phonetic search conducted z conducted?
z Search report checked? z Figurative search conducted?
— . Applicable legal clause
2

z Any related application(s) exist? z applied?
z Contact Information filled? z Any typos?

applied? provided?
Concise and readable
?
z explanation? z Any amendment(s) proposed- /

necessary explanations
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Quality management activities
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Quality Policy JETRO
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> The JPO published “Quality Policy on Trademark Examination” in
August 2014.

» This indicates the fundamental principles of quality management.

Q )

The Japan Patent Office’s

Quality Policy on Examination v We contribute to the protection and enhancement of brands and the smooth
. consumption of goods and services

The Japan Patent f y 4 : v
Office (JPO) established ,

We conduct consistent and objective trademark examination
this Quality Policy to 4 y A
further improve the & 9 v We promote the utilization of the trademark system by closely
o / ‘ communicating with applicants

on patents, designs and
trademarks.

v We actively share information with relevant persons inside and outside Japan
in order to improve the quality of trademark examination

This Quality Policy outlines the
fundamental principles of the JPO's
quality management on examination. H H H

s e — v We consistently improve operations
conducting globally reliable examination
of high quality and properly granting A
rights s two importaat factors thet [ v" We raise the knowledge and capabilities of our staff
support companies to smoothly expand ¥
their businesses worldwide, which leads
to promoting innovation. and maintaining
the healthy order of business transactions, [}
the JPO is dedicated to achieve

examination of the fastest and utmost
quality in the world by maintaming and
improving the quality of its examination
in accordance with this Quality Policy.

12 https://www.jpo.go.jp/e/introduction/hinshitu/shinsa/policies.html




Quality Management Manual JETRO
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» The JPO published the “Quality Management Manual for Trademark
Examination” (Quality Manual) in December 2014.

» This indicates the quality management measures and implementation

system based on the quality poﬁcy.

INate: When any ambiguity of interprotation is found in this translation, the Japanese
text shall prevail.] L] -
[ Quality Policy ]
Quality Management Manual for Trademark
Examination
(Quality Manual)

/ Quality Management System \
4 N

/ .
Quality Management Implementation
system
[Quality-related measure 1 ] [ Organization/ ]
human resources

[Quality-related measure 2 ] [ Infrastructure ]

\ /N </
Ja) a:llulgtigt%fﬁoe
> W

[ Quality Manual ]

13
https://www.jpo.go.jp/e/introduction/hinshitu/shinsa/shohyo/shohyo manual.html




PDCA Cycles for Quality Management lmETR?

ACT: D

~_review and revise
initiatives on trademark |
examinations

PLAN:
decide policies for
trademark examinations

~
CHECK: DO: conduct trademark examinations
conduct performance
evaluations on trademark . . PLAN : decide policies for trademark
examinations ACT : improve examination work examinations
by making effective use of
information_on quality DO:

Flow of trademark
/ CHECK: Directors’ checQ examination procedure

v Stipulate examination procedures

Gulc_lellnes fgr approvals Examination Guidelines
by directors in trademark for Trademarks, etc.
examinations

v Stipulate guidelines for how to make

v/ Stipulate rules and points to be examination decisions
considered for directors to Manual for drafting
check whether or not notification of trademark
examination practices, examinations

r r nd noti
prce)cilfgdes, aexgm?:ecrisare v’ Stipulate rules and points to be considered
\ prep iat \4 / for examiners to prepare notices for their
appropriate examination decisions

14



Training of TM Examiners JETRO
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[ Training Essential for being appointed an ]
Examiner and Appeals Examiner

First-period Training Training of Applicable Skills
of Examiner Course | Statutory for Examination 1,2

Later-period Training GDReaS Statutor
of Examiner Course | Statutory / Examiner Course .

4 Appeals Examiner

Assistant Examiner Course

Assmtant Examiner

Qoueydary
.IBU!UJE)(] ue
o} UO!J.OUJO.Id
Jauiwexy smaddv
ue o0} uonowold

Guidance on Practical Skills given to
an Assistant Examiner by a
Supervising Examiner

Examiner and an Appeals Examiner

Legal Training: Attend lectures by legal experts, Attend college lectures as an occasional student, etc.
Language Training: English, French, German, Chinese, etc.
Public Administration Training: Public administration, For managers, etc.

[ Training for Improving Skills for an ]

15
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Thank you for your attention.

16



