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WARNING:

Although the information which follows was correct at the
time of original publication in the PCT Newsletter, some
information may no longer be applicable; for example,
amendments may have been made to the PCT Regulations
and Administrative Instructions, as well as to PCT Forms,
since the PCT Newsletter concerned was published;
changes to certain fees and references to certain
publications may no longer be valid. Wherever there is a
reference to a PCT Rule, please check carefully whether
the Rule in force at the date of publication of the advice has
since been amended.
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PCT NEWSLETTER NO.12/2019

FURNISHING PRIORITY DOCUMENTS USING THE WIPO DIGITAL ACCESS SERVICE (DAS) —
PART II: REQUESTING THE INTERNATIONAL BUREAU TO RETRIEVE A PRIORITY DOCUMENT

AVAILABLE IN THE DAS SYSTEM

WIPO 7Y 2T 72 XY —E X (DAS) #FH L -EBEEZEDIRE—/— | 2: EREHERBIC DAS &~
AT LCHAARREBELESEZIET S L DHEKRT S

Q: | filed a national patent application with my national
patent Office, and requested that Office to make the
application available via DAS as a priority document
for a future international application. | am now filing an
international application claiming the priority of the
earlier national application, and would like to request
the International Bureau to retrieve the priority
document from the DAS system, in order to meet the
priority document requirement under PCT Rule 17.1.
How do | do this, and what is the time limit for doing
so?

A: Itis recalled that DAS offers a secure, reliable and
legally authentic electronic exchange of documents
with all other Offices participating in the service, and
can be used in many cases to meet priority document
requirements under the PCT in accordance with PCT
Rule 17.1, as well as those under other treaties and
laws. Part | of this Practical Advice (published in PCT
Newsletter No. 11/2019) explained how to make
available to the DAS system an earlier national
application, the priority of which is to be claimed in a
later-filed international application, and pointed out the
situations in which it might not be possible to do this.
This would be the case, in particular, if the Office of
First Filing (OFF) is not a DAS depositing Office, if the
earlier application does not fall under the scope of the
DAS depositing Office concerned, or if the applicant
does not meet the requirements of the DAS depositing
Office concerned.

After requesting the OFF to make the earlier
application available in DAS, you will have received an
access code, which is required in order to request the
International Bureau (IB) (or an Office of Second Filing
(OSF)) to retrieve the priority document. The code may
be provided by either the IB or the OFF (or in the case
of certain Offices, the access code may be
automatically made available to the applicant as part of
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the application process).! Access codes issued by the
IB are sent by e-mail? from “Noreply@wipo.int”. Note
that the access code of an earlier application
registered in DAS can be reused if the priority of the
earlier application is claimed in more than one later-
filed application, so there is no need to request a new
access code for the same priority document.

The way in which you request the IB to retrieve the
priority document from DAS for the purposes of
meeting the priority requirement under PCT Rule 17.1
depends on whether you are making the request at the
time of filing the international application, or after filing.
The various options are described below.

At the time of filing (the preferred option):

— if you are filing using ePCT-Filing, make the
necessary indications on the “Priority Claims” screen
under “Option(s) for providing the priority document to
the IB” by selecting “International Bureau to obtain
from a digital library (DAS)” and providing the DAS
access code (you can do this for each priority
document if there is more than one priority claim);
ePCT will look up the priority document in DAS in real
time and validate the access code against the priority
claim data indicated?;

— if you file the international application using PCT-
SAFE, the priority document information page (“Details
of Priority Claim of Earlier Application”) enables you to
request the IB to obtain the priority document from
DAS, and to insert the necessary access code; or

— if you are filing using the paper version of the request
form, mark the applicable check-boxes in Box No. VI of
the request form (PCT/R0O/101) and indicate the
access code for the priority document required (or for
each priority document if there is more than one).
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Office are given in Part | of this Practical Advice.
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After filing:

—request the IB via ePCT to retrieve the priority
document by:

* signing in with strong authentication and entering the
corresponding access code in the online Action:
“Obtain priority document from DAS”; ePCT will look
up the priority document in DAS and validate the
access code against the priority claim data indicated.
Please note that this is the recommended method,
since it is a self-service Action that is executed
automatically by the system in real time without any
need to queue for manual processing by the IB;

* signing in without strong authentication and sending
an ePCT Message containing the DAS access code
requesting the IB to retrieve the earlier application from
DAS;

* signing in without strong authentication and
uploading a letter containing the DAS access code as
a “General correspondence” document type requesting
the IB to retrieve the priority document from DAS; or

—send a letter containing the DAS access code by
mail to the IB* requesting it to retrieve the earlier
application from DAS.

Note that it is usually easier to request the IB to
retrieve the priority documents from DAS at the time of
filing the international application. However, if you wish
to make the request later, the time limit for doing so is
considered to be met if, before the date of
international publication, you have:

— taken all the necessary steps with the OFF;

— made a valid request to the IB to retrieve the priority
document from DAS; and

— provided the necessary access code.

Once the IB has retrieved the priority document via
DAS, it will send a confirmation of retrieval to you by
means of Form PCT/IB/304. If you have access rights
to the international application in ePCT, you will be
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4 The mailing address of the IB is: World Intellectual Property Organization, International Bureau (PCT), 34, chemin des Colombettes, CH-1211

Geneva 20, Switzerland.
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able to access that form immediately after is has been
issued.

Please note that WIPO’s DAS Applicant Portal at:

www3.wipo.int/dasapplicant/en/pages/workbench/appli
cant.xhtml

(accessible via your WIPO account5) provides tracking
facilities to record and view details of the complete
history of Offices’ access to your priority documents.
The portal enables you to add your priority documents
to the DAS Workbench by providing the priority
number, filing date and access code.

This Practical Advice concerns making a request to the
IB to obtain a priority document available in the DAS
system, as provided by PCT Rule 17.1(b-bis). You can
also meet the priority document requirements under
PCT Rule 17.1 by submitting a certified copy of the
priority document to the IB or receiving Office under
PCT Rule 17.1(a), or by requesting the receiving Office
to prepare and transmit the priority document to the 1B
under PCT Rule 17.1(b)®. The latter way of meeting
the priority document requirements may be preferable
when filing an international application at the receiving
Office where the earlier application was filed (whether
as an earlier national or international application).
However, such a request should be made no later than
16 months after the priority date and the receiving
Office may charge a fee for this.

For further information on furnishing the priority
document, please refer to the PCT Applicant’s Guide,
International Phase, paragraphs 5.070 to 5.070D at:

www.wipo.int/pct/guide/en/gdvol1l/pdf/gdvoll.pdf
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Furnishing priority documents using the WIPO Digital Access Service (DAS) —
Office of First Filing to make a priority document available in the DAS system
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Part I: Requesting an

Q: I am going to file a national patent application with my
national patent Office, and would like to make that
application available as a priority document for a future
international application using DAS — do | specifically have
to request the national Office to make the document
available, and if so, how do | do this?

A: DAS offers a secure, reliable and legally authentic
electronic exchange of documents with all other Offices
participating in the service, and can be used in many
cases to meet priority document requirements under the
PCT in accordance with PCT Rule 17.1, as well as those
under other treaties and laws. Using DAS is particularly
useful in cases where the PCT application is not filed with
the same Office with which the earlier application was
filed, and PCT Rule 17.1(b) cannot be relied upon. If you
are going to claim priority of an earlier-filed national
application in an international application, and are able to
make use of the DAS system (see below for further
information on eligibility), you can simply request the
International Bureau (IB) to retrieve a copy of that earlier
application from DAS, provided that the certified copy of
the earlier application (priority document) has been made
available in DAS (PCT Rule 17.1(b-bis)).

It is important to note that, in order for you to make your
earlier application available as a priority document under
DAS, the Office with which you are filing it (known as the
Office of First Filing (OFF)) must be a “depositing Office”
under DAS.

The Offices of the following countries are currently
depositing Offices for national or regional applications, as
the case may be, and PCT applications filed with them in
their capacity as PCT receiving Office: Australia, Brazil,
Chile, China, Denmark, Finland, Georgia, India, Israel,
Morocco, the Netherlands, Spain and Sweden, as well as
the following regional Offices: the Eurasian Patent Office
and the European Patent Office; the IB is a depositing
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Office for PCT applications filed with it in its capacity as
receiving Office.

The Offices of the following countries are currently
depositing Offices for national applications only: Estonia,
Japan, New Zealand, the Republic of Korea, the United
Kingdom and the United States of America.

Other Offices are at various stages of preparation to join
the DAS system and are expected to join in the future.

There are two main steps that you must take in order to
arrange for the priority document to be made available in
DAS to the IB:

1. Request the OFF to deposit a copy of the earlier
application in DAS.

2. When you later file your international application,
request the IB to retrieve the priority document
from DAS.

This Practical Advice will concentrate on the first stage —
requesting the OFF to make the priority document
available in the DAS system. The second stage will be
explained in more detail in the Practical Advice published
in the next issue of the PCT Newsletter.

Some DAS depositing Offices will allow any patent
application filed at their Office to be entered into the
system, while other Offices offer the service only for a
limited range of applications, for example, for those which
have been filed in electronic form. The relevant scope for
each participating Office is outlined in each Office's
notification on WIPQO’s DAS website at:

www.wipo.int/das/en/participating_offices/

The exact means of requesting the OFF to deposit a copy
of the earlier application to the DAS digital library will also
depend on the requirements of the OFF concerned, for
example some Offices require the applicant to complete a
special form for this purpose. Many Offices have provided
information on their particular requirements on their
websites, and information on each Office’s requirements,
where available, can also be found on the
above-mentioned WIPO website. Where the Office
concerned has provided the IB with the relevant link to
their website, that link is published in the corresponding
part of Annex B1 of the PCT Applicant’'s Guide.
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As far as the United States Patent and Trademark Office
(USPTO) is concerned, applicants should be aware that
applications filed with the USPTO, which acts as a DAS
depositing Office, will systematically be made available in
DAS and will therefore be accessible to participating
Offices where the application contains written authority
granting such access. Note that the USPTO’s Application
Data Sheet (ADS) form (PTO/AIA/14) includes a section
which authorizes access to a copy of the application
as-filed by participating Offices unless the applicant
specifically opts out of such authorization.

After you have requested the OFF to make the priority
document available in DAS (where necessary), the OFF
will prepare an electronic copy of the priority document
and register it with DAS. You will receive an access code
from either the IB or the OFF. Alternatively, a code that
was given to you as part of the application process will
become available for use as an access code. For
example:

e inthe case of an earlier application filed with the
European Patent Office (EPO), if the applicant
files via Online Filing (EOLF) or new online filing
(CMS), the EPO will automatically generate a
DAS access code and add it to the
acknowledgement of receipt issued for the
request for grant of a European patent or for the
PCT request form, in the case of an international
application; otherwise, the code will be sent
automatically in a separate notification (further
information is available at: www.epo.org/law-
practice/legal-texts/official-
journal/2019/03/a27.html).

e inthe case of an earlier application filed with the
Japan Patent Office (JPO) via JPO PAS, the
priority document will automatically be registered
in DAS, and the access code will be indicated on
the online filing receipt; otherwise, for paper filings
the applicant should send a written request to the
JPO to issue the DAS access code (further
information is available
at: www.jpo.go.jp/e/system/patent/shutugan/yuse
n-epdx/e_das_first.html);

e inthe case of an earlier application filed with the
USPTO, the confirmation number indicated on the
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original filing receipt and electronic
acknowledgement receipt will become available
for use as an access code (further information is
available at: www.uspto.gov/patents-getting-
started/international-protection/electronic-priority-
document-exchange-pdx).

The access code will enable you to request the Office of
Second Filing, with which you file an application claiming
priority of the earlier application, to retrieve a copy of the
priority document.

Note that, in the case of a PCT application that claims the
priority of an earlier filed PCT application, the DAS route
can be used to retrieve a copy of the priority document,
provided that the Office that acted as receiving Office for
the earlier application makes international applications
available to the DAS system. Even though, in this
situation, the IB is already in possession of the earlier filed
PCT application, it is still necessary to request its
transmission in a manner equivalent to a national
application before the priority document requirements can
be considered to have been met.

If the IB as receiving Office (RO/IB) is the OFF and the
application is prepared using ePCT-Filing, the best
practice is to check the box: “The receiving Office is
requested to make this international application available
to the Priority Document Access Service (DAS)”. To
make such a request after filing, you can select in ePCT
the Action “Make international application available to
DAS". ltis also possible to request RO/IB to register an
application into DAS by means of a letter, preferably
uploaded via ePCT. Once the earlier application has
been registered, RO/IB will send to the applicant a unique
access code via Form PCT/RO/132.

For further information on using DAS with the PCT, please
refer to the information published at:

www.wipo.int/das/en/pdf/pct_and_das.pdf

Please be aware that you should not use DAS in the
following situations:

o if the OFF is not a DAS patrticipating Office, or

e if there is a limitation at the OFF excluding your
application from the service (for example, if the
OFF requires that the application be filed in
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electronic form and your application was not filed

in electronic form).

If you are filing your international application at the
receiving Office where the earlier application was filed
(whether as an earlier national or international
application), you may prefer to simply request the
receiving Office to prepare and transmit a copy of the
earlier application in the “conventional” way under PCT
Rule 17.1(b).

Further information on providing priority documents
through DAS will be published in PCT Newsletter
No. 12/2019.
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PCT NEWSLETTER NO.10/2019

SUBMITTING DECLARATIONS UNDER PCT RULE 4.17 USING EPCT, AND OBTAINING THE
SIGNATURES OF THE INVENTORS FOR THE DECLARATION OF INVENTORSHIP

EPCT #FMBL7- PCTHRA 417 ICEDCHITHIRHE ., KBPETHIEDHILTDI-HDFKBPED

BEHDHIF

Q: Five inventors are going to be included in an
international application that | am going to file shortly and,
to simplify the national phase procedure in the United
States of America, | would like to submit a declaration of
inventorship in respect of all the inventors during the
international phase. Now that the competent PCT
receiving Office accepts ePCT-Filings, | would like to file
the international application using ePCT-Filing, and have
seen that there is an ePCT “Action” for submitting
declarations. If | use this Action, how do | submit the
inventors’ signatures?

A: As you mentioned, ePCT contains an Action entitled
“Declarations under Rule 4.17” which allows you to
prepare any of the declarations under PCT Rule 4.17, and
submit them to the International Bureau (IB) after filing
(provided that you have either eOwner or eEditor access
rights to the international application). Alternatively, when
you use ePCT-Filing, it is also possible to prepare and
submit the declarations with the international application
at the time of filing, bearing in mind however that the
sheets containing declarations are included in the
Request Form (RO/101) and therefore might result in
additional page fees if your application already contains at
least 30 sheets.

Aside from the page fee consideration, the process to
prepare and submit declarations using ePCT is equally as
efficient, regardless of whether you do this at the time of
filing or after filing. This is because the standardized
wording for the declarations is always generated
automatically in the correct language (meaning that you
should not receive any invitation to correct for reasons of
incorrect wording of the declaration itself), and any
relevant bibliographic data available in ePCT (such as, in
the case of the declaration of inventorship, the names and
addresses of the inventors) will be automatically included
in the declaration without any need for retyping (which
could result in typographical errors).
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Although at the time of filing it is possible to choose to
attach declarations that were already prepared outside of
the system and attach them in PDF format, it is strongly
recommended to use ePCT to actually prepare the
declarations so as to benefit from the automation
mentioned above, as well as the validations that are
available.

As far as the signature of the declaration of inventorship
under PCT Rule 4.17(iv) is concerned (this is the only
declaration under PCT Rule 4.17 that requires a sighature
and ePCT validates that it is signed before submission), it
is possible to obtain the signatures of the inventors by
using the “external signature” function in ePCT. This
feature allows an inventor to review and sign the draft
declaration held in ePCT in electronic form without
requiring access to the system— only an e-mail address is
required. You simply select the name of each inventor
from the dropdown list of inventors’ names and select
“external signature” in order to send a signature request
by e-mail to the e-mail address indicated for that inventor
in the bibliographic data (note that, if required, you can
add an e-mail address if not already present in the
system, or you can edit the existing e-mail address so that
the external signature request is sent to a different e-mail
address, for example the inventor’s personal e-mail
address).

The external signature request sent by e-mail includes a
unique document identifier code and a link to a dedicated
web page where the recipient can type in a text string
signature. The actual document requiring signature must
be made available to the inventor by alternative means
outside of the system, for example, by sending it by
separate e-mail or saving it to a shared drive or patent
management system. The draft document as downloaded
for signature from ePCT is marked with the same unique
document identifier code so that the external signatory
can accurately match the signature request received by e-
mail to the documents requiring signature. Furthermore,
before signing the declaration of inventorship, the inventor
should have reviewed the contents of the application
(including the claims) to which the declaration relates.

When the inventor has signed the declaration, you will be
notified of this by e-mail so that you can preview the
signed document and submit the Action to the IB. After
submission, you will be redirected automatically to the
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“Documents” section of the international application where
you will see the submitted declaration pending processing
by the IB.

The PCT eServices Help page contains useful information
about the external signature function in general at:

www.wipo.int/pct/en/epct/learnmore.htmI?N=992

For information on how to submit declarations under PCT
Rule 4.17 using PCT-SAFE, please refer to the “Practical
Advice” in PCT Newsletter No. 03/2014 at:

www.wipo.int/edocs/pctndocs/en/2014/pct_news_2014 0
3.pdf

General information on the filing of declarations under
PCT Rule 4.17 is available in the PCT Applicant’s Guide,
paragraphs 5.074 to 5.083A, and 6.045 to 6.050 at:

www.wipo.int/pct/en/guide/index.html
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PCT NEWSLETTER NO.09/2019

COMPETENT INTERNATIONAL SEARCHING AND PRELIMINARY EXAMINING AUTHORITIES

EREERRAEEBS L OEBRTFHEEHES

Q: I recently filed an international application with the
International Bureau as receiving Office on behalf of an
applicant who is a national and resident of Switzerland. |
have just requested the addition of a second applicant to the
application under PCT Rule 92bis. This co-applicant is
resident in Switzerland but is a national of the Russian
Federation. Upon filing, the only International Searching
Authority that was competent to act as such was the
European Patent Office. Since the new applicant is a national
of the Russian Federation, is it possible to request the
Federal Service for Intellectual Property (Rospatent)
(Russian Federation) to carry out the international search if
the international search has not yet started at the European
Patent Office?

A: Itis recalled that where an international application is filed
with the International Bureau as receiving Office (RO/IB), the
competent International Searching Authority (ISA) (or
Authorities, as the case may be) is/are, in accordance with
PCT Rule 35.3, that (or those) which would have been
competent if the international application had been filed with
the national Office of, or acting for, a Contracting State of
which the applicant is a resident or national. As you know, in
your case, as the applicant at the time of filing the
international application was a sole applicant who is a
national and resident of Switzerland, the competent receiving
Offices for the application are, in addition to the RO/IB, the
Swiss Federal Institute of Intellectual Property or the
European Patent Office (EPO), and the competent ISA is
therefore the EPO. (For information on competent ISAs,
please refer to the PCT Applicant’s Guide, Annex C in
respect of the receiving Office concerned.)

Usually, one advantage of filing an international application
with RO/IB is that, if the State of residence of the applicant is
different from his/her State of nationality, or if there are two or
more applicants who are residents and/or nationals of
different States, this may, on the basis of PCT Rule s 35.3
and 59.1(b), result in a wider choice of ISAs and IPEAs than
would be the case when filing with a competent national or
regional patent Office as receiving Office. In your case, if
both applicants had been included in the international
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application upon filing, you would have had the choice of the
EPO or Rospatent, based on the applicants’ Swiss and
Russian nationalities, respectively. However, as the Russian
applicant was added after the application was filed, it is not
possible to subsequently request Rospatent to carry out the
international search (even if the search has not yet started)
as it is the situation at the time of filing the international
application that is taken into account when determining the
competent ISA.

It is recalled that, where the international application is filed
with RO/IB, the competent International Preliminary
Examining Authority (IPEA) (or Authorities) is/are, according
to PCT Rule 59.1(b), also that (or those) which would have
been competent if the international application had been filed
with the national Office of, or acting for, a Contracting State
of which the applicant is a resident or national. If you are
considering filing a demand for international preliminary
examination in respect of the international application, please
note that, even though the second applicant was added to
the application presumably before the demand is filed, the
only competent IPEA would be the EPO for it is also the
situation at the time of filing the international application that
is taken into account when determining the competent IPEA.

If you would still like to have a search carried out by
Rospatent (for example, if you wish to have a search carried
out on documentation in Russian) you can also, in
accordance with PCT Rule 45bis.1, request a supplementary
international search (SIS) of the international application by
Rospatent. The SIS would be in addition to the main
international search by the EPO and would incur extra fees.
The authority specified for SIS (SISA) would issue a
supplementary international search report3, but would not
issue a written opinion. Any applicant is entitled to request
SIS with any of the Offices that offer this service4 (other than
the Office that performed the initial international search),
regardless of the Office with which the international
application was filed, at any time prior to the expiration of 22
months from the priority date. Requests for SIS should be
made using Form PCT/IB/375, which is available at:
www.wipo.int/pct/en/forms/index.html and can also be
uploaded in ePCT using the corresponding Upload
Documents Action. Further information on SIS is available in
the PCT Applicant’s Guide, Introduction to the International
Phase, Chapter 8 at:

www.wipo.int/pct/guide/en/gdvol1l/pdf/gdvoll.pdf
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PCT NEWSLETTER NO.07-08/2019

SAME DAY CORRECTIONS BEFORE THE INTERNATIONAL BUREAU AS RECEIVING OFFICE

REEFE L TOEBRESRICHT 2RBMITHT

Q: I just filed an international application with the
International Bureau as receiving Office using ePCT-
Filing, and realized after submitting the application that |
had forgotten to include the drawings in the submission. Is
it possible, during the same day on which | filed the other
elements of the international application, to add the
drawings to the application, or do | have to re-file the
complete application? | would like to make sure that | will
be accorded today’s date as the international filing date.

A: If you wish to be accorded today's date as the
international filing date, it is important to file the drawings
on the same day as the rest of the application. It is
recalled that if missing drawings are filed after the day on
which the requirements under PCT Article 11 have been
met, that later date would be considered by the receiving
Office as the international filing date (PCT Article 14(2))’.

Fortunately you appear to have noticed on the same day
that the drawings were missing from the initial filing. When
filing an international application with the International
Bureau as receiving Office (RO/IB) using ePCT-Filing, you
can rectify the situation on the same day by using a
dedicated function in ePCT. Note that, although this
“Practical Advice” assumes that the international
application has been filed with the RO/IB, it may also be

Q:ePCT HEZMA L TREET L L TOEKESE
BRICEERHEBEZREE LI ZATTH, REE
12, REYICKNEEESDHENTW I Ehhhl
FL7 RHLAZEBREBEOMOERIC, ABHIC
ME%EMT 2 EEREETLL I M. ZNEDH
FEAAEBEIRHLEIHENHLOTLLIN?
AHO BV EBREREHE LTROoNd %
HEICLEVLWDTT A,

A: ZI:EODEI{T%IV%HJ?EE ELTEHTH DLW

AHITiE, HEEDKY 0ffa & L TABHFICK@E
%?%Hﬂ'é:t#‘i%’é?o K& L TWBEEA.
PCT % 11 RICE DK EHMmE-IN-BLUEICIR
Hani-i5a8, SBETICLY Z0EWNADBMD
ERHEEHE LTRAINE T (PCTH 14 5
(2)7%

FEWRI LI, HELIFEEPICRIOHEL, LK
HEHNRELTWEZ EICRDOW-L 5 TF, ePCT
HEZFALT. SEETL L TOEBREER
(RO/B) ICEBHEZRE T 555, ePCT OEMA
Hae zFVWTC, RBICKRKRZETET S &N TE
F9, XD “EFKET FAA R Tld. EREED
RO/BICIREINTWAZ L AFHRELTWET
H. ePCT HEEZFIA L TRRES N2 ERHEL =
BF3Z0MOZFEBEFICHLTH ZOTEXTTS
Z EHAIBETTY &,

7 The time limit for furnishing missing drawings is two months from the date on which the rest of the papers constituting the international

application were first received by the receiving Office (PCT Rule 20.7). If the missing drawings are furnished within that time limit, the date of

their receipt becomes the international filing date, unless the applicant is able to confirm in accordance with Rule 20.6 that the missing part

concerned was incorporated by reference under PCT Rule 4.18 (see last paragraph of this “Practical Advice”).

RELTVWAREZIRHET 28iMIE. ERHEZERT 2Z0th0EB4*IBEETHIRYICZELAZB25 2 A8 (PCT #A 20.7) ©¥, &
BTDIRELTVWABEOH PCTHRA 418 ICEDEFIBICL YV EENZZ L (KB5S “BEHET7 FNNM R DREDOERESRE) %, #8206 IZfE-
THBAPERTELWVWRY X, ZELTLW2REAHIHENICREINGEES., ZOZEA EREER Y 7,

8 Please note that the same day correction function in ePCT is not available for the receiving Offices of Canada, Israel and the United States of
America; although it is possible to prepare a .zip file using ePCT-Filing for upload to the e-filing system of those Offices, it is not possible to use
ePCT to submit applications online to them.

ePCT TORIBMITRTEOMEEIL, FBEFLLTOHFE, A ZASTABSLICKEOEFICH L TR IHATELRWI LICTBELES
W, ZNHDEFD ediling AT L~NT vy 7A— K3 57012, ePCT HEZFAL Tzip 7 7 AV EZERT B Z L IZAJEETT A, ePCT %
FMALTENODEFTAFT Y74y CHEZRET 22 LIETEEEA,
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possible to do this with other receiving Offices which
accept international applications filed

using ePCT-FiIings.

After filing an international application using ePCT-Filing,
you can add documents that were omitted at the time of
filing and which affect the according of the international
filing date (such as the description, claims and/or
drawings) as “same day corrections” up until midnight in
the time zone applicable to the receiving Office and be
accorded the same day as the international filing date.
Once that deadline has passed, the same day correction
functionality will no longer be available.

When making a same day correction, you have the option
of resubmitting the whole application (including the
missing drawings), provided that you make it clear that the
previous submission should be disregarded entirely, or of
submitting only the missing drawings in order to complete
the international application. In both cases, you will be
accorded today’s date as the international filing date,
provided that the new submission of the application
including the drawings, or just the drawings, as the case
may be, are received by the receiving Office today, and
that all the requirements under PCT Article 11 have been
met.

In order to upload a missing document to your ePCT-
Filing, you should click on “Same day corrections” from
the drop-down menu of the application (a downward-
facing arrow next to the international application number).
This will open the “Upload documents” action specifically
to upload the missing document to the newly-filed
international application, and the “time remaining for same
day corrections” will be displayed. This is the time until
midnight in the time zone relevant to the receiving Office.
When this time runs out, it is no longer possible to submit
same day corrections using this dedicated function. You
should complete information relating to the receiving
Office with which you have filed the international
application, indicate the document type and sign the
action. It is also mandatory to provide a short explanation
(in the box provided) regarding the nature of the same day
correction. A cover sheet is generated automatically when
the document corresponding to the same day correction
has been successfully uploaded.
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The same day correction function can be used not only in
the case where an element or part is missing, but also
where the wrong one has been filed (for example the
wrong description, the wrong claims or the wrong
drawings), provided that the receiving Office concerned
would permit you to exchange the erroneously-filed
document for the correct one.

Note that when using ePCT-Filing, in addition to
downloading a copy of what has been submitted after it
has been filed, it is also possible to download a copy of
the draft international application before filing — this will
enable you to check the contents of the application before
filing, and see whether all elements have been included or
whether all elements are the correct ones for the
application in question. However, please note that there is
no “Save draft” feature available for same day corrections.

If you notice only on a later day that an element or part is
missing, it is recalled that PCT Rule 20.6 permits the
applicant, within the applicable time limit under PCT Rule
20.7, to confirm that the missing element or part is
incorporated by reference in the international application,
without affecting the international filing date. In order to do
this, the missing element or part must be completely
contained in an earlier-filed application the priority of
which is claimed in the international application, and
certain other conditions must be met. Please note,
however, that in the few Offices that have notified the IB of
the incompatibility of this Rule with their national law8,
missing elements or parts will not be recognized as being
received on the international filing date. For further details
on incorporation by reference, please refer to the
“Practical Advice” that was published in PCT Newsletter
Nos. 05/2007 and 07-08/2015, and the PCT Applicant’s
Guide, paragraphs 6.024 to 6.031 at:

www.wipo.int/pct/guide/en/gdvoll/pdf/gdvoll.pdf

For further information on the same day correction
function in ePCT, please refer to:

www.wipo.int/pct/en/epct/learnmore.htmI?N=612
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PCT NEWSLETTER NO.06/2019

THE TIMING OF THE START OF THE INTERNATIONAL PRELIMINARY EXAMINATION (FOLLOWING

THE AMENDMENT TO PCT RULE 69.1(A))

(PCT # 8 69.1(A) DIEIEEZ R T TERT RE) ERFHEERBORA IV

Q: I have seen that on 1 July 2019, PCT Rule 69.1(a) will
be amended to provide for the International Preliminary
Examining Authority to start the international preliminary
examination upon receipt of the demand, instead of waiting
until the expiration of the applicable time limit for filing a
demand. If international preliminary examination starts
earlier, does this mean that | will have less time to prepare
amendments to the international application under PCT
Article 34?

A: For demands made on or after 1 July 2019, even though
International Preliminary Examining Authorities (IPEAS) will
generally be able to start the international preliminary
examination before the expiration of the applicable time
limit under PCT Rule 54bis.1(a), instead of the current
situation where they have to wait until the expiration of that
time limit unless the applicant requests an earlier start of
the international preliminary examination, amended PCT
Rule 69.1(a) will enable the applicant to expressly request
the postponement of the start of international preliminary
examination until the expiration of the time limit for filing a
demand. Therefore, your legal rights and choices will
remain the same in substance.

It is recalled that the time limit under PCT Rule 54bis.1 for
filing a demand is whichever of the following periods expire
later:

—three months from the date of transmittal to the applicant
of the international search report (ISR) (or, if applicable, the
declaration by the International Searching Authority(ISA)
under PCT Article 17(2) that no ISR will be established) and
of the written opinion of the ISA; or

—22 months from the priority date.

According to PCT Rule 69.1(a) as amended with effect from
1 July 2019, which will apply to any demand filed on or after
that date, the IPEA will, by default, start international

O IRE: ERFHEEEHEL L <o BAERT (IPEAJP) (S FHEEFRZT I B,

SHRZE W,

19

Q: PCT #281 69.1(a) . 2019 7 A 1 BN .

ERFEEEEE I FEEERKPAOBTET
EBEORBREF>IDY IS, FREEFRKEZ
N-o7-RR cERFHREEZABTE S LHEBE
INBFETHAEZHMY F L, EREFHEERE
NELHIBINSIHZE. PCTE 34 KICEDL
BMHEBEORMEEZ/ERT 2RREID AL ABZ L

BEKTB0TL LD,

A:2019F 7 A 1 BUURICITThh - FleEEFEK
B L Tld. ERFHEDZHEE (PEA) IX. REA
ELTPCT#HAI54 D 2.1(a) ICEDEEREINS
HEOE TRICERFREEZMAK I ZI AT
LS5V ET, i, WIROHEALE
BFEEE0RIRBZERLAWVEY .. IPEA
X Z DR D T £ THR-ARITNIER S AL E L
SHEICKRHDHDTT, BIEINT PCT A
69.1(a) TlE. HEEAN. FXKZITH> -HDHM
Wi T 9% E CEBRFHREEORBOERZHR
ICERT 22 EHAIEETY, Lah > T EW
R EBINBRIEEENICIEICNETCERBETT,

PCTHRAIS4 D 2.1 ICEDIKHEKREZTS =D
B, UTOBBDS bWInAELETI 58
BECERDEICTEELCEE L,

~HEANDEBRAETRE (ISR) (X7-15%HT 5
BAICIE. B 175(2) ICHEDC ERAEEREA
ISR ZERLEBEVWEDEE) LUV ISADRRESE
DFEFEHAD3IAA, LI

-BEHNH22HA,

2019 F 7 B LA oHE#T % PCT #R 69.1(a)

. ZOHUBEICIRE SN DI RTOFIHEERR
KRICERHINET, £7- IPEA X, HEADER
FlIHEBEEDRKR% PCTAREI 54 @ 2.1(a) IcED<
HROM T £ CHEET 5 2 L ZBARICEKR LA

ARSIV ELICABARERTFTOUTOREANEZ Z

https://www.jpo.go.jp/system/patent/pct/chosa-shinsa/yobishinsa_iv4_20190701.html
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preliminary examination when it is in possession of all of the
following:

—the demand;

—the fees payable for international preliminary examination;
and

—either the ISR or the declaration under PCT Article 17(2),
and the written opinion established under PCT Rule
43bis.1;

unless the applicant expressly requests to postpone the
start of the international preliminary examination until the
expiration of the time limit under PCT Rule 54bis.1(a).

If you wait until just before the expiration of the time limit to
file the demand and/or pay the applicable fees, or if the ISR
(or declaration) and written opinion are issued late by the
International Searching Authority (ISA), the start of the
international preliminary examination will be delayed
anyway, and you will have more time to prepare your
amendments under PCT Article 34(2)(b). Even if you file the
demand early, however, you can still request the IPEA to
delay the start of the international preliminary examination
until the expiration of the time limit for filing a demand by
checking the corresponding box (Box No. IV, item 4) in the
demand form (Form PCT/IPEA/401) as amended with effect
from 1 July 2019.

If your amendments under PCT Article 34 are still not ready
and the expiration of the time limit under PCT Rule
54bis.1(a) is imminent, and you wish the international
preliminary examination to start on the basis of
amendments to the claims, the description and/or the
drawings under PCT Article 34, it is important to ensure that
at least the demand is filed within that time limit. You should
indicate in the demand that you wish the international
preliminary examination to start on the basis of
amendments under PCT Article 34 by checking the
corresponding box(es) in Box No. 1V, item 110, If you have
indicated in the demand that you wish the international
preliminary examination to start on the basis of
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10 This item should, in any case, be completed in all cases, to clarify to the IPEA whether international preliminary examination should start on

the basis of an element as originally filed, on the basis of an element as amended under PCT Article 34, or, in the case of the claims only, on

the basis of claims amended under PCT Article 19.
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amendments under PCT Article 34, but no such
amendments have, in fact, been submitted, the IPEA will
invite you (using Form PCT/IPEA/431), under PCT Rule
60.1(g), to submit the missing amendments within a time
limit fixed in the invitation, and will not start the international
preliminary examination before it has received the
amendments, or before the expiration of the time limit fixed
in the invitation (PCT Rule 69.1(e)). Please note, however,
that if this happens, there will be less time available for
international preliminary examination.

If you do not make any such indication in the demand in the
above-mentioned situation, the IPEA may begin
international preliminary examination as soon as it is in
possession of the demand, the fees, the ISR (or declaration
under PCT Article 17(2)) and the written opinion of the ISA,
and it may start to draw up the report (provided any
required translation under PCT Rule 55.2 has been
furnished). Once it has begun to draw up the report, it is no
longer obliged to take into account any (further)
amendments (PCT Rule 66.4bis).

Please note that, although the applicant’s legal rights and
choices remain the same in substance, the change to PCT
Rule 69.1(a) may, in practice, result in more time being
available for the IPEA to conduct international preliminary
examination, as it allows the IPEA to start the international
preliminary examination earlier than at present without the
applicant’s express agreement. This may result in the
following advantages to both applicants and IPEAs:

—more time available for dialogue between the applicant
and the examiner, so as to provide a better service for
applicants and allow examiners more time for obtaining
clarifications;

—greater possibility for applicants to obtain a second written
opinion and to provide comments on the written opinion;
and

—better quality written opinions and International Preliminary
Report on Patentability under Chapter Il (IPRP Ch. II) from
the IPEA.

Note also that if the written opinion of the IPEA and the
IPRP Ch. Il are available early this will facilitate accelerated
processing of international applications in the national and
regional phases via the PCT-PPH and Global PPH pilot
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programs where such a program exists between the F. FE LI FREREFKZTEIRY ELIE
respective Offices and the applicable requirements are met. HIXZTL & H, ZNTHREY ., HEANTF
BEEFREITSRICHEDIERICEIYZLD
KEZ&EP T Z & 2ERL. IPRPE I EDIER
BICEHENRHEINA L ZRERICTHILEH
L9 35HEIC1E. BRFRETZORBOER%
IPEAICEEKRT 5 Z LA HIBET Y,

Therefore, for the above-mentioned reasons, a demand
should preferably be filed as soon as possible after the
applicant’s evaluation of the ISR and written opinion of the
ISA has shown that it is worthwhile pursuing the
international application further. It is nevertheless possible,
if the applicant prefers to have more time to prepare
amendments after filing the demand and wishes to ensure
that they are submitted before the establishment of the
IPRP Ch. II, to request the IPEA to delay the start of
international preliminary examination.
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PCT NEWSLETTER NO.05/2019

POSSIBLE IMPLICATIONS OF SUBMITTING INFORMAL DRAWINGS WHEN FILING THE

INTERNATIONAL APPLICATION

EFRHBRR ICIERRME 2R T 2 2 A ORI REARER

Q: | filed a national patent application ten months ago, and
would now like to file a PCT application, claiming priority of
the earlier application. As the drawings that | filed with the
earlier application were very informal, | wondered whether |
should file the international application now with the
drawings as they are, and then submit formal drawings
later, once they have been prepared, or whether | should
wait until the drawings have been prepared before filing the
PCT application? | am worried that the informal drawings
are so bad that they might be perceived as being
substantially different from the formal drawings.

A: Although some national or regional Offices may be
prepared to accept more informal drawings in accordance
with their own national or regional practice, and may accept
replacement formal drawings later on without any problems,
please be aware that, as far as the PCT procedure is
concerned, it is strongly recommended to submit formal
drawings at the time of filing the international application.

Some of the drawbacks and potential risks that you may
encounter if you do not submit formal drawings at the time
of filing the international application are considered below.

One potential problem with submitting replacement
drawings to the receiving Office (RO) after filing the
international application is that, depending on the nature of
the improvements to the drawings, the new drawings might
appear, from a formal perspective, substantially different
from the originally-filed drawings and the formalities
examiner may, in such a situation, be reluctant to accept
the former for fear that they might add new material to the
application; it may therefore not be possible to correct the
drawings under PCT Rule 26. You should be aware that
formalities examiners at ROs or at the International Bureau
(IB) are trained to examine the application as to form; they
are not necessarily technically trained in the field relating to
the subject matter of the international application. It is only
when the RO transmits the application to the International
Searching Authority (ISA) for the purposes of international
search that it will be looked at by someone who is
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technically trained in the relevant scientific or engineering
discipline, and who would be in a position to evaluate
whether a new drawing includes new matter or not.

If the drawings cannot be corrected under PCT Rule 26 due
to the difference(s) between the drawings as filed and the
replacement drawings, there may be the possibility to
request the rectification of an “obvious mistake” under PCT
Rule 91 before the ISA. However, the requirement under
PCT Rule 91.1(c) that it would have to be obvious to the
ISA that, as at the international filing date, “something
else was intended than what appears in the document
concerned and that nothing else could have been
intended than the proposed rectification” would most
likely be difficult to meet.

If (replacement) formal drawings are not accepted for the
purposes of the international procedure, the examiners
during the international search procedure, and, if
applicable, the international preliminary examination
procedure, may experience problems if the quality of the
informal drawings is very poor — it may slow down their
work and affect the quality of the search/examination.
Furthermore, the IB would publish the international
application with the informal drawings as filed, rather than
the formal ones, and the designated (or elected) Offices
would have access to the informal drawings upon entry into
the national/regional phase.

One option that you could consider, if you do not have your
formal drawings accepted before international publication,
is to file a demand for international preliminary examination,
accompanied by amendments to the drawings under PCT
Article 34(2)(b). Such amendments do not need to satisfy
the “nothing else could have been intended” requirement of
PCT Rule 91.1(c). Furthermore, as is the case with the ISA,
the International Preliminary Examining Authority (IPEA)
has technically trained staff in the relevant scientific or
engineering discipline, and would be in a position to
evaluate whether a new drawing includes new matter or
not. If the IPEA concludes that no new matter has been
added (and that other procedural requirements have been
met), it will include the formal drawings as an Annex to the
International Preliminary Examination Report. Although the
amended drawings included in that Annex would not form
part of the international publication (the informal drawings
would still be published as part of the international
application), they would be available on PATENTSCOPE,
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and available to the designated (or elected) Offices, but not
before the expiration of 30 months from the priority date
(PCT Rule 73.2(a)). You should, however, bear in mind
that, as mentioned above, extra fees would be payable
under the international preliminary examination procedure,
and that waiting to find out whether the drawings have been
accepted by the IPEA may prolong the uncertainty.

If you do not amend the drawings in the international phase
under PCT Article 34, the designated (or elected) Offices
(DOs/EOs) would, at the point of entry into the national or
regional phase, use the drawings as published. You would,
however, be entitled to submit amended drawings to the
DOs/EOs under PCT Rule 52 or 78, which would be taken
into account when determining whether or not to grant a
patent (or other form of protection, if applicable) if they are
received within the applicable time limit. Note that if you
submit amendments to each DO/EO before which you wish
to enter the national or regional phase, this would normally
be more costly than either making the amendments before
filing, or making them during the international phase.

It is recalled that all drawings submitted as part of an
international application must comply with the PCT
standard for drawings contained in PCT Rule 11.10 to
11.13. Further information on the formality requirements for
drawings is also available in paragraphs 5.131 to 5.160 of
the PCT Applicant’s Guide at:

www.wipo.int/pct/en/guide/index.html

If the RO finds that the submitted drawings do not comply
with PCT requirements, it will invite the applicant (using
Form PCT/RO/106) to correct any defects within a time limit
set in the invitation (or within an extended time limit, if
granted by the RO, provided that the corrected drawings
reach the IB before the technical preparations for
publication have been completed). If an applicant fails to
correct defects in drawings, and the RO finds that, in
accordance with PCT Rule 26.5, the international
application does not meet the physical requirements of PCT
Rule 11, the RO could in theory consider the international
application withdrawn. It is, however, rare for an RO to
consider an application withdrawn because of defects in the
drawings; applicants are, in effect, protected somewhat by
the proviso under PCT Rule 26.5 whereby no international
application will be considered withdrawn for lack of
compliance with the physical requirements referred to in
PCT Rule 11 if it complies with those requirements to the

25

BFRHICHES BINREORIWABRERZ &P,
IPEAICL » THEIFZEINE A E S HOHER
HEF-RIER LT REN KRS RS C AJEEHED
HBHZLICTERLIEI N,

ERREFEICHE W T PCT B 34 XKICEDKRE O
EZ LAWSEICIE, B (I8 R) BT
(DOS/EOS) IFERN £ 7= 12 LI ELFERBIT DO RF = T
NESIN-HEZERTSITLL I, -ELHE
7=1%. PCT#HBI52 £7/-13 78 ICEDOWT
DOsS/EOs IZfIE SN -KE = eH 3 2 ML H
DEY, BRI HBNICREISEINGE
ICIE, R (F I3RS T 2558132 othoiESE
DIRE) 25T 21 EI D EHMT BREICEE
INET, BRZIILBEEBET2HELET R
DO/EO IZxf L THIEZIRH T 255 1E. HEER]
ICHEZTO DS LK ISEREEEMP ICHIES
T 5honThEBELTH, BEITLYERY
IHBTLICTEELIZS L,

EREBEO—E L L TRESN T RTORIE

. PCT#E] 11.10 A5 11.13 ICEREHINTW D
XHEICEAT 5 PCTIREICERNIT RNEZLICTE
BT W, MAEIICET 2 AN AEHOEMN

. PCT HEEADF5F|DIER 5.131 H* 5 5.160 |
LHBAINTVWET, ATV %2ZELES
(A

www.wipo.int/pct/ja/guide/index.html

RHSIN/-KED PCT EZHICERL TLWAEWT
% RODPERLABAEICIE. HEBEAICKHL TEH
SE (%= PCT/RO/106 # AW T) ICERE S N7z
HEA (F I AOEMNEBA T T T 5H1IC
AFRINF-KAEDIBICEELEZ & ZEZHFICRO
L&) 5N S 2ERESNF-BEN)IC. RE
DFERZEROET, HEAHLPREOXEOHR %=
2Y. PCT#RE] 265 [CEDZEREFED PCT#H
11 oA LEOEHZH L TULWAELE ROD
Hr L 723/ A, RO IIBRE L. EEHBEIZETIS
LDNTmbDERMT A TEEY, LHALAD
5, MEDOXRMEDI=HIZHEHAE T >ni-&

ROARMT Z L lEHmTd, ERHEIL. PCT#
B 11 ICE® 2% A LOEH AP EBR AR EEIC
HW—HRELEDTHI-DITHEREBEICE THRIS
NTLBRHFEICIE, YEERX LOEGFZH-IR
WZEHEBRELTHRTIFsNEbDEIZRME


http://www.wipo.int/pct/en/guide/index.html
http://www.wipo.int/pct/ja/guide/index.html

PCT NEWSLETTER | Practical Advice Collection

extent necessary for the purposes of reasonably uniform
international publication.

To conclude about your specific case — although it is
preferable to include formal drawings in the international
application as filed, if you do not have time to prepare
formal drawings before you file the international application,
it may be safer to file the application with informal drawings
(and try and replace them later with formal drawings), rather
than to miss filing the application within the 12-month
priority period.

You may also find it useful to read the following Practical
Advice articles concerning drawings and compliance with
physical requirements:

www.wipo.int/pct/en/newslett/practical_advice/pa_012005.h
tml

www.wipo.int/pct/en/newslett/practical_advice/pa_062007.h
tml

www.wipo.int/pct/en/newslett/practical_advice/pa_032016.h
tml

It is recalled that ePCT has a dedicated preview functionl,
which enables applicants to view, pre -filing, and without
having to log in, any drawings provided in either PDF or
DOCX format as they will be rendered by the IB for
subsequent processing and publication. Information on this
useful function was published in the Practical Advice in PCT
Newsletter No. 04/2019 at:

www.wipo.int/pct/en/newslett/practical_advice/pa_042019.h
tml
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PCT NEWSLETTER NO.04/2019

ISSUES TO BE AWARE OF WHEN SUBMITTING DRAWINGS IN COLOR

H7—NEZRET 2BRISERTRNEFEE

Q: I will shortly be filing an international application in
respect of an invention that consists of a device which
produces results in color. The drawings should therefore
preferably be available in color to facilitate the
understanding of the invention. Is it possible to submit
color drawings as part of the application? If so, how
should they be prepared, and should | alert the
International Bureau to the fact that | am purposefully filing
color drawings?

A: The PCT makes no provision for color drawings (or
photographsll) and, furthermore, according to PCT Rule
11.13, drawings are to be “executed in durable, black,
sufficiently dense and dark, uniformly thick and well
defined, lines and strokes without colorings” [emphasis
added]. If at all possible, you should adhere strictly to that
rule from the outset and provide any necessary
explanation of the relevant colors in the description, since
you may be required to provide black and white drawings
in the national phase before some Offices and this may
prove difficult or impossible without adding subject matter.

However, although the filing of color drawings is not
generally permitted under the PCT, any color drawings
received will be retained by the receiving Office and/or the
International Bureau (IB), although their subsequent
availability will vary, depending on a number of factors.

Where, exceptionally, color drawings are submitted, they
must be on sheets of A4 size and respect the minimum
margins prescribed under PCT Rule 11.6(c), and
generally meet the requirements under PCT Rule 11.11
and Rule 11.13. While the receiving Office will not
necessarily require replacement sheets where color
drawings are submitted, it is important to be aware that,
where the applicant does not later furnish replacement
black and white drawings (either of their own volition or
subsequent to an invitation to correct from the receiving
Office), the IB will, for international publication purposes,
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convert all drawings into black and white (not greyscale).
Please also bear in mind that, in some cases, the
receiving Office may even do the conversion prior to the
drawings being submitted to the 1B, and again, the quality
for publication purposes cannot be guaranteed. Despite
the best efforts of the IB during the conversion or
scanning of the color drawings into black and white, it
cannot guarantee the clarity of the drawings in the
published application. As a result, details may be lost,
which could impact the disclosure of the invention in the
international application and affect the processing of the
international application in the international and national
phases.

Given that there is the risk that the conversion to black
and white may result in certain inaccuracies when
compared with the original document, if you file an
application electronically using ePCT-FiIinglz, the IB has
made available a dedicated preview function that enables
applicants to view, pre-filing, the content of any application
body provided in either PDF or DOCX format as it will be
rendered by the IB for subsequent processing and
publication. The applicant therefore has an opportunity,
prior to filing the application using ePCT-Filing, to verify
that the content of the converted images will be as
originally intended. Since the preview function “view
document as it will be rendered at the IB” is based on the
same conversion process (the “DocConverter”) as that
which is used for document import and publication at the
IB, it should closely resemble what will be published by
the IB, provided that the receiving Office does not make
any further conversions of the page images prior to
transmitting the record copy to the IB.

The DocConverter preview function is also available as a
standalone function, without needing to sign in, at:

https://pctdemo.wipo.int/DocConverter/pages/pdfValidator.
xhtml

https://pctdemo.wipo.int/DocConverter/pages/home.xhtm|

By clicking on the dropdown menu icon, you will have
access to the complete set of conversion functions and
also a user guide.
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Please note that, although it is mentioned above that the
same preview function is already offered directly as part of
ePCT-Filing, this excludes filings with receiving Offices
which do not allow upload of the application body within
ePCT (namely, the receiving Offices of the Israel Patent
Office and the United States Patent and Trademark
Office).

Where the receiving Office transmits to the IB a copy of an
electronically filed application body in its original format as
filed, the IB will make it available on PATENTSCOPE. If
the electronic filing software used allowed for the specific
indication that color content was filed as part of the
international application (this is the case for international
applications filed using ePCT-Filing or, in certain cases,
PCT-SAFE), such indications will trigger a notice on the
front page of the published international application to
indicate that the application as filed included color (or
greyscale, if that is the case) content and that this is
available on PATENTSCOPE.

When using ePCT-Filing, you do not need to indicate
specifically that you are purposefully filing color content as
ePCT will normally automatically detect color or greyscale
in the application body files that are uploaded, and will
pre-check the corresponding box. However, the box can
be unchecked manually in cases where the user
determines that the system detected this in error, such as
in cases where the software used by the applicant to
prepare the application body converted a pure black and
white image into a different file format which, although it
appears to be black and white, is then detected as color or
greyscale.

When using PCT-SAFE, the checkbox is only available
where the receiving Office selected is the IB and must be
checked manually, although there will continue to be a
validation warning that the drawings are not, but should
be, in black and white.

On PATENTSCOPE, in the list of documents, one of the
following icons, will appear to the right of the entry
“Application Body as Filed” and will serve as a shortcut to

.

the file containing the originally-filed color (or greyscale)
content:
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The color icon is used for those cases for which there is a
specific indication published on the front page that the
international application contains color (or greyscale)
images. The grey icon is used where there is no such
indication on the front page (that is, where color has not
been automatically detected or has not been notified
specifically by the applicant).

The provision of the drawings as originally filed may assist
national phase processing in Offices where color drawings
are accepted, and those Offices will be able to consult
those drawings in order to decide what is acceptable for
the purposes of national phase processing according to
their national laws and procedures. However, as has
already been mentioned, all drawings are nevertheless
converted to pure black and white formats for further
processing and publication by the IB, and this will not
overcome the need to provide to other Offices, when
required, true black and white drawings representing the
color images without adding subject matter.

The IB hopes that at some point in the future, it will be
possible to permit the filing and publication of color
content in the application body, and there has been much
discussion, in particular within the framework of the PCT
Working Group, about the future possibility of the
acceptance of color drawings during the international
phase. However, many technical, legal and procedural
considerations have to be addressed, and consultations
on these matters are taking place regularly with receiving
Offices, International Searching and Preliminary
Examining Authorities, designated/elected Offices, as well
as certain interested intergovernmental and non-
governmental organizations representing users of the
PCT System.

For the time being, however, most national phase
procedures still require pure black and white content for
the application body. Even if the designated Office can
access, via PATENTSCOPE, the version that was
originally filed, it may remain difficult or impossible to
subsequently produce an acceptable black and white
version without new subject matter being considered to
have been added.

PCT NEWSLETTER NO.03/2019

Hh—TAaAvE, BBHEBEICHT— (XiEJL
—RT =) A XA =VHEENTVEEDORRIEK
MICBEINTLWABSICERAINET, JL—T7
Aavid, RRICZOL S BRHIBRWEE (0 F
DAhZ—HBEEMNICKRININE, - HE. £72&
HEEAIC K Y BBRIISEBH SN D 2 7-358) I
Bahxd,

HEYONEm#=RET 2L T H7—RAHIZ
BIN2BFICBIT2ERNEEOUEBATIEINE
T, TNOLDOEFT T, BRESELUFHEICHK-
T. ENEELEOBMNICEWTRERERD D%
RETAH-HIC, TNODOREZHERET 5 & HH
BEBICHRY £9, LHhLAED D, TTICHRRELEL
ST, TRTOMEIZIBICLY I HICREBINAR
RO ICHBRRERERICERINET, ZTNIC
LD h LT, BRINFIBEICIE, ERE (subject
matter) Z BB T ICH T —EHRERRET 28R
HENEZMOBTICRET 2H0EELBRASIND
ZElTiERY EH A,

IB I fFRAICIE, BEAKICEEFNEZ AT —aY
TYYDRHERNADPFRTEDLSICARDEZ L%
ZATWET, $FIC PCTEEBEOREADF
T, EREREICE T H T —RNEOZEICET 5
RHARTTREEICOWTE K DERHIERONTERE
L7z LA LAEDS, ZLOEME. EHBLUF
HLOZEBEHEICHNT Z2HELNHY . OO
FICET2HmEIITEET. ERATHESLUE
BYiEEEEE. BE/EREF. oI PCT &
2T LDA—YERETIHEDOELDODH 5 BATFH
BRI E & O FEBUFHERS & HICTEHIMICTThNT UL &
ERS

7-72L. HEOMIE. Z<OEREEOFHKTIESI
T E HEANMRIC ISR ARORBRL RO ONE
¥, EEEBTA PATENTSCOPE %/ L THEELH)
D7 F7ANIT IV ERTERELTH, FILLWEE
(subject matter) ZBHd 5 Z &% <, FZIFANA]
BELHRBRREAERT 5 2 L IdkARE L THRE X /-
IERAJEETL &£ 5

FILING STRATEGIES: FACTORS TO CONSIDER WHEN DECIDING WHETHER TO FILE AN
INTERNATIONAL APPLICATION WITH A NATIONAL (OR, WHERE APPLICABLE, REGIONAL)
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OFFICE OR THE INTERNATIONAL BUREAU AS RECEIVING OFFICE — AN EXAMPLE OF A US

RESIDENT WHO IS A NATIONAL OF CANADA

HEEOEE: EREEZEAN (b LEXET2H5RICEEE) EFEFRREBET L L TCOEBREBER
ICHEET 20 ED D ERET 2BRICKRFINZIER - T XERTH 2 XKEREEDEH

Q: I am a US patent agent and have been
approached by a client who is resident in the US and
a national of Canada. The invention that my client
wishes to protect was the subject of an earlier
national filing in the US. My client intends to file a
PCT application and possibly sell the rights to it in
the future. As there may be a new applicant from an
Asian country during the international phase, what
factors do | need to take into account when deciding
which receiving Office to file the application with?

A: In accordance with PCT Rule 19.1, the international
application should be filed with the national Office of the
Contracting State of which the applicant is a national
and/or resident, or with the International Bureau as
receiving Office (RO/IB).

Because of the nationality and residence of your client
(hereinafter “the applicant”), he/she has the option of filing
the PCT application with the receiving Offices (ROs) of the
United States of America (RO/US), Canada (RO/CA) or
RO/IB. Several factors may affect an applicant’s choice of
RO, including:

—national security considerations;
—agent’s right to practice before the RO;

—choice of International Searching Authorities (ISAs) and
International Preliminary Examining Authorities (IPEAS);

—language(s) accepted by the RO;
—whether electronic filing is possible with the RO;

—whether the RO has any outstanding notifications of
incompatibility in relation to certain safeguard provisions
(such as restoration of the right of priority under PCT Rule
26bis.3);

—in the event of filing close to the expiration of the 12-
month priority period, the time zone difference and the
hours of operation of the RO; and
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—cost of filing at the Office concerned (the transmittal fee
and certain other fees which may have to be paid for the
benefit of the RO vary amongst Offices) and whether the
RO offers any fee reductions, as well as modalities of
payment of fees.

We will look at some of the specific points that you may
wish to consider when deciding with which RO to file the
application, given the circumstances outlined in your
guestion. Note that these are not exhaustive, and there
may be other issues to consider.

National security considerations

In most cases, you are considered to have permission to
file with another Office if you have either filed an
application for the same invention at the relevant national
Office a certain amount of time previously (which varies
from Office to Office) and have not received a security
notice stating that you should not file elsewhere, or if you
have explicitly requested and been granted permission.
Note that the United States law includes restrictions on
the filing of patent applications for inventions made in the
country. Known national legislation which restricts the
filing of international applications with other Offices for
reasons of national security are summarized at:

www.wipo.int/pct/en/texts/nat_sec.html

Filing with RO/US: Where the subject matter of the
international application is identical to that of the earlier
application, the priority of which is claimed in the
international application, and the international application
is filed with the same Office as the earlier application, any
necessary security checks will normally already have
been carried out by the time you file the international
application. If this is not the case, RO/US will not forward
the application to the IB for processing (nor to the ISA for
the purposes of international search) until such time as
the national security clearance has been given.

Filing with RO/CA or RO/IB: if you file directly with either
RO/IB or RO/CA, neither of these Offices will carry out a
check of national security prescriptions — you would be
responsible for ensuring that the PCT application complies
with any U.S. national security requirements before filing.

Choice of ISAs and IPEAs
It could be useful, where possible, to choose an ISA which

would search prior art that is particularly relevant to the
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region where protection is ultimately sought. For example,
if protection will be sought in Japan, it may be useful to
choose ISA/JP as that Office may find relevant prior art in
Japanese, which may not be accessible to other ISAs for
language reasons. Please also bear in mind that if you
obtain positive search/examination results from an ISA (or
IPEA) which is the same Office from which you ultimately
wish to obtain a patent, this should make it easier to
obtain positive results before that Office upon national
examination. However, choice of ISA (or IPEA) is limited,
depending on the RO with which you file your international
application.

RO/US: you would have a wide choice of ISAs (and
IPEAS) as RO/US has specified the following ISAs (and
IPEAS): the patent Offices of Australia (AU), Israel (IL),
Japan (JP), the Republic of Korea (KR), the Russian
Federation (RU), Singapore (SG) and U.S., and the
European Patent Office (EP).

RO/CA: the Office has specified only itself as ISA (or
IPEA), so you would not be able to choose any other
Office as ISA (or IPEA) if you file with it.

RO/IB: the competent ISAs (or IPEAS) are the same as
would have been competent if the international application
had been filed with the national Office of, or acting for, a
Contracting State of which the applicant is a resident or
national (see PCT Rules 35.3 and 59.1(b)). This means
that applicants with different countries of residence and
nationality filing an international application with RO/IB
may have a wider choice of competent ISAs when
compared with filing before a national (or where
applicable, regional) Office acting as RO. For instance, in
your case, when selecting the ISA, you would be able to
expand the ISA/IPEA coverage as you would be able to
choose the Offices which have been specified to act as
ISA (or IPEA) by RO/US (in view of the applicant’s country
of residence) as well as by RO/CA (in view of the
applicant’s nationality).

It is recalled that you can request a supplementary
international search by any of the Authorities that offer this
service, regardless of the receiving Office with which you
file the international application, but the Authority specified
for supplementary international search must be different
from the Authority that has performed the international
search.
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Right to practice before the RO

Although none of the three ROs require the applicant to
appoint an agent, if an agent is appointed, there are
certain requirements which must be met.

RO/US: provided that you are registered to practice with
the USPTO, you are entitled to act as an agent for the
international application if you file with RO/US.

RO/CA: the agent must be a person or firm entitled to
practice before the Office. If you are not entitled to act
before RO/CA, and the applicant wishes to be
represented by an agent before that Office, he/she would
have to appoint another agent who meets that
requirement. Otherwise, you could be included as an
address for correspondence, however, any submission to
the RO or the International Authorities would have to be
signed by the applicant.

RO/IB: while any resident or national of a PCT Contracting
State may file an international application directly with
RO/IB (PCT Rule 19.1(a)(iii)), and the RO/IB is in that
sense considered a “universal RO", it is not the case that
any agent could act as agent before the RO/IB — the right
to practice is governed by PCT Rule 83.1bis'3and the
guestion of which agent may act as such for a particular
international application is linked to the nationality and
residence of all applicants. As the applicant is resident in
the US and you are presumably entitled to act before
RO/US, you would also be entitled to act as agent before
RO/IB for the international application concerned (as
would any agent entitled to practice before RO/CA).

For further information on other issues raised in this
Practical Advice (for example, permitted language(s) of
filing, whether electronic filing is available at the RO,
amounts of fees payable, information on restoration of the
right of priority under PCT Rule 26bis.3 and criteria
applied), please refer to the PCT Applicant’s Guide,
Annexes B and C, in respect of the Office concerned, at:
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13 |In accordance with PCT Rule 83.1bis(a), any person who has the right to practice before the national Office of, or acting for, a PCT

Contracting State of which the applicant, or if there are two or more applicants, any of the applicants is resident or national shall be entitled to

practice in respect of the international application before the RO/IB.
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www.wipo.int/pct/en/guide/index.html o ) ]
www.wipo.int/pct/en/texts/reservations/res_incomp.

and to find out whether an RO has any outstanding html
notifications of incompatibility which may influence the RO
with which you may file, please refer to the table at:
www.wipo.int/pct/en/texts/reservations/res_incomp.html

BTERALERTI2DICERIIDFIDERE L T,
“ePCT Reference Data Lookup” IC4 % “Office
Profile” [FLATD Y v o h b TELZE 0,
Another useful resource for comparing Office information
is the “Office Profile” in the “ePCT Reference Data
Lookup” at:

https://pct.wipo.int/ePCTExternal/pages/home.xhtml

https://pct.wipo.int/ePCTExternal/pages/home.xhtml
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REQUESTING THE ADDITION OF A MISSING PRIORITY CLAIM

RELTWBEBEEIRDEMEERT 2

Q: On 15 January 2019, I filed an international
application in which | intended to claim the priority of two
earlier applications (dated 5 and 19 February 2018,
respectively). However, the details about the earlier of
the two applications were unfortunately omitted from the
request. Is it possible to add the missing priority claim,
and if so, what is the applicable time limit for doing so
and how do | make such a request?

A: You can request the addition of a priority claim after
filing, provided that the request is made within the time
limit provided for in PCT Rule 26bis.1(a), which states:

“The applicant may correct a priority claim or add a
priority claim ... within a time limit of 16 months from the
priority date or, where the correction or addition would
cause a change in the priority date, 16 months from the
priority date as so changed, whichever 16-month period
expires first, provided that such a notice may be
submitted until the expiration of four months from the
international filing date...”

In your case, since the priority claim which is to be
added to the request (5 February 2018) is earlier than
the priority claim which was already included in the
request (19 February 2018), your request to add the
missing claim must reach the receiving Office or the
International Bureau (IB) prior to the expiration of 16
months from 5 February 2018, the earlier of the two
claims (that is, by 5 June 2019). (The alternative time
limit under PCT Rule 26bis.1(a) of four months from the
international filing date does not need to be considered
in this particular case as it is less favorable, falling on 15
May 2019.)

You have the choice to submit your request to add a
missing priority claim to either the receiving Office (in
particular, if the earlier application was filed with the
receiving Office and you also intend to request that
Office to furnish a copy of the corresponding priority
document to the IB) or the IB. Please note, however,
that in cases where the international application is
scheduled to be published soon, it is preferable to send
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it directly to the IB. The request to add the missing
priority claim must be signed by an authorized person,
that is, by the agent or the common representative.
There is no fee payable for making such a request.

If you have access to your international application in
ePCT, you are advised to make use of the “Upload
document” feature to upload your request, in order to
ensure rapid receipt by the IB (or receiving Office, if it
accepts documents via ePCT). If you do not yet have
access to your application in ePCT but you do already
have a WIPO account, you can nevertheless sign in to
ePCT (https://pct.wipo.int) and use the “Upload
document” function to submit your request to the IB. To
benefit from the full set of functionality available in
ePCT, it is recommended to sign in to ePCT with your
WIPO account and follow the link to set up strong
authentication which is required for secure online access
in order to file and manage your applications securely.

Further information on setting up an account and making
use of ePCT'’s facilities is available in the FAQs of the
PCT eServices Help page at:

www.wipo.int/pct/en/epct/support.html

If you do not yet have a WIPO account to use ePCT and
you need to submit your request to the IB urgently
because the applicable time limit is about to expire, you
can, in that case, also use the PCT contingency upload
service at the IB at:

https://pct.wipo.int/ePCTExternal/pages/UploadDocume
nt.xhtml

For further information, see PCT Newsletter No.
12/2018, page 1. It is highly recommended, however, if
you are going to submit documents regularly to the IB,
that you create a WIPO account, as this will be quicker
and simpler.

Note that where the addition (or correction) of a priority
claim causes a change in the priority date, any time limit
which is computed from the previously applicable priority
date and which has not already expired will be computed
from the priority date as so changed (PCT Rule
26bis.1(c)). In your case, if you request the addition of
the earlier priority claim, your priority date would change
from 19 February 2018 to 5 February 2018. This means
that a number of time limits under the PCT would also
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change accordingly. For example, your earliest potential
date for international publication, as well as the time limit
for entry into the national phase, would be two weeks
earlier.

If you have not furnished a certified copy of the earlier
application (the priority document) in relation to the
missing priority claim, nor requested the receiving Office
to do so if the 5 February application was filed with that
Office, you should contact the competent authority in this
respect to ensure that the priority document is furnished
within the newly calculated time limit under PCT Rule
1714, If the earlier application was filed with an Office
which acts as a depositing Office of the WIPO Digital
Access Service for Priority Documents (DAS), you could
also request the Office of first filing to include your
earlier application in DAS and then request the 1B, prior
to the date of international publication, to obtain the
priority document from DAS (PCT Rule 17.1(b) and (b-
bis)).

If you fail to meet the time limit under PCT Rule 26bis.1
for adding the priority claim, you may, prior to the
expiration of 30 months from the priority date, and
subject to the payment of a special fee, request the IB to
publish information concerning this (PCT Rule
26bis.2(e)). The information would be published on
PATENTSCOPE under the “Documents” tab of the
published international application under the title
“Publication of Late Submitted Request to Correct/Add
Priority Claims”. This will not add the priority claim to
your application, but it may help you if you wish to add
the priority claim with any designated (or elected) Offices
in the national (or regional) phase (if this is permitted
under the applicable national (or regional) law).

For information on the extent to which the priority claim
will be checked in the international phase, please refer
to the “Practical Advice” in PCT Newsletter No. 01/2019.
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THE EXTENT TO WHICH THE PRIORITY CLAIM WILL BE CHECKED IN THE INTERNATIONAL

PHASE
BAEERNEREE THRIE S NS HHE

Q: | have claimed priority of an earlier national application in
my international application, and would like to know the
extent to which the validity of the priority claim is checked in
the international phase?

A: In brief, even though in certain cases the International
Searching Authority (ISA) and/or the International
Preliminary Examining Authority (IPEA) may opine on the
validity of the priority claim during the international phase,
its validity is only definitively determined in the national
phase by the designated Offices. We will review some
background on this topic.

The provisions that govern the right of priority are contained
in Article 4 of the Paris Convention for the Protection of
Industrial Property (“Paris Convention”). It is recalled that
any international application may contain a declaration
referred to in PCT Article 8(1) (“priority claim”), claiming the
priority of one or more earlier applications filed either in or
for any country party to the Paris Convention or in or for any
Member of the World Trade Organization that is not party to
that Convention. As far as PCT procedures are concerned,
the priority claim is particularly important as it establishes a
priority date for the purposes of computing time limits under
the PCT (see PCT Article 2(xi)(a)).

Although the receiving Office (RO) and the International
Bureau (IB) do not consider the substantive validity of the
priority claim, the RO will perform the first check, and the IB
will perform a second check, that all the following
information relating to the earlier claim is included in the
priority claim, as required under PCT Rule 4.10:

— the date on which the earlier application was filed (this will
normally be considered as the priority date of the
international application);

— the serial number of the earlier application;
— information as to where the earlier application was filed:

swhere the earlier application is a national application, the
country party to the Paris Convention or the Member of the
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WTO that is not party to that Convention in which it was
filed;

swhere the earlier application is a regional application, the
regional Office with which it was filed*®;

swhere the earlier application is an international application,
the receiving Office with which it was filed.

If filing using ePCT-Filing or PCT-SAFE, the software will
perform automatic validations, for example you will be
notified of any missing or invalid element of the claim. This
should also be the case when using certain other electronic
filing software, such as JPO PAS and EPO Online Filing.

As well as checking that the date of filing of the earlier
application is included, the RO and the IB will check that the
international application has been filed within 12 months
from the filing of the earlier application (that is, within the
“priority period” (see PCT Rule 2.4)). However, a priority
claim will not be considered void only because the
international filing date is later than the date on which the
priority period expired, provided that it is within two months
from that date. This is to take into account the possibility of
the applicant being granted restoration of rights in respect
of the priority period either before the receiving Office in the
international phase (PCT Rule 26bis.3) or before the
designated (or elected) Offices in the national phase (PCT
Rule 49ter.2).

If there are any defects relating to the priority claim, for
example, filing outside the period of two months from the
expiration of the priority period of 12 months, any missing
indications, or if the serial number or the date of filing of the
earlier application do not match the number or date
indicated on the priority document, the RO or IB will invite
the applicant to submit a correction under PCT Rule
26bis.2. Further information on the correction/addition of
information relating to the priority claim will be published in
a separate “Practical Advice” in the near future.

A priority claim would, where not corrected within the
applicable time limit under PCT Rule 26bis.1(a), be
considered not to have been made if:
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the priority claim must indicate at least one country party to the Paris Convention or a Member of the WTO for which the earlier application was

filed (PCT Rule 4.10(b)(ii)).

BET 2 LEENOBHEOVIT LA/ ZFOBHIE X /-1 WTO OMBAEOWTNTH AWEEICIE, BEETRICIEZOEDOHED
ZOEICOVWTENFED S bAE L EL—DEAFHNOHEHEX 72 IE WTO DINBEOEL Z LHT 2LENH Y £ (PCT A 4.10(b)(ii))o

40



PCT NEWSLETTER | Practical Advice Collection

— the application, the priority of which is claimed, was not
filed either in a country party to the Paris Convention or in a
member of the WTO;

— if the international application was filed more than two
months after the expiration of the priority period; or

— if the priority claim did not include the required details
concerning the date on which and the country and/or Office,
as the case may be, where the earlier application was filed.

As a result, the date of filing of the earlier application would
not be used as a basis to calculate time limits under the
PCT.

Please note, however, that according to PCT Rule
26bis.2(c), a priority claim will not be considered void only
because:

— the indication of the number of the earlier application
referred to in Rule 4.10(a)(ii) is missing;

— an indication in the priority claim is inconsistent with the
corresponding indication appearing in the priority document;
or

— the international application has an international filing
date that is later than the date on which the priority period
expired, provided that the international filing date is within
the period of two months from that date.

As far as ISA and, if applicable, the IPEA are concerned,
generally, they will not make any investigation as to the
validity of a right of priority. However, in certain
circumstances, for example, where the examiner has
discovered a document that could constitute prior art but
which was published on or after the priority date claimed
and before the international filing date, he/she would then
need to consider the validity of the priority date claimed.

If the examiner has found the priority claim to be invalid,
he/she will use the international filing date (or the earliest
date of any other valid priority claims) as the relevant date
for establishing the written opinion or international
preliminary examination report, as the case may be, and
reflect this in Box No. Il of the opinion or report (see
paragraph 6.06 of the International Search and Preliminary
Examination Guidelines).

Note that the ISA or IPEA will not declare any priority claim
void in itself and that the opinion or report of the ISA or the
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IPEA is not binding in the national phase. Note that, in the
national phase, the Designated Offices (DOs) may review
any declaration made during the international phase that a
priority claim is void for the purposes of the international
phase. DOs will check whether the applicant is the same
applicant who filed the earlier application and, where this is
not the case, or where the applicant's name has changed,
they may request documentation containing proof of the
applicant’s entitlement to claim priority of the earlier
application (PCT Rule 51bis.1(a)(iii)) (although this would
not be necessary where a declaration under PCT Rule
4.17(iii) has been correctly made). DOs may also check the
validity of the priority claim in accordance with the Paris
Convention during any substantive examination, such as
whether the claimed subject matter was included in the
earlier application.

For further information on requesting the restoration of the
right of priority, please refer to the Practical Advice in PCT
Newsletter No. 09/2015 at:

www.wipo.int/edocs/pctndocs/en/2015/pct_news_2015 9.p
df

and the PCT Applicant’s Guide, International Phase,
paragraphs 5.062 — 5.069 at:

www.wipo.int/pct/guide/en/gdvol1l/pdf/gdvoll.pdf
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FINDING OUT WHEN AN INTERNATIONAL APPLICATION WILL BE PUBLISHED

WO EREBEARFEINE DA ZRBD575E

Q: Several weeks ago, | filed an international application, and
| would now like to know how I can | find out the exact date
on which my application will be published?

A: In accordance with PCT Article 21(2)(a), the publication of
an international application normally takes place promptly
after the expiration of 18 months from the priority date.
However, it can take place earlier than this if the applicant (or
the applicant’s appointed agent) has specifically requested
the International Bureau (IB), in accordance with PCT Article
21(2)(b), to publish it before the expiration of that time limit.

Publication of international applications usually takes place
every Thursday, except where a Thursday falls on a non-
working day at the IB, in which case the alternative
publication day is announced in advance in the PCT
Newsletter. The PCT operations staff try to ensure that
publication of international applications takes place on time,
and in most cases, they are published very promptly in
accordance with the expected timeline. For example, in 2017,
nearly 78% of international applications were published on
the next publication day after the expiration of the 18-month
period and almost all of the remainder on the following
publication day.

Only around 0.3% of applications were published later noting
that, under exceptional circumstances, there may be a delay
in the publication of an application, for example: in the case
of a late transmittal of the international application by the
receiving Office due to national security controls, in case of
lack of (or incomplete) payment of PCT fees that are due on
filing, or in the case of other procedural constraints.

It is possible for you to find out the current scheduled date of
publication for a specific international application, noting that
this may still change during the course of the processing of
the application. The most efficient way of doing this is by
making use of ePCT. If you have filed your international
application using ePCT-Filing, you can view and monitor the
scheduled publication date in ePCT. You can also do this if
you have filed using another mode of filing, by setting up
access to your international application via ePCT and
confirming eOwnership of your application. In order to do this,
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you must create a WIPO account (if you do not already have
one) and set up at least one strong authentication method for

the account. Further information on confirming eOwnership of

a PCT application is available at:
www.wipo.int/pct/en/epct/learnmore.htmI?N=543

Once you have accessed your international application via
ePCT, you will be able to access information relating to the
publication of your application from the “Timeline” section,
where you can see a summary of the key dates for your
application, and obtain the required information by clicking on
“Target Pub Date”. You can also find the information
concerning the publication in the “Data” section, under
subsection “International Publication”. This information
includes:

—the international publication date and international
publication number, or, if the application has not yet been
published, it will read “Not yet published”;

—the current target date for international publication;

—information on whether early publication has been
requested; and

—a link to preview the publication front page.

It is important to be aware that, as long as international
publication has not actually taken place, the “current target
date for publication” is the scheduled date of publication, and
could still be subject to change.

In addition to this information, if you have activated your
ePCT notifications, you will also automatically receive a
reminder two weeks before the completion of technical
preparations for publication by way of an e-mail and/or an
ePCT notification (it is recalled that no changes can be made
to the international application after the completion of
technical preparations for publication).

Although making use of ePCT to find out the scheduled
publication date of your international application is the most
efficient way of doing this, if you do not have access to your
international application in ePCT, you do also have the
possibility of contacting the authorized officer at WIPO who is
responsible for your international application. You can find
the contact information at the bottom of Form PCT/IB/301
(Notification of receipt of record copy), which has been sent
to you in relation to your application. Note that the authorized
officer will confirm the targeted publication date in writing to
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you (using Form PCT/IB/345) as soon as he/she receives
your request. In order to ensure that you receive this
information promptly, you should always authorize the IB to
send notifications to you by e-mail (by checking the
corresponding box at the bottom of the first page of the
request form (Form PCT/RO/101) or by sending a separate
letter).

You also have the possibility of finding out the approximate
scheduled publication date for your international application
yourself using the PCT Time Limit Calculator, which will
quickly enable you to calculate many of the due dates under
the PCT by simply entering the priority date of your
international application. One of those due dates is the
“earliest potential date for international publication”, which is
calculated as the first Thursday following the expiration of 18
months from the priority date. The PCT Time Limit Calculator
is available at:

www.wipo.int/pct/en/calculator/pct-calculator.html

Please note, however, that you should only use the PCT
Time Limit Calculator to obtain an approximate date, and it
may be more reliable, especially closer to the time of the
scheduled publication date, to consult the relevant
information in ePCT or contact the authorized WIPO officer in
order to get a more accurate date.
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PCT NEWSLETTER NO.11/2018

TRANSLATION OF THE WRITTEN OPINION/IPRP CHAPTER |

X

%

BEEZ/IPRP £ | ZEDF)

Q: I have filed an international application in Chinese, and
have already received the written opinion established in
Chinese by the National Intellectual Property Administration,
PRC (CNIPA) as International Searching Authority, and will
not be filing a demand for international preliminary
examination. | am trying to prepare the international
application for early entry into the national phase before a
number of designated Offices and would like to know whether
| will receive a translation of the written opinion of the
International Searching Authority into English, and if so,
when?

A: Itis recalled that, unless the applicant has filed a demand
for international preliminary examination and an international
preliminary examination report (IPER) has been or is to be
established, the International Bureau (IB) establishes, in
accordance with PCT Rule 44bis.1, a report containing the
same contents as the written opinion of the International
Searching Authority (ISA), entitled the “international
preliminary report on patentability (Chapter | of the Patent
Cooperation Treaty)”, or IPRP Chapter I. Normally, the IB
communicates that report to each designated Office (in
accordance with PCT Rule 93bis.1), but not before the
expiration of 30 months from the priority date. However,
where the applicant makes an express request to a
designated Office (under PCT Article 23(2)) to enter the
national phase early, the IB communicates a copy of the
written opinion established by the ISA under Rule 43bis.1 to
that Office upon the request of the designated Office or of the
applicant.

According to PCT Rule 44bis.3(a), any designated State
may, where an IPRP Chapter | has been issued in a
language other than the official language, or one of the
official languages of its national Office, require a translation
of that report into English. In your case, given that the written
opinion that has been established in respect of your
international application is in Chinese, any designated Office
where Chinese is not an official language may require a
translation into English. If such a translation is required, it will
be prepared by, or under the responsibility of the IB (PCT
Rule 44bis.3(b)), upon request of the designated Office
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concerned. There is no extra fee payable to the IB for the
translation of the written opinion into English, as the costs for
this service are covered by the international filing fee.

Under normal circumstances, a copy of the translation of the
IPRP Chapter | is transmitted to any interested designated
Office (and to the applicant) at the same time as the IB
communicates the IPRP Chapter | in its original language to
the Office(s) concerned, that is, not before the expiration of
30 months from the priority date. However, if you are going to
make an express request to a designated Office or
designated Offices for early entry into the national phase
under PCT Article 23(2), the written opinion will, upon request
of a designated Office, be translated into English by or under
the responsibility of the IB (PCT Rule 44bis.3(d)). Please
note that there is no provision for you, as applicant, to
request such an early translation of the written opinion
directly from the IB.

The IB will transmit a copy of the translation to the
designated Office(s) concerned within two months from the
date of receipt of the request for translation (PCT Rule
44bis.3(d)), and you will receive a copy of that translation at
the same time, together with Form PCT/IB/310 (“Notification
concerning documents transmitted”).

For information on translations of the IPER or written opinion
of the ISA where a demand for international preliminary
examination has been filed, please refer to PCT Rule 72.
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PCT NEWSLETTER NO.10/2018
REQUESTING CUSTOMIZED PCT TRAINING
Z—XIZEDLE-PCT bL—=v T DRE

Q: Our company is interested in setting up in-house
training on best practices for the use of the Patent
Cooperation Treaty and the use of ePCT to help us
manage our portfolio of pending PCT patent
applications. Is it possible to arrange for such training,
and if so, how can we request this?

A: WIPO provides speakers for many PCT seminars
(both basic and advanced levels), including the use of
ePCT, in all 10 of the WIPO publication languages and
in all regions of the world. The PCT Seminar Calendar
does not indicate all the seminars presented by WIPO
staff, as it only includes seminars which are open to the
public. Provided that the necessary conditions are met,
WIPO also provides speakers for private in-house
seminars to companies, IP firms or other organizations.
In-house seminars are usually restricted to a particular
group of people, most likely employees of a company or
attorneys and staff at law firms, although the organizers
can, if they wish, open them to the public.

WIPO encourages and supports in-house training. Some
of the advantages of such training programs are:

—they offer the opportunity for training that is closely
tailored to the specific needs and goals of the
organization involved;

—they can skip or shorten the time spent on topics that
are of limited interest, and topics of particular interest
can be covered in greater detalil;

—they can properly correspond to the participants’ level
of PCT knowledge;

—participants are able to ask more questions and may
feel more comfortable speaking openly about their
needs and goals than in a public program; and

—participants do not normally have to spend time
travelling to the seminar venue, and travel and
accommodation expenses can be avoided.

If a proposed training program has a sufficient number of
attendees (preferably, a minimum of 15), and depending
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on the availability of WIPO staff to give such training,
WIPO is sometimes able to provide a speaker (or
speakers) directly.

Alternatively, a number of training providers external to
WIPO also offer in-house PCT training programs for
companies (which may or may not be open to the
public), in English, as well as in a number of different
languages. Such in-house PCT training organized by
third parties may include WIPO staff as speakers or co-
speakers, or may be delivered solely by non-WIPO
speakers with extensive PCT experience, for example,
experienced patent attorneys or patent Office staff1®.

WIPO is, of course, not in a position to endorse or
recommend any particular external training provider, but
a number of such organizers are typically listed in the
PCT Seminar Calendar, which is available at:

www.wipo.int/pct/en/seminar/seminar.pdf

Where there is no WIPO speaker, the seminar will,
provided that it is open to the public, be indicated in the
calendar (when specifically requested by the external
training provider to do so) as a “PCT event without
WIPO speakers”. Recent external in-house PCT training
programs that WIPO is aware of have included topics
such as:

—exploration of various filing scenarios and a
comparison of advantages and disadvantages of those
scenarios;

—strategic use of Chapter Il of the PCT (the demand for
international preliminary examination and amendments
under PCT Article 34) and interplay with the Patent
Prosecution Highway;

—best practices for drafting patent applications for
international patent practice;

—use of ePCT for collaborative workflow when filing PCT
applications;
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—leveraging ePCT for management of pending PCT
applications and coordination between corporations and
outside intellectual property firms; and

—best practices for docketing of PCT prosecution.

If you are interested in organizing an in-house seminar
with WIPQ'’s participation, please contact the PCT Legal
and User Support Section at WIPO, preferably by e-mail
to:

pct.training@wipo.int

Otherwise, you can also contact an external provider
directly.

If you are requesting a WIPO speaker, please specify
what topics you would like the seminar to cover, how
many people you expect to attend, and the participants’
level of PCT knowledge. Please note that, when
providing a WIPO staff member or consultant, WIPO will
typically request a financial contribution towards the
speaker’s (or speakers’) expenses. WIPO does not,
however, require payment of an honorarium. Please also
bear in mind that it takes time to prepare a seminar, and
requests should be made with as much advance notice
as possible, preferably at least three months in advance
of the proposed date of the seminar. Note also that the
availability and work commitments of the speaker(s) will
determine the extent to which it is possible to accept in-
house in person training requests.

In addition to in person training, WIPO increasingly
offers PCT webinars or seminars delivered by video-
conference, which do not require any financial
contribution towards expenses, but for which we would
still require a minimum number of expected participants.
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PCT NEWSLETTER NO. 9/2018

THE DIFFERENCES BETWEEN THE VARIOUS REPORTS PRODUCED DURING THE
INTERNATIONAL SEARCH AND PRELIMINARY EXAMINATION PROCEDURES

ERFAERVFREEFRICBVTEREINS T I EHREREZEDEL

Q: Please could you describe the differences and outline the
relationship between the international search report, the
written opinion of the International Searching Authority, the
International Preliminary Report on Patentability (Chapter 1)
and the International Preliminary Report on Patentability
(Chapter I1)?

A: Although there are a number of different types of reports
produced by the International Searching and Preliminary
Examining Authorities and the International Bureau (IB), they
are very much inter-related. They are usually established at
different stages of the international phase and some of the
reports are optional and are only established upon the
request of the applicant. A brief description and comparison
of the various reports follows.

1. International search report (ISR)

The ISR (Form PCT/ISA/210) is established by the
International Searching Authority (ISA) (provided that it does
not make a declaration referred to in PCT Article 17(2)(a) that
no ISR will be established?) within three months from the
receipt of the search copy by the ISA (that is, the ISA’s copy
of the international application) or nine months from the
priority date, whichever time limit expires later (PCT Rule 42).

The ISR serves as a basis for the written opinion of the ISA,
any international preliminary report on patentability and any
examination of the international application by the
International Preliminary Examining Authority (IPEA) or by
designated (or elected) Offices. It contains, among other
things, the citation of any documents considered relevant to
the invention claimed, the classification of the subject matter
of the invention (according to the International Patent
Classification) and an indication of the fields of technology

Q: EfHAEREE. BNEHAEKEORREE. 15
AFEICETIERFHRESE (B 1 5) RUHEF
MY 2EBRFRRES (B I E) DEVL ]
BeHBALTHLADTLLEIN?

A: ERRAER UV FHRETHECERESR (1B)
ICE > TERSINEZBEZICIEI X I LER
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INFEFT, SEIEAREEOHEAFAL L
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1. EREAEREE (ISR)
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17 This may occur if the ISA considers that the international application relates to a subject matter which the ISA is not required, under the

Regulations, to search, and in the particular case decides not to search, or if it considers that the description, the claims, or the drawings fail to

comply with the prescribed requirements to such an extent that a meaningful search could not be carried out.
ISA DY, HEEBRHEONRARICEL Y ERRAEREICL2BAEZELEVESNTLEHDOTHD ERD, o, HEREBHEICOVLT
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searched, as well as any electronic databases that were
searched. It identifies the claims to which cited documents
are relevant and also contains an indication of the category
of the cited document and its relevance with respect to
assessment of novelty or inventive step.

In addition, the ISR will state that the ISA approves the title
and abstract as submitted by the applicant, or, if it does not
approve one or both of these elements, the ISR will be
accompanied by the text of the title and/or abstract as
established by the ISA (see PCT Rule 44.2). It is important to
note that an ISR does not contain any expression of opinion,
reasoning, argument or explanation of any kind whatsoever
(see PCT Rule 43).

Once established, the ISR is communicated to the applicant
and to the IB. The IB publishes the ISR on PATENTSCOPE
on the same day that the international application is
published (unless the ISR is received by the IB after the
completion of technical preparations for publication?g, in
which case it will be published as soon as possible
thereafter).

There is no provision for the applicant to respond to the ISR,
except that after receipt of it, the applicant is entitled, under
PCT Article 19, to one opportunity to amend the claims of the
international application.

It is recalled that a new Collaborative Search and
Examination pilot started on 1 July 2018, under which a
limited number of ISRs are being/will be established under
the collaborative effort of five major ISAs (the IP5 Offices).
For further information, see PCT Newsletter No. 07-08/2018.

2. Written opinion of the ISA

At the same time as it establishes the ISR, the ISA
establishes a written opinion (WO-ISA) (PCT/ISA/237), a
preliminary and non-binding opinion as to patentability of the
invention, and as to whether the international application
complies with the requirements of the Treaty and Regulations
in so far as it is checked by the ISA. The WO-ISA contains a
detailed explanation of the relevance of the references
contained in the ISR, and analyzes how they affect the
potential patentability of the invention, that is, whether the
claimed invention appears to be novel, to involve an inventive

DRREFHREEL L IF
BEEEEEHRET,
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18 publication of the international application normally takes place promptly after the expiration of 18 months from the priority date (PCT Article

21(2)(a)).
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step (that it is non-obvious), and to be industrially applicable.
It is very similar in scope to the written opinion established by
the International Preliminary Examining Authority (IPEA)
during international preliminary examination (see below).
Note that for the purposes of the WO-ISA, the relevant prior
art date is the priority date, whereas the prior art date for the
ISR is the international filing date.

The WO-ISA is communicated to the IB and the applicant at
the same time as the ISR, and is also made publicly available
on PATENTSCOPE on the same day that the international
application is published (unless it is received by the IB after
the completion of technical preparations for publication, in
which case it will be published as soon as possible
thereafter).

Although there are no special provisions in the PCT
Regulations providing for the applicant to comment on the
WO-ISA, applicants who are not entirely satisfied with the
WO-ISA and who may wish to place on file any comments,
arguments or observations may nevertheless submit
“informal comments” to the IB, in the event that international
preliminary examination is not requested (for further
information on submitting informal comments, see PCT
Newsletter Nos. 01 and 04/2015). (See PCT Rule 43bis.)

3. The supplementary international search report

In addition to the “main” international search, the applicant
has the option of requesting a supplementary international
search by one of the ISAs which offers this service, upon
payment of extra fees. The Authority specified for
supplementary search conducts a search on the international
application as filed, taking into account the ISR and the WO-
ISA established by the ISA, should these documents be
available before the start of the supplementary international
search. The supplementary international search report
(SISR) (PCT/SISA/501) is not accompanied by a written
opinion, but may include certain explanations with regard to
the citations and the scope of the search which might
otherwise have been included in a written opinion. The SISR
should be established within 28 months from the priority date
and is made available on PATENTSCOPE once it has been
received by the IB. This service is completely optional, but
may be of interest in cases where a more complete overview
of the prior art is desired, particularly in situations where
specific language coverage is desired. (See PCT Rule
45his).
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4. The International Preliminary Report on Patentability
(Chapter I) (IPRP Ch. 1)

If a demand for international preliminary examination is not
filed, and therefore no international preliminary examination
report will be established, the WO-ISA will form the basis for
the issuance by the IB of a report on behalf of the ISA
entitled “international preliminary report on patentability
(Chapter | of the Patent Cooperation Treaty)” (hereinafter
“IPRP Ch. I") (PCT/IB/373) (see PCT Rule 66.1bis(a)). The IB
communicates a copy of the IPRP Ch. | to the designated
Offices, together with any informal comments submitted by
the applicant, and also makes it available on
PATENTSCOPE for public inspection after the expiration of
30 months from the priority date. (See PCT Rule 44bis.)

5. The International Preliminary Report on Patentability
(Chapter II) (IPRP Ch. Il) (also known as the International
Preliminary Examination Report)

If a demand for international preliminary examination is filed
in respect of an international application, the WO-ISA will
generally be used by the IPEA as its own first written opinion,
unless the IPEA notifies the IB to the contrary, and the
applicant will be invited to submit to the IPEA, before the
expiration of the time limit under PCT Rule 54bis.1(a)'®, a
written reply together with amendments, where appropriate
(PCT Rule 43bis.1(c)).

Even if the WO-ISA is not considered a written opinion of the
IPEA, it should nevertheless be taken into account by the
IPEA. The IPEA will also conduct a mandatory “top-up
search” to discover relevant prior art documents which have
been published or have become available to the IPEA
subsequent to the date on which the ISR was established.
Exceptionally, the IPEA may issue an additional written
opinion, in which case the applicant will be given the
opportunity to present further amendments or arguments.

Finally, the IPEA prepares the IPRP Ch. Il (PCT/IPEA/409), a
non-binding opinion on the patentability of the invention
which essentially contains a statement, in relation to each
claim, on whether it appears to satisfy the criteria of novelty,
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19 whichever of the following periods expires later: three months from the date of transmittal to the applicant of the ISR (or declaration under

PCT Article17(2)(a)), and of the written opinion established under PCT Rule 43bis.1, or 22 months from the priority date.
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inventive step and industrial applicability, and is
accompanied by the citation of the documents believed to
support that conclusion. If the report is based on the PCT
application in an amended form, a copy of all sheets
containing amendments will be annexed to the report. The
IPRP Ch. Il is normally issued before the expiration of 28
months from the priority date, and sent to the applicant and
the IB. The IB makes available copies of the report to the
elected Offices, but normally not before the expiration of 30
months from the priority date, unless the applicant makes an
express request to the elected Office under PCT Article
40(2), for example if early entry into the national phase is
being requested. The report is made available for public
inspection on PATENTSCOPE after the expiration of 30
months from the priority date. (See PCT Rule 70.)
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PCT NEWSLETTER NO.7-8/2018

AN ALTERNATIVE TO SUBMITTING FAXES TO THE INTERNATIONAL BUREAU, FOR EXAMPLE, IN
THE CASE OF FAILURE OF A FAX TRANSMISSION

BIZIE, 77y 7 ZADXRENEBLIZGED. EREERB~ADT7 7 v 7 REEUNDREFE

Q: | tried to transmit by fax some amendments under
PCT Article 19 to the claims of an international
application that had also been filed by fax, but the fax
transmission of the amendments did not work. | am
aware of the ePCT system, but | have not started to
use it yet and | do not have access rights to the
international application in ePCT. Since | am in a hurry
to meet the deadline, is there a way for me to transmit
documents to the International Bureau quickly and
easily through ePCT?

A: As a result of the transition of fax technology from
analog to VOIP (Voice Over Internet Protocol), fax
transmission has become unreliable in cases where
telecommunication service providers have moved to
VOIP technology. Where this technology is involved at
any stage of the connection, it can appear to the
sender that a transmission has been successful even
though some or all of the transmission has in fact been
lost. The transition to VOIP also applies to faxes to and
from the International Bureau (IB). See also the notice
published in PCT Newsletter No. 12/2017 at:

www.wipo.int/edocs/pctndocs/en/2017/pct_news_2017
_12.pdf

As there are risks of failed or incomplete submissions
when transmitting documents by fax, we strongly
advise applicants to move away from this mode of
transmission when submitting documents to the IB
(including the IB as receiving Office). The most
efficient, safe and reliable way to transmit
correspondence and documents to the IB, including
amendments to claims under PCT Article 19, is to use
the corresponding “Action” in ePCT. However, since
you are not yet familiar with ePCT, and you are short
of time, you could instead easily use the document
upload feature in ePCT. If you use this feature, the
document will be inserted directly into the application
file, without having to be manipulated manually, which
will speed up the processing at the IB.
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In order to use the ePCT document upload feature, all
you have to do is create a WIPO account, if you do not
already have one for using other online services at
WIPO. It only takes a few minutes to create an account
by clicking on the link “Create WIPO account” on the
ePCT home page (https://pct.wipo.int), filling in the
required information and validating the account. For
further details, see “Getting started” at:

www.wipo.int/pct/en/epct/learnmore.htmI?N=588

It is recommended that you set up strong
authentication methods for your WIPO account as this
allows you to use more features of ePCT. As long as
you are able to use your phone to receive text
messages or to use a standard one-time password app
such as Google Authenticator, this can be entirely self-
service and should only take another minute. However,
it is also possible to sign in by only entering the
username and password that you have created if you
simply wish to upload documents to the IB straight
away. Then if you wish, you could later move on to
using strong authentication methods and using more
features available in ePCT. Note that if you sign in
without strong authentication, you are limited to the
following ePCT functions:

—uploading of post-filing documents in PDF format to
the 1B only;

—submission of significantly fewer online requests, with
limited validations and only for published applications;
and

—use of the third party observation service.

When you sign in to ePCT, the default landing page is
the ‘Workbench’ which will be empty in your case
because you are not signed in with strong
authentication and, in any case, you do not yet have
access rights to any international applications in the
system. In order to upload a document, (for example
your Article 19 amendments), you first need to identify
the international application in question by entering the
PCT application number in the search field, followed by
the international filing date when prompted. The
system immediately checks that the filing date and
application number match, and, if they do, you should
select the reason “upload documents” which will
automatically open the corresponding online action in
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ePCT. You can then proceed by taking the following
simple steps:

—use the ‘Document type’ dropdown list to select the
type of document you want to transmit to the IB (note
that, when you are signed in to ePCT without strong
authentication, the only recipient to whom you can
upload documents is the IB);

—attach the document by clicking on the “Add
document” button to select and attach a document
from your computer — note that the “Add document”
button also indicates the type of file format required
which, in most cases, is PDF, although text format is
required in the case of sequence listings (if required,
you can select more document types to add to the
same upload transaction);

—once you have added all the required documents, the
informal message field allows you to type an optional
informal message for the 1B which will be rendered on
the automatically-generated cover letter that will
accompany the uploaded documents (you can preview
that cover letter by clicking on the ‘Preview’ button);

—select the format in which the signature is being
provided

—if a letter or other document signed by the authorized
signatory for the international application is already
attached, you can choose this option, otherwise, either
the text signature should be typed in or a file
containing the image signature of an authorized
signatory should be attached and the capacity of the
signatory indicated in the field provided,;

—click on “Upload” to complete the transaction and
submit the attached documents to the IB.

For further information, see “Upload documents” at:
www.wipo.int/pct/en/epct/learnmore.htmI?N=820

For future applications, once you have set up strong
authentication for your WIPO account and gained
access rights as eOwner or eEditor, you can use the
specific ePCT Action “Amendments under Article 19",
which is best practice and requires the amendments to
be attached in either DOCX or text-based PDF format.

It is recalled that applicants can request access rights
(eOwnership) to an international application after filing,
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A MEAPERINET WELFHNIE, R—DT v
7A— FEICEML T, LVEBK0EHOREAZE
RIBZEDRTEET),

ETOREREFZEMLIZER, FAAYyE—VD
WTlE, 7y 7R—FEIhAEHIIRTIN, BEIW
ICERINDEHN—L Z—ICRRENBT-HD, IB~
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even if the application was filed on paper. However, if
you file international applications electronically, the
best practice is to use ePCT-Filing, if available at your
receiving Office of choice, since you can then set up
ePCT access rights even pre-filing. Alternatively, if you
file electronically using an ePCT-compatible filing
software (PCT-SAFE, EPO online filing or JPO-PAS), it
is strongly recommended to set up ePCT access rights
at the time of filing using the steps explained in the
following FAQ:

www.wipo.int/pct/en/epct/learnmore.htmI?N=518

Note that WIPOQ is in the process of developing a new
PCT general upload system (outside the ePCT
system) which would allow basic upload of documents
or filing of an international application without
registration when login to ePCT is not possible.

- ZHEBEIMREATIRES N LTH, HEARK
HEE% (CEREHBEA~D 7 7+ XH#E (eOwnership) %55
KETBZEHNAETT, LHLar o, EREHEEZE
FHICRHE T 2HBEORI N7 74 R, HAT-
DFERT 2ZEETICCHARREETCHNIL, HFERT
HH>THePCTDT IV RIEZRETE D10,
ePCT HEAFAT 2L TF, BloAExE LT,
ePCT L B0 H B HEFEY 7 b7 27 %FALTE
FHICHEET 3355I21% (PCT-SAFE, EPOF > 5 4
v HEEX 1L JPO-PAS), UTDY > 7 %D FAQ TitHH
INBZRTy7EFRALT. BFERKICePCTDT7 7+t
RIEEZBRET Dzl BV L£T,

www.wipo.int/pct/en/epct/learnmore.htmI?N=518

ePCTAD AT A VN TEHRWERIC, BFARL TEE
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PCT NEWSLETTER NO.06/2018

CONSEQUENCES OF NOT SUBMITTING NUCLEOTIDE AND/OR AMINO ACID SEQUENCE
LISTINGS IN THE CORRECT FORMAT TO THE INTERNATIONAL SEARCHING AUTHORITY

XILFAFRRWIRXIET I /B0 X FZ2ELWER CEERRABEKEA~NRELAWVES

Q: | am going to file an international application containing
a sequence listing as an image file, and realize that, for the
purposes of international search, the sequence listing must
be filed in electronic form, as a text file. If | am unable to
submit the sequence listings as a text file at the time of
filing, will | be invited to do so after filing, and if so, will |
have to pay an extra fee for this?

A: Each of the 22 operational International Searching
Authorities (ISAs) require the applicant to furnish any
sequencing listing in electronic form (as a text file) if the
sequence listing is to be taken into account for the purpose
of international search. More specifically, it must comply
with the standard provided for in Annex C of the
Administrative instructions under the PCT (“Standard for
the Presentation of Nucleotide and Amino Acid Sequence
Listings in International Patent Applications under the
PCT")2° (hereinafter “Annex C”). Note that the provisions in
Annex C are also recommended in WIPO Standard ST.25
(“Standard for the Presentation of Nucleotide and Amino
Acid Sequence Listings in Patent Applications”)?.
Furthermore, the sequence listing must also be transmitted
on an electronic carrier that is acceptable to the ISA
concerned.

If the international application contains a sequence listing
that does not meet the necessary requirements, for
example, if it has only been submitted in paper form or as
an image file (for example, PDF format), or if it has been
submitted as a text file which does not comply with Annex
C, the ISA will invite you to furnish, within a fixed time limit,
a sequence listing complying with the required standard for
the purposes of international search (using Form
PCT/ISA/225 (“Invitation to furnish nucleotide and/or amino
acid sequence listing and pay, where applicable, late
furnishing fee”)). The invitation may also, in accordance

2 See 88 http://www.wipo.int/pct/en/texts/pdf/ai.pdf

2 See BHE:
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g, BBV R METFRM 7740 ELTEFE
ATRESNZIVERHBZ LICRIEE LT
HEERFICT ¥R b7 7408 LTEEFIY X b %38
HTEWiEse, HERICZOREEROLNSE T
LESH?2ROONDDTHILIE, ZDIRBDT-
DI BRFHERZTI S EIETHBDOTL &
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with PCT Rule 13ter.1(c), request the payment to the ISA
of a late furnishing fee, the amount of which is determined
by the ISA, but which may not exceed 25% of the
international filing fee. Of the 22 ISAs, the following 12
ISAs currently charge such a late furnishing fee:

—National Institute of Industrial Property (Brazil)

—State Intellectual Property Office of the People’s Republic
of China

—Egyptian Patent Office

—European Patent Office (EPO)

—Finnish Patent and Registration Office (PRH)
—Israel Patent Office

—Indian Patent Office

—Korean Intellectual Property Office

—Federal Service for Intellectual Property (Rospatent)
(Russian Federation)

—Turkish Patent and Trademark Office (Turkpatent)
—United States Patent and Trademark Office (USPTO)
—Visegrad Patent Institute (VPI)

The above-mentioned Form will also invite you to submit a
statement confirming that the information contained in the
Annex C text file submitted under PCT Rule 13ter.1(a) is
identical to the sequence listing forming part of the
international application as filed.

If you do not comply with the invitation within the specified
time limit, for example, if the subsequently-filed sequence
listing filed in response to the invitation does not comply
with the necessary standard, the international search may
be restricted, as, in accordance with PCT Rule 13ter.1(d),
the ISA will only be required to search the international
application to the extent that a meaningful search can be
carried out without the sequence listing. This means that
the examiner may not search claims directed to specific
sequences.

Even if the subsequently-filed sequence listing complies
with the necessary standard, it is important to be aware
that if a late payment fee has been requested by one of the
above-mentioned ISAs, but you do not pay that fee within
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the specified time limit, the sequence listing furnished in
reply to the invitation may be disregarded.

For information on the types of electronic carriers that are
required by each ISA, and to find out which ISAs charge a
late furnishing fee under PCT Rule 13ter.1(c), and the
applicable amount of that fee, please see the relevant part
of the PCT Applicant’s Guide, Annex D.

Please note that any sequence listing which is to form part
of the international application must be filed at the same
time (or at least on the same date) as the rest of the
international application. Also note that, whenever a
sequence listing is furnished as an Annex C text file at the
time of filing the international application, there is no need
to file another copy of the text file for such purposes under
PCT Rule 13ter since the text file submitted will be used
for both disclosure of the international application and for
search purposes.

You are strongly advised to submit the sequence listing
part of the description as an Annex C text file at the time of
filing the international application, so that it is in the correct
format for the ISA. Not only will you avoid having to pay
any necessary late payment fee to the ISA, but also, any
sequence listing part of the description in text format will
not be taken into account for calculating the total number
of pages/sheets of the international application for which a
fee is payable in excess of 30. When submitting the
sequence listing with the international application, it should
be identified as part of the international application in the
request form. The way in which you do this will depend on
the mode of filing, for example:

—if you file using ePCT, the sequence listings must be in
Annex C text format (PDF format is not permitted) and
must be attached under the “International Search” section.
You should check the box “Sequence listings in machine-
readable format are attached for the purposes of
international search” and then select “Filed also as part of
the international application”;

—if you file using PCT-SAFE, you should first check the box
“The description contains a sequence listing” on the
Biology tab and then check the box “submitted as part of
the description” on the Contents tab when uploading the
Annex C text file; or

—if you file electronically using the PDF request form when
filing with the United States Patent and Trademark Office
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as receiving Office via EFS-Web, the relevant box should ~ TEFHICHEET 3155121k, £z PCT/RO/101
be checked under item (g) in Box No. IX of Form DE IXWHOEB(Q) PEEY 2WMeF v /I
PCT/RO/101. ETY,
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PCT NEWSLETTER NO.05/2018

HOW TO FIND OUT WHICH DESIGNATED OFFICES OFFER UTILITY MODEL PROTECTION AND
HOW TO REQUEST SUCH PROTECTION IN RESPECT OF AN INTERNATIONAL APPLICATION

EDEETHREAMEICLSIREZRMI I 022 AEE. BEEBICBEL TZDO LS BRELZF

KT 2AE

Q: I am about to file an international application and
am interested in obtaining utility model protection. How
do | find out which designated States offer such
protection, and how do | request that my application be
treated as a utility model application in respect of those
States?

A: Itis recalled that information about the advantages
and disadvantages of utility model protection was
published in last month’s “Practical Advice” (in PCT
Newsletter No. 04/2018). Utility model protection is
available in 8522 PCT Contracting States, either as
national utility models issued by certain national
Offices, or as utility models issued by the African
regional Offices of the African Regional Intellectual
Property Organization (ARIPO) or the African
Intellectual Property Organization (OAPI). Although
some Offices will only offer utility model protection as
an alternative to patents, a number of Offices allow the
applicant to request utility model protection in addition
to patent protection. This may be useful if you wish to
obtain utility model protection while waiting for the
grant of a patent. For information on the PCT
Contracting States in which you may obtain utility
model protection, please consult “Types of Protection
Available via the PCT in PCT Contracting States” at:

www.wipo.int/pct/en/texts/pdfitypes protection.pdf

As far as requesting utility model protection is
concerned, it is recalled that the filing of the PCT
request form (Form PCT/RO/101) constitutes, under
PCT Rule 4.9(a), the designation of all Contracting
States bound by the PCT on the international filing
date, for the grant of every kind of protection (and,
where applicable, for the grant of both regional and
national patents). This means that, if you wish to

Q LK EREEZREI S FETH Y. ERHME
ICL2REORGEZHFLELTVWET, EDEBEETH
ZDEDBREZREL TWDIDLZHDHEEHZ
TLEEW, FHEFOHEIAZTNODELICEWNT
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TnEFLVoTLEIN?
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. "Types of Protection Available via the PCT in PCT
Contracting States” D&% ZEL 728 Wy,

www.wipo.int/pct/en/texts/pdfitypes protection.pdf
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22 This figure only concerns “utility models” specifically, and does not include Offices which grant other similar types of protection.
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request utility model protection (or other available
alternative protection?) instead of (or, if applicable, in
addition to) a patent, you do not need to take any
action during the international phase. In fact, there is
no provision for requesting a certain kind of protection
during the international phase (although it is possible
to withdraw a certain type of protection in respect of
the designation of a particular State). Please be aware
that this must not be confused with the situation where
you wish an application to be treated for a patent of
addition, certificate of addition, inventor’s certificate of
addition or utility certificate of addition (PCT Rule
4.11(a)(i)) or a continuation or a continuation-in-part of
an earlier application (PCT Rule 4.11(a)(ii)), in which
case certain indications may be required in the request
form.

If you wish the international application to be treated, in
a designated (or elected) State in respect of which
PCT Article 4324 applies, as an application for the grant
of a utility model, and not as an application for the
grant of a patent, or if you wish it to be treated as an
application for more than one type of protection (to the
extent that this is possible) in accordance with PCT
Article 44, you should normally indicate your choice of
protection to that Office when performing the acts
necessary under PCT Atrticle 22 (or 39) for entering the
national (or regional) phase (see PCT Rule 49bis.1(a)).

If you do not make any express indication that you
wish to apply for utility model protection when
performing the acts referred to in PCT Article 22, the
designated Office will treat the application as an
application for a patent. However, if you do not make
such express indication but the national fee paid by the
applicant corresponds to the national fee for a utility
model, the payment of that fee would be considered to
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“innovative patents”, “short-term patents”,
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“utility innovations” and “innovation patents”.
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24 PCT Article 43 provides for the indication by the applicant that the international application is for the grant of a particular kind of protection, in
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be an indication of your wish that the international
application be treated as an application for a utility
model and the designated Office would inform you
accordingly (PCT Rule 49bis.1(e)).

Note that some Offices may have specific forms for
requesting entry into the national phase in respect of
an application for a utility model which may be used.
Although it is recommended to use such a form, this is
not obligatory as, according to PCT Rule 49.4, no
applicant shall be required to use a national form when
performing the acts referred to in PCT Article 22.

Even if you request one particular type of protection, a
number of Offices will allow you to convert from one
type of protection to another at a later date (see PCT
Rule 49bis.2(b)) (for instance, from a utility model
application (or utility model) to a patent application (or
patent), or vice versa). This may, however, be subject
to the payment of a special fee. Although conversions
are normally made by applicants, some Offices may
convert an application ex officio, where appropriate.

For further information on any specific requirements of
designated Offices in connection with requesting
different types of protection, and on converting from
one type of protection to another, please refer to the
relevant National Chapter of the PCT Applicant's
Guide at:

www.wipo.int/pct/en/appguide/
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PCT NEWSLETTER NO.04/2018

SEEKING UTILITY MODEL PROTECTION INSTEAD OF PATENT PROTECTION
FEFIC L 2REORDY ICKAHFRICL D2 FREEZRDDH L

Q: I have filed a PCT application, and, although | would like
to obtain protection for my invention in a number of
countries, | am also anxious to keep costs to a minimum. |
have heard that “utility model” protection can be requested
in a PCT application, and that this form of protection is
cheaper to obtain than patent protection. What are the
advantages and/or disadvantages of this type of protection
compared to obtaining a patent?

A: A utility model protects new technical inventions through
the granting of an exclusive right to prevent others, for a
limited period of time, from commercially using a protected
invention without the authorization of the right holder(s). In
this regard, a utility model is like a patent, but there are
important differences, which are discussed below.
Protection of an invention through a utility model is only
available in certain countries. Some countries also provide
for similar rights to utility models, which can be referred to
as “petty patents”, “innovative patents”, “short-term
patents”, “
However, for the purposes of this “Practical Advice” the
term “utility models” covers both utility models and other
similar rights.

utility innovations”, or “innovation patents”.

Official fees for obtaining utility models are generally lower
than those for patents. As there is no substantive
examination of utility model applications prior to registration
in most countries, no examination fee is due before
registration and the registration process is simpler and
faster than obtaining a patent, taking, on average, six
months. Although maintenance or renewal fees must be
paid during the term of protection of a utility model, these
are also generally lower than for patents.

Even though it may be cheaper to obtain and maintain
protection through utility models compared to patents, and
the process of registration is simpler and faster, you should
be aware of other differences between utility models and
patents which you may need to take into account when
deciding how to protect a technical invention:

—the requirements for acquiring utility model protection are
generally less stringent than for patents — while the
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requirement of "novelty" must always be met, this
requirement might be applied only at a local level in the
case of utility models. Furthermore, the requirement of
"inventive step" (or "non-obviousness") may be much lower
or absent altogether in the case of utility models. Utility
model protection is therefore possible for innovations of a
rather incremental character which may not meet the
patentability criteria;

—the term of protection for utility models is shorter than for
patents and varies from country to country (usually between
7 and 10 years without the possibility of extension or
renewal, although in the case of a few Offices, it is more
than 10 years));

—although in some countries, utility models can be applied
for in the same fields of technologies as patents, in other
countries, utility model protection can only be obtained for
certain fields of technology and/or it can be obtained only
for products, such as devices or apparatus, but not for
processes or chemical substances. In fact, eligible subject
matter for utility models varies significantly from one country
to another, and if you are thinking of requesting utility model
protection in any particular designated (or elected) State,
you are advised to check with a local agent in that State
what kind of subject matter can be covered.

Further information on utility model laws in the various
countries which offer such protection can be found under
“IP legislation” at:

www.wipo.int/wipolex/en/

In conclusion, utility model protection is cheaper to obtain
and maintain, the requirements for acquiring a utility model
are often less stringent, and the registration process is
generally simpler and faster without substantive
examination. However, this does not mean that utility model
protection is a more favorable alternative to patent
protection in all cases. You should be aware that the lack of
substantive examination means that there is less legal
certainty with respect to the validity of a registered utility
model. In addition, if the invention is expected to be
relevant in the market for a long period, utility model
protection might not give sufficient protection. The specific
features of the utility model system and the patent system
in a given country should therefore be carefully examined,
on a case by case basis, in order to determine the best way
of protecting an invention.
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In many cases, utility model protection and patent
protection are not necessarily alternatives, but utility model
protection might be used as a complement to patent
protection, since a utility model may be quickly obtained
while waiting for the grant of a patent. Furthermore, it is
possible in some countries to convert a utility model
application (or a utility model) to a patent application (or a
patent), and vice versa.

For further information on utility models, a useful document
containing frequently asked questions is available on the
WIPO website at:

www.wipo.int/patents/en/topics/utility
__models.html

Further information on the PCT Offices which offer utility
model protection, as well as information on how to request
such protection in respect of an international application,
will be published in the next issue of the PCT Newsletter
(No. 05/2018).
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PCT NEWSLETTER NO.03/2018

FEES PAYABLE WHEN FILING AN INTERNATIONAL APPLICATION

EIFR HBR DR H R 1230 5 FHk

Q: Please could you tell me what fees are payable for the filing
of an international application, whether the amounts are
subject to change, and if so, when?

A: There are three kinds of fees that are payable to the
receiving Office in relation to the filing of an international
application:

1. The transmittal fee: this fee is payable to the receiving
Office with which the international application is filed. The
transmittal fee covers the costs in connection with the tasks
performed by the receiving Office, such as the receipt and
checking of the international application, the transmittal of the
record copy to the International Bureau (IB) and providing a
copy also to the International Searching Authority (ISA). A few
receiving Offices do not charge any transmittal fee. Note also
that some receiving Offices that accept electronic filings offer a
fee reduction for international applications that are filed
electronically, and some Offices offer a fee reduction for filings
submitted by small entities.

The transmittal fee should be paid within one month from the
date of receipt of the international application by the receiving
Office. If there is a change in the amount of the transmittal fee
between the date of receipt of the application and the date of
payment, the applicant must pay the amount that was
applicable on the date on which the application was received.
(See PCT Rule 14)

2. The international filing fee: the amount of this fee is fixed in
Swiss francs by the PCT Contracting States (the PCT Union),
and is set out in the Schedule of Fees annexed to the PCT
Regulations. Note that there is an additional component of this
fee that is payable for each sheet of the international
application in excess of 30 sheets, and special provisions
apply in respect of international applications containing
sequence listings. The international filing fee is payable to the
receiving Office (in a currency accepted by it) for the benefit of
the IB, and covers the costs incurred by the IB during the
performance of various tasks, including the publication of the
international application, the issuance on behalf of the ISA of
the international preliminary report on patentability (Chapter |
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of the PCT) (where applicable), and the communication of
various notifications to the applicant, the receiving Office, the
ISA, the International Preliminary Examining Authority and the
designated (or elected) Offices.

Although the amount of the international filing fee has not
changed for many years (it has been the same since July
2008), the equivalent amounts payable in other currencies are
subject to change (see below). The international filing fee
should be paid within one month from the date of receipt of the
international application. If there is a change in the amount (or
equivalent amount in another currency accepted by the
receiving Office) of the international filing fee between the date
of receipt of the application and the date of payment, the
applicant must pay the amount that was applicable on the date
of receipt of the application. (See PCT Rule 15)

3. The search fee: the amount of this fee, which is fixed by
each ISA, depends on which ISA is competent (or which ISA is
chosen by the applicant where more than one ISA is
competent). The search fee is payable to the receiving Office
for the benefit of the ISA for carrying out the international
search, establishing the international search report and the
written opinion of the ISA, and for carrying out any other tasks
entrusted to it as ISA.

The search fee should be paid within one month from the date
of receipt of the international application by the receiving
Office. If there is a change in the amount (or equivalent
amount established in another currency accepted by the
receiving Office) of the search fee between the date of receipt
of the international application and the date of payment, the
applicant must pay the amount that was applicable on the date
of receipt of the application. (See PCT Rule 16)

Changes in amounts payable, or in equivalent amounts in
other currencies

The amount of the transmittal fee is fixed by the receiving
Office, usually in the local currency of the country in which the
Office is located, and may change at any time according to the
practices of the Office concerned. The Office will announce
any changes in the amounts in advance. Generally, the
international filing fee and the search fee are also payable in
the local currency of the country in which the receiving Office
is located. If that currency is not the same as the currency in
which those fees are fixed, the amounts payable in the local
currency are subject to changes due to fluctuations in the
exchange rates between those two currencies.
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The establishment of equivalent amounts is governed by the
“Directives of the PCT Assembly Relating to the Establishment
of Equivalent Amounts of Certain Fees” (as in force since July
2010), and are reviewed periodically. In the month of October
of each year, the Director General of WIPO, after consultation
with the Offices concerned, establishes new equivalent
amounts of the international filing fee and the search fee (as
well as the supplementary search fee and handling fee, where
applicable) according to the exchange rates prevailing on the
first Monday in the month of October, and any adjustment
generally enters into force on 1 January of the following year.

In addition, where, for more than four consecutive Fridays, the
exchange rate between the Swiss franc (in the case of the
international filing fee) or the fixed currency (in the case of the
search fee), and any applicable prescribed currency is at least
5% higher, or at least 5% lower than the last exchange rate
applied, the Director General of WIPO, after consultation with
the Offices concerned, will establish new equivalent amounts
of those fees according to the applicable exchange rate
prevailing on the first Monday following those four Fridays. The
newly-established amount will generally be applicable two
months after the date of its publication in the Official Notices
(PCT Gazette).

Where to find the amounts of the fees payable when filing an
international application

The amounts of the transmittal fee, the international filing fee
and the search fee can be found in the PCT Fee Tables at:

www.wipo.int/pct/en/fees.pdf

The applicable amounts of the transmittal fee and the
international filing fee can also be found in Annex C of the
PCT Applicant’'s Guide, and the applicable amount of the
search fee can be found in Annex D.

Note that, when filing an international application
electronically, for example using ePCT-Filing or PCT-SAFE,
the amounts of the fees payable will be calculated
automatically where possible (for example, where the fee is a
fixed amount, the currency of payment is not an equivalent of
an amount in Swiss francs, or the conditions for a fee
reduction are easily applicable), once you have entered all the
relevant information. Please note that the fees calculated by
the electronic filing software, whilst usually correct, are still
subject to confirmation by the receiving Office. If you are filing
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on paper, you will need to complete the Fee Calculation Sheet
annexed to the request form. The Notes to the fee calculation
sheet will help you with this.

Availability of fee reductions

If you file an international application in electronic form?® with a
receiving Office which is prepared to accept the filing of
international applications in electronic form, the PCT Schedule
of Fees (annexed to the PCT Regulations) prescribes the
following reductions in the total amount of the international
filing fee, depending on the electronic formats used:

—100 Swiss francs (or equivalent amount in the currency in
which the international filing fee is paid to the receiving Office)
where the request and the text of the description, claims and
abstract are not in character coded format (see item 4(a));

—200 Swiss francs (or equivalent) where the request is in
character coded format and the text of the description, claims
and abstract is not in character coded format (see item 4(b));
or

—300 Swiss francs (or equivalent) where the request and the
text of the description, claims and abstract are in character
coded format (see item 4(c)).

Applicants who are nationals and residents of certain lower
income States, and, under certain circumstances meet other
conditions, may be entitled to a reduction in the international
filing fee (as well as the supplementary search handling fee
and the handling fee), provided that, where there is more than
one applicant, all the applicants meet the necessary criteria.
Furthermore, for applicants who meet those criteria and who
file their international application with the IB as receiving
Office, the transmittal fee is waived. To see which States are
concerned, and for further information, see the table at:

www.wipo.int/pct/en/fees/fee_reduction_july.pdf

As far as the search fee is concerned, in the case of some
ISAs, reductions are available in certain situations, such as:

—for applicants from certain States;
—for filings by an individual, or by small- or micro entities; or

—where the international application is filed in a particular
language.
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For information on the various reductions in the search fee that
are applicable for certain ISAs, see Annex D of the PCT
Applicant’s Guide.

Modes of payment of fees

When filing using ePCT-Filing or the PCT-SAFE software, the
payment methods that can be selected for paying fees vary
depending on the receiving Office selected on the relevant
screen. For further details, see the information published on
the PCT eServices Support page at:

www.wipo.int/pct/en/epct/support.html (select “ePCT Filing”
then “PCT fees and payment”)

For other filings, information on the modes of payment of fees
to the RO can be found on the Fee Calculation Sheet and in
the Notes to the fee calculation sheet, or you can contact your
receiving Office. For information on payment of fees to the IB
as receiving Office, please see:

www.wipo.int/pct/en/filing/modes.html

It is important to note that other fees not mentioned above may
also be payable during the international phase under certain
circumstances. For further information, please refer to the
relevant parts of Annexes B (IB), C, D, SISA and E of the PCT
Applicant’s Guide and Section 113 of the Administrative
Instructions under the PCT.

We would like to take this opportunity to remind you that some
PCT applicants and agents are receiving invitations to pay
fees that do not come from the International Bureau of WIPO
and are unrelated to the processing of international
applications under the PCT. Whatever registration services
might be offered in such invitations, they bear no connection to
WIPO or to any of its official publications. As stated above, it is
the 1B alone which publishes all PCT applications, and the
international filing fee covers the cost of that publication; no
further fees are required for this service. For further
information, see:

www.wipo.int/pct/en/warning/pct_warning.html
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PCT NEWSLETTER NO.02/2018

TRANSMITTAL BY THE RECEIVING OFFICE OF THE RESULTS OF AN EARLIER SEARCH TO THE
INTERNATIONAL SEARCHING AUTHORITY (ISA), AND USE OF SUCH RESULTS BY THE ISA
WITHOUT HAVING BEEN REQUESTED TO DO SO BY THE APPLICANT

SHEFICL2%EDAEDRERDOERAEEEI(ISA) ~DXF, RUHBAICLY Z0 &5 BiERHIA

INTUVWEREWERDISA ICLBEDOABEDEROF A

Q: The Practical Advice in PCT Newsletter No. 01/2018
described how the applicant can request that the results of
the search on an earlier application be taken into account
by the ISA when drawing up the international search report.
What are the circumstances under which this will happen
even where the applicant has not expressly made a request
under PCT Rule 4.12? Also, is there any action that can be
taken if the applicant does not want the ISA to take into
account the results of an earlier search?

A: Itis recalled that on 1 July 2017, new PCT Rule 23bis
entered into force and amendments to PCT Rules 12bis
and 41 were made in relation to the transmittal to, and use
by the ISA of earlier search and classification results. As a
consequence of these changes, which apply to international
applications filed on or after 1 July 2017, receiving Offices
(ROs) are, under certain circumstances, required to forward
a copy of the earlier search and classification results in
respect of earlier applications to the ISA, irrespective of
whether the applicant has requested an earlier search to be
taken into account by the ISA.

Where an international application claims priority of an
earlier application and the applicant did not request the ISA
to take into account the results of the earlier search (either
by selecting the appropriate options when using ePCT-
Filing, PCT-SAFE, or any other PCT online filing software,
or by making the corresponding indication in item 1 of
Continuation of Box No. VII of the request form), the RO:

— is required to transmit to the ISA a copy of the earlier
search and classification results that are available to it at
the time of filing of the international application (unless such
a copy is already available to the ISA) if the earlier
application was filed with the same national or regional
Office as that which is acting as RO, and that Office has
carried out the search in respect of the earlier application
(PCT Rule 23bis.2(a)); or
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— may decide whether or not to transmit to the ISA a copy
of the earlier search and classification results where the
international application claims the priority of one or more
earlier applications filed with an Office which is different
from the one which is acting as the receiving Office, and
that other Office has carried out an earlier search or has
classified the earlier application, but the results of that
earlier search and classification are nevertheless available
to the RO, for example, from a digital library (PCT Rule
23bis.2(c)).

Please be aware, however, that Offices were given the
opportunity to notify the International Bureau (IB) (before 14
April 2016) of the incompatibility with their applicable
national law of new PCT Rule 23bis.2, and certain Offices
did notify the IB of such incompatibility, as explained below.

1. Notification of incompatibility under PCT Rule 23bis.2(b)

The Offices of certain States have, in accordance with PCT
Rule 23bis.2(b), notified the 1B that they may, on request of
the applicant submitted together with the international
application, decide not to transmit the results of an earlier
search to the ISA. Note that such a request not to transmit
the earlier search results to the ISA may only be made if the
RO with which the international application is filed has
made a reservation under PCT Rule 23bis.2(b). This
concerns only the ROs of the following States?®:

DE Germany

FI Finland

SE Sweden
(See also the list of PCT Reservations,
Declarations, Notifications and

Incompatibilities at: http://www.wipo.int/pct/en/texts/
reservations/res_incomp.html)

If the applicant files with one of the above-mentioned
Offices, the RO may be requested not to transmit the earlier
search results to the ISA by selecting the appropriate
options when using ePCT-Filing, PCT-SAFE or any other
PCT online filing software, or by marking the check-box in
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item 2.2 of the Continuation of Box No. VII of the request
form. Of the three States that have made a reservation
under PCT Rule 23bis.2(b), the possibility for the applicant
to request that the results of an earlier search not be
transmitted to the ISA in this way principally concerns the
RO of Germany, since Finland and Sweden have also
notified the IB under PCT Rule 23bis.2(e) and therefore will
not transmit these results to the IB without the express
authorization from the applicant.

2. Natification of incompatibility under PCT Rule 23bis.2(e)

The Offices of certain States have, in accordance with PCT
Rule 23bis.2(e), notified the IB that the transmission of
copies of earlier search and classification results without
the authorization of the applicant is not compatible with their
national law.

This concerns only the ROs of the following States?®:

AU Australia

CH Switzerland

CZ Czechia

FlI  Finland
HU Hungary

IL Israel

JP Japan

NO Norway

SE Sweden

SG Singapore

US United States of America

(See also the list of PCT Reservations,
Declarations, Notifications and

Incompatibilities at: www.wipo.int/pct/en/texts/
reservations/res_incomp.html)

This means that, if the international application is filed with
the RO of one of the above-mentioned States, and the
applicant, when filing the international application, does not
expressly authorize that Office to transmit the results of an
earlier search to the ISA (by selecting the appropriate
options when using ePCT-Filing, PCT-SAFE or any other
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PCT online filing software, or by marking the relevant
check-box in item 2.3 of the Continuation of Box No. VIl of
the request form), the RO will not do so.

Note that, in respect of all ROs, where the earlier search
was carried out in respect of an earlier international
application, the priority of which is claimed in the current
international application, and that earlier search was carried
out by a different ISA than that which is selected in the
current international application, the applicant would need
to expressly authorize the RO to transmit the earlier search
and classification results to that ISA by selecting the
relevant option in ePCT-Filing, PCT-SAFE or any other
PCT online filing software, or in the case of paper filings, by
marking the second check-box in item 2.3 of Continuation
of Box No. VII of the request form.

Note also that where the international application claims
priority of more than one earlier application, and where the
applicant is entitled and wishes to either authorize the
transmittal of the earlier search and classification results by
the receiving Office to the ISA, or to request the RO not to
transmit the results of the earlier search to the ISA, in
respect of more than one earlier application, the relevant
information must be provided for each earlier application
concerned. ePCT-Filing, PCT-SAFE or any other PCT
online filing software provides for this, but in the case of
paper filings, the relevant check-box in item 2.2 or 2.3 of the
Continuation of Box No. VIl of the request should be
marked, and duplicates of this page that lists each priority
claim concerned, marked “continuation sheet of item 2 of
Continuation of Box No. VII", should be attached to the
request form.

It is recalled that, as far as the ISA’s obligation to take into
account the results of an earlier search is concerned, even
if the applicant has not requested the ISA to take into
account the results of an earlier search under PCT Rule
4.12, where the international application claims the priority
of an earlier application in respect of which a search has
been carried out by the same Office that acts as ISA, the
Authority is required, to the extent possible, to take the
results of that earlier search into account when carrying out
the international search. Where the RO has transmitted to
the ISA a copy of any earlier search or classification results,
or where such a copy is otherwise available to it in a form
and manner acceptable to it, for example, from a digital
library, the ISA may take those results into account when
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carrying out the international search, but is not obliged to
(PCT Rule 41.2).

As far as refunds or partial refunds of the search fee are
concerned, although most ISAs, following a request by the
applicant under PCT Rule 4.12, refund or partially refund
the search fee where they have taken into account the
results of an earlier search in carrying out the search,
please be aware that where an ISA takes an earlier search
into account under PCT Rule 41.2, that is, where the
applicant has not expressly requested the ISA to do so,
there is no provision under the PCT Regulations that would
oblige an ISA to (partially) refund the search fee.

Further information can be found in the PCT Applicant’s
Guide, International Phase, paragraphs 5.073B to 5.073D
at:

www.wipo.int/pct/guide/en/
gdvoll/pdf/gdvoll.pdf

See also the Notes to the Request Form, Continuation of
Box No. VII, item 2, at:

www.wipo.int/pct/en/forms/

request/ed_request.pdf
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PCT NEWSLETTER NO.01/2018

REQUESTING THE INTERNATIONAL SEARCHING AUTHORITY TO USE THE RESULTS OF AN

EARLIER SEARCH

ERHAERBEICEOREDHEREZMAT 2L 3B KT S

Q: I am just about to file an international application
claiming the priority of an earlier national application. Can |
request that the results of the search on the earlier
application be taken into account by the International
Searching Authority when drawing up the international
search report? If so, how do | do this, and will | be entitled
to a reduction in the search fee?

A: It is possible to request the International Searching
Authority (ISA) to take into account, when carrying out the
international search, the results of an earlier international,
international-type or national search carried out by the
same or another ISA or by a national Office (“earlier
search”), provided that you comply with all the requirements
under PCT Rules 4.12 and 12bis.1, as outlined below. You
should be aware, however, that the ISA is not obliged, in all
cases, to take the results of the earlier search into account.
According to PCT Rule 41.1, if the earlier search was
carried out by the same ISA, or by the same Office as that
which is acting as the ISA, the ISA shall, to the extent
possible, take those results into account in carrying out the
international search. However, if the earlier search was
carried out by another ISA, or by a national (or regional)
Office other than that which is acting as the ISA, the ISA
may decide whether or not it will take those results into
account in carrying out the search.

If you would like to request that the results of an earlier
search be taken into account by the ISA, you are required
to:

(1) Indicate your wish for the ISA to take into account the
results of the earlier search in the request form. In ePCT-
Filing this is easy to do by selecting the appropriate options
under “International Search”; there are equivalent features
in PCT-SAFE and other PCT online filing software. Should
you still be filing on paper, please refer to Box VIl of the
request form (“International Searching Authority”), in
particular, the special check-boxes under the Continuation
of Box No. VII (“Use of Earlier Search and Classification
Results”). You must identify the earlier application in
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respect of which the earlier search was carried out by
including the filing date, the application number and the
country (or regional Office) of filing. The request may,
where applicable, contain a statement (under PCT Rule
4.12(ii)) to the effect that the international application is the
same, or substantially the same, as the application in
respect of which the earlier search was carried out, or that it
is the same, or substantially the same, as that earlier
application except that it is filed in a different language.

(2) Provide the receiving Office with a copy of the results of
the earlier search for onward transmittal to the ISA. This
should be submitted together with the international
application at the time of filing, and may be in the form of a
search report, a list of cited prior art or an examination
report, depending on the form in which they were presented
by the Authority or Office concerned) (PCT Rule
12bis.1(a)). However, you do not need to do so in the
following cases:

—where the earlier search was not carried out by the ISA
indicated in Box No. VII of the request form but by the same
Office as that which is acting as the receiving Office. In this
case, you can, instead of submitting the copy of the results
of the earlier search yourself, request the receiving Office to
prepare and transmit a copy of the earlier search results
directly to the ISA by marking the relevant check-box
provided in Continuation of Box No. VII (item 1) of the
request form (note that such a request may be subject to
the payment of a fee) (PCT Rule 12bis.1(b));

—where the earlier search was carried out by the same
Authority or Office as that which will act as the ISA (PCT
Rule 12bis.1(c)); or

—where a copy of the earlier search results is available to
the receiving Office or the ISA in a form and manner
acceptable to it, for example, from a digital library, and you
indicated this fact as provided for in Continuation of Box No.
VII (item 1) of the request form (PCT Rule 12bis.1(d)).

Note that if you would like the results of more than one
earlier search to be taken into account, the information on
each earlier search needs to be furnished. ePCT-Filing and
other online filing software allows you to include information
on additional earlier searches. If filing on paper, the
information on each earlier search will need to be included
on a separate sheet and so you will have to duplicate the
sheet containing the Continuation of Box No. VII for each
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extra earlier application and mark each page: “Continuation
sheet of item 1 of Continuation of Box No. VII”.

Additionally, in accordance with PCT Rule 12bis.2, if the
ISA invites you to do so, you may, within a time limit
indicated in the invitation, also be required to provide it with
other documents related to the earlier search:

—a copy of the earlier application (PCT Rule 12bis.2(a)(i));

—where the earlier application is in a language which is not
accepted by the ISA, a translation of the earlier application
into a language which is accepted by that Authority (PCT
Rule 12bis.2(a)(ii));

—where the results of the earlier search are in a language
which is not accepted by the ISA, a translation of those
results into a language which is accepted by that Authority
(PCT Rule 12bis.2(a)(iii)); and

—a copy of any document cited in the results of the earlier
search (PCT Rule 12bis.2(a)(iv)).

Such copies or translations may not be required, however,
in the following situations:

—where the earlier search was carried out by the same ISA,
or by the same Office as that which is acting as the ISA, or
where a copy or translation referred to in PCT Rule
12bis.2(a)(i) or (ii) is available to the ISA in a form and
manner acceptable to it, for example, from a digital library,
or in the form of the priority document (PCT Rule
12bis.2(b)); and

—where the request contains a statement under PCT Rule
4.12(ii) to the effect that the international application is the
same, or substantially the same, as the application in
respect of which the earlier search was carried out, or that
the international application is the same, or substantially the
same, as that earlier application except that it is filed in a
different language (PCT Rule 12bis.2(c)).

Where the ISA takes into account the results of an earlier
search in carrying out the international search, this
generally makes the search procedure more efficient by
minimizing duplication of work. In view of this, the ISA will
normally refund or partially refund the search fee paid in
connection with the international application, but only to the
extent and under the conditions provided for in the
applicable Agreement between the Office concerned and
the International Bureau in relation to the functioning of the

82

CHAZER L, KRARKICEVIEOEZDIER
1 DfE LEEHITIHNELHY £T,

T oI, PCT#HA 12 D 2.2 (ZHEL, ISA AR
BHAICIE. HERD ISR S NIARLOHREA
o, EOREICET2MBOERERETILSE
RKENBHZELHY XS,

-BIMRT BEDHENEL (PCTHRE 120
2.2(a)(i))s

~SEDHEAYZ ISADED TWHRWEE TSN
715 EICIE, UEEARO B EEICL DXL

l:lI:ID

DO HEEDENR(PCT #AI 12 D 2.2(a)(ii)).

-FEDORBEDORHERN AU ISAHF wrmammm
TERENT-HEICIE. LN R
xééﬁﬁwﬂﬂwﬁiwﬁﬁimmﬁﬁmuw
2.2(a)(ii))o KT

D EEEIC

-FDABEDKERICFHIE I NZXEDE L (PCT
B 12 @ 2.2(a)(iv)).

722l UFoRRISBVNTIR, D& 5 AER
XDELEERSNBWEENHY £,

-FEDOREHNE—DISA, BELLIFISA L L TIT
BT ABTLERI—DEFICEL > TIThNHEE.
XIE PCT #8112 @ 2.2(a)(i) & L < & (i) IZHRE
TBELHELCIIBIRD. HKISADROHI-F
ARVOAET, FIZITEFREEICIVABELLCIE
BEEEHOHATHXISADPAFAETH 515
A(PCT A 12 » 2.2(b)), KT,

-FEEICEBRHENEORENTHhNI-HE LR
— &5 LLIEEENICA—THIEXIZIELDEE
THEINZZ L 2BV TEBEBATORAEN
fThnf-BEEE—&E L IEEENICA—TH 5
B ORRR A PCT #281 4.12 (i) DREICEDINT
LEHINBEPCT RE 12 D 2.2(c))s

ISAAEBRRBAEZITIICHZ) EORABEOERZ
ZRT 256, FEOEEI/RNRICHZIOND
ZEick), BERAEOFELLYMENICAH
DET, IhEEERL T, B, X ISAIZERE
HEEIC DO W THIhbNEAEFHROIEL, X
OB IVELEZTWE T, 7272L. PCTE
16 (3)(b) IcED &, ISA RU'EKE FimzE A HES
ELTOBEETZEFOMAEEICEL. YXEFE
EREERL OB THERAINIERD TED HE
FICEVWTRUOEHFICK > TILWE L ET (PCT



PCT NEWSLETTER | Practical Advice Collection

former as an ISA and International Preliminary Examining
Authority under PCT Article 16(3)(b) (see PCT Rule
16.3))?". You would therefore initially have to pay the full
amount of the search fee, and wait for any refund to be paid
to you once the ISA is in a position where it can establish
the extent to which it has been able to make use of the
earlier search results.

Details of the conditions relating to such refunds are
available in the above-mentioned Agreements which are
available at:

www.wipo.int/pct/en/access/isa
_ipea_agreements.html

and can be also found in the corresponding Annex D of the
PCT Applicant’'s Guide at:

www.wipo.int/pct/en/appguide/

Note that, in addition to the situation described in this
Practical Advice where the applicant requests that the
results of the search on the earlier application be taken into
account by the ISA when drawing up the international
search report, under certain circumstances, the results of
earlier searches may be transmitted to the ISA under PCT
Rule 23bis.2(a) and taken into account by them when
carrying out the international search even where the
applicant has not expressly requested this under PCT Rule
4.12. Further information on this situation will be dealt with
in a separate Practical Advice.
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27 At the time of writing, the USPTO does not offer any refund where the ISR was wholly or partially based on the results of an earlier search.
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PCT NEWSLETTER NO.12/2017

MINIMIZING THE RISK OF INCORRECT OR UNINTENDED INFORMATION IN THE PUBLISHED PCT

APPLICATION
FE-S7-XIFBERL-HDTHLY

Q: How can | minimize the risk of incorrect or unintended
bibliographic information appearing on the front page of a
published PCT application?

A: With only a small number of exceptions, the
International Bureau (IB) publishes each PCT application
pursuant to PCT Article 21 shortly after the expiration of
18 months from the priority date. When preparing the front
page of the published PCT application, the IB makes use
of the bibliographic data provided earlier by the applicant
in the request form.

One possible source of error in the published bibliographic
data is the transcription of such data by an Office after the
application has been filed, which happens if the applicant
makes use of an image-based request form. This offers a
reminder of the benefit to the applicant of filing the PCT
application in such a way that the bibliographic data are
provided in character-based form. If, for example, the PCT
application is filed using an electronic filing system, for
example ePCT-Filing, then the applicant is able to provide
the bibliographic data in character-based form. Note that,
for an applicant filing in RO/US, the best practice is to
create a .zip file containing character-based bibliographic
data, and to upload the .zip file into the EFS-Web system
for filing (for further information, see PCT Newsletter No.
05/2016, page 5).

With any of these approaches, the desirable result is that
the applicant has provided character-based bibliographic
information. Such information does not therefore need to
be transcribed by hand subsequently by an Office and will
be communicated in an automatic way to the system
employed by the IB to prepare the front page of the
publication of the PCT application.

The ePCT system, however, offers a further opportunity to
minimize the risk of incorrect or unintended bibliographic
information appearing on the front page of a published
PCT application, as will now be explained.
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The applicant will preferably have taken steps during the
filing of the PCT application to enable access to the
application in ePCT. Or alternatively, upon receipt of Form
PCT/IB/301 (Notification of Receipt of Record Copy), the
applicant will have taken steps to obtain access to the
PCT application in ePCT?2,. In either case, the next step is
to view the content of the application in ePCT, and then to
click on the “Preview publication front page” link which is
available in the “Data” section. This permits the ePCT
user to download and view a PDF copy of a preview of the
front page of the PCT publication containing the
bibliographic data.

The user can take this opportunity to proofread the
preview, which facilitates the identification of any
typographical errors made by Office staff (in the case
where an image-based request was filed) or even by the
applicant when entering the bibliographic data using
ePCT, PCT-SAFE or other e-filing software. It will then be
a straightforward matter to request the IB to correct the
error by way of a request for the recording of a change
under PCT Rule 92bis, preferably using the corresponding
ePCT Action.

The user may also wish to pass the preview to the
applicant or inventors for review. It might be the case, for
example, that the inventors prefer a different order in the
listing of the inventors on the front page of the publication.
Or such a review might trigger a realization that a priority
claim is missing and needs to be added. Any such
problems, if detected early enough, can be readily
corrected by appropriate and timely communication with
the IB.

Carl Oppedahl, a practitioner located in the United States,
recommends scrutiny of the publication review page in
ePCT: “In one case | discovered to my surprise that in
PCT-SAFE | had misspelled the name of the chief
inventor. Had | not checked the preview page, the
application would have been published with the inventor's
name spelled incorrectly. Because | discovered my
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2 |t is recalled that, even if the applicant has not filed the international application electronically, provided that a WIPO account has been

created and secured with a strong authentication option, the applicant can confirm eOwnership of the application and gain access to the, as yet,

unpublished international application. For further information, see https://pct.eservices.wipo.int/ and the “Practical Advice” in PCT Newsletter No.

03/2015, page 9.
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mistake shortly after filing, there was plenty of time to file ~ (C#&% Y £ L7z, HEEIZIEEL WEBEHEOKRZDEY T
a Rule 92bis request to correct the spelling. The NEIN, LI ZA4 T boRITRENLK 2%
application was published with the inventor's name BTz enTEE L, 7

spelled correctly and | avoided embarrassment in front of

my client.”
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PCT NEWSLETTER NO.11/2017

HOW TO MAKE SURE THAT APPLICANTS’ COMMENTS ON EARLIER SEARCH RESULTS ARE
TAKEN INTO ACCOUNT BY EXAMINERS AT THE EUROPEAN PATENT OFFICE AS
INTERNATIONAL SEARCHING AUTHORITY UNDER “PCT DIRECT”

“PCTDIRECT'ICE DK EDOREXERICEAT 2HEBAD XV b, ERAEHEE L TORINEFT

ICEWTEEBICLVERSND L SHERICT 2 HE

Q: | am about to submit an international application
claiming priority from an earlier application searched by
the European Patent Office (EPO), and | was wondering
whether there is any way to provide the EPO as
International Searching Authority (ISA) with comments
on the objections raised in the search opinion of the
priority application. If so, how should | proceed?

A: The EPO in its capacity as ISA provides a service,
which it calls “PCT Direct”, which allows applicants to
submit informal comments reacting to objections raised
by the EPO in the search opinion of the priority
application. A similar service is also offered by the Israel
Patent Office (see PCT Newsletter No. 07-08/2016,
page 3).

As far as the EPO is concerned, any informal comments
submitted under “PCT Direct” are to be understood as
arguments regarding the patentability of the claims of
the international application and also possibly as
explanations regarding any modifications to the
application documents, in particular to the claims, in
comparison with the earlier application.

The “PCT Direct” service establishes a link between the
results obtained for the first filing by the EPO and the
subsequent search carried out by the EPO in the
international phase. PCT applicants may make use of
this service to explain the rationale behind their decision
to amend (or not amend) the application documents in
the international phase. It may be particularly useful at
this stage of the procedure in light of the fact that no
contact is foreseen between applicants and examiners in
the international phase until conclusion of the
international search. The provision of comments to the
ISA may significantly increase the chances of a positive
written opinion in the international phase.
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If you wish to request that your application be processed
under “PCT Direct” before the EPO, you must ensure
that the following requirements are met:

— the international application claims priority of an earlier
application searched by the EPO (international,
European or national first filing, but not an international-
type search).

— the informal comments are submitted to the receiving
Office selected (this does not necessarily have to be the
EPO - it can be any competent receiving Office) in the
form of a letter (“PCT Direct” letter) together with the
international application (note that the “PCT Direct” letter
does not, however, form part of the international
application itself).

—the “PCT Direct” letter is presented as a separate
document attached to the international application —
such document should be entitled “PCT Direct / informal
comments” and should clearly identify the application
number of the earlier application in the header.

— if the claims and/or the description of the international
application differ from those of the earlier application, a
marked-up copy indicating the differences should
preferably be submitted.

— a copy of the earlier search opinion could also be
annexed to the “PCT Direct” letter. However, please
bear in mind that the letter, together with the annexed
documents, will be made available to the public, in
accordance with PCT provisions on file inspection.

—the “PCT Direct” letter, any marked-up copy of the
claims and/or description, as well as the earlier search
opinion, if annexed, are to be submitted as a single
document in PDF format (not as a ZIP file).

— the presence of the “PCT Direct” letter and its
annexes is to be indicated in the PCT request form
(Form PCT/RO/101) as follows:

« for filings on paper: the words “PCT Direct / informal
comments” should be specified under check-box 11
(“other™);

« for filings using the EPO online filing software:
applicants should select “Applicant letter to ISA
concerning earlier search (PCT Direct)” as document
type from the sub-tab “Accompanying items” on the
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“Content” tab, and indicate “PCT Direct / informal
comments” as a “Remark” on the “Annotate” tab;

« for online filings using the EPO new online filing tool
(CMS), applicants should indicate “Communication
concerning PCT Direct” as document type and specify
“PCT Direct / informal comments” in the “Remarks” field;

« for filings in electronic form using WIPQO's ePCT portal,
such documents are to be uploaded as “Other
documents” by selecting the box “Applicant letter to ISA
concerning earlier search (“PCT Direct”)".

— finally, informal comments filed under “PCT Direct”
must be self-contained, since the search report, the
search opinion or any other submissions that are part of
the file of the earlier application may not be publicly
available.

If the above-mentioned requirements are met, the
examiner will take into account these informal comments
when preparing the international search report and
written opinion. The examiner will acknowledge the
“PCT Direct” letter in the written opinion and address its
content insofar as it is relevant to the international
search procedure, and in so doing, demonstrating that
your comments have been considered. The examiner
will only make explicit reference to the earlier search
opinion if you annexed this to your “PCT Direct” letter.

It is important to note that the above-mentioned “PCT
Direct” procedure should not be confused with the
submission of informal comments under the PCT. The
latter gives the applicant the opportunity to respond
informally to the written opinion of the ISA by submitting
comments to the International Bureau which are
ultimately made available to designated Offices (for
further information see the PCT Applicant’s Guide,
International Phase, paragraph 7.030, and the “Practical
Advice” published in PCT Newsletter No. 01/2015).
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PCT NEWSLETTER NO.10/2017

INDICATING THAT AN INTERNATIONAL APPLICATION IS AVAILABLE FOR LICENSING

| A e A ) CIE AL IOE SN

Q: I work in the mechanical engineering department of a
university and we have developed a new piece of
equipment for which we intend to file a PCT application. In
order to raise money for further research and
development in our field of interest, we would like to make
our invention available to industry by licensing it. Is it
possible to indicate somewhere in the application that we
wish to make the invention available for licensing, and if
so, can we specify the countries in which we would like to
do this?

A: Since January 2012, it has been possible to request
the International Bureau (IB) to publish information on
PATENTSCOPE concerning the applicant’s willingness to
make their invention contained in a particular PCT
application available to interested parties through
licensing. This service, which is free of charge, was
introduced following a recommendation by the PCT
Working Group in June 2010 to establish a system for
promoting licensing.

If you wish to have such information published, you should
send a “licensing availability request” directly to the IB.
The best ways to do this are by:

— -using the Action “Licensing availability request”
in ePCT; or

— -submitting Form PCT/IB/382 “Request for
indication of availability for licensing purposes,”
available at:

— www.wipo.int/pct/en/forms/ib/editable/ed_ib382.
pdf

You can also submit the licensing availability request in a
letter to the IB, provided that you include all the required
information. The letter should preferably clearly indicate
that it is a “Licensing availability request”.

When submitting your licensing availability request, you
can, if you wish:
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— -specify that you are willing to license the
claimed invention in all PCT Contracting States,
or you can specify the Contracting States in
which you wish to license the claimed invention;

— -clarify whether you are willing to license the
claimed invention for exclusive or non-exclusive
use by the licensee; and

— -include any additional licensing terms.

You should include the contact details of the person to be
contacted in the event of interest in a licensing agreement
— this does not necessarily have to be the applicant(s) or
agent named in the international application concerned.
The licensing availability request itself must, however, be
signed by the agent or common representative of the
international application.

The licensing availability request may be sent to the IB at
any time from the date of filing of the international
application until the expiration of 30 months from the
priority date. If you wish to send the licensing availability
request at the time of filing, it should be properly labelled.
If filing the application using ePCT-Filing, the easiest thing
to do is to use the relevant ePCT Action, which will prompt
you for all the required information and automatically
render a licensing availability request that meets the
requirements for the request to be posted on
PATENTSCOPE. If filing the application using
PCT-SAFE, you should attach the license availability
request to the application as “Other” under
“Accompanying items” and label it “Licensing availability
request”.

If the international application has already been filed at
the time when you wish to submit your license availability
request, you will have to wait until the IB has started
processing the application, in order to ensure that it will be
in a position to place the form or letter in the correct file.

Please be aware that you can file multiple licensing
requests or modify those already filed until the expiration
of 30 months from the priority date. If you do file multiple
requests or modify existing requests, you must ensure
that your latest request is always a self-contained
document, comprising complete information about any
requests or modifications. You can also request the IB to
remove the licensing indications from PATENTSCOPE at
any time during the international phase, or even during
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the national phase. Once removed, the licensing request
and the correspondence will, however, remain part of the

file history available under the “Related Documents” tab in
PATENTSCOPE.

Please note that if you are keen to announce licensing
availability at a very early stage, you may wish to consider
filing a request for early international publication as
provided under PCT Article 21(2)(b).

Licensing indications are reflected in the bibliographic
data relating to the particular application (under the
“Bibliographic data” tab on PATENTSCOPE) but will not
be part of the published international application itself.
There is a link between the licensing statement on the
bibliographic data page and the content of the licensing
availability request itself, allowing third parties to directly
access its content. The licensing availability request is
also available under the “Documents” tab on
PATENTSCOPE as a separate document.

Potential licensees wishing to find international
applications in relation to which indications have been
submitted by the applicant concerning the availability of
the claimed invention(s) for licensing purposes can do this
by going to the “Field Combination” search at:

www.wipo.int/patentscope/search/en/structuredSearch.jsf

and checking the “Licensing availability box” provided.
The search criterion can also be used in
combination/multi-field searches, so third parties can
search for international applications containing licensing
information where the claimed invention(s) relate(s) to a
particular field of technology. They can also subscribe to
RSS feeds. By doing this, their search results will be
automatically updated in their RSS reader every
Thursday, when any new PCT applications containing
licensing information become available.
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PCT NEWSLETTER NO.09/2017

CERTAIN NATIONAL REQUIREMENTS ALLOWED IN THE NATIONAL PHASE

ERNEE THFR SN BEDERNEY

Q: | am the agent for the international phase of an
international application that will enter the national phase
soon. | have sent instructions to local agents in the
countries of interest to the applicant. One of those agents
has asked me to submit a copy of the application with a
certified translation, a copy of the priority document with a
translation, and a copy of an assignment document relating
to the assignment of rights to my client after the
international filing date. Are these requests legitimate?
Please could you explain what designated Offices are
allowed to request from applicants?

A: ltis recalled that the requirements for entry into the
national phase under PCT Article 22 are:

— -transmittal of a copy of the international
application when the International Bureau (IB) has
not already done this, as provided for in PCT
Article 20)

— -atranslation thereof (if required by the
designated or elected Office (hereinafter:
and

DO)),

— -payment of the national fee (if required by the
DO).

Also, where the national law of the designated State
requires the indication of the name of and other prescribed
data concerning the inventor, but permits the applicant to
provide these indications at a time later than upon the filing
of the international application, the applicant should, unless
they were contained in the request, furnish the said
indications to the national Office of or acting for the State.

Information about the requirements that you mention in your
guestion, as well as other requirements which may need to
be met before certain DOs, either upon entry into the
national phase or afterwards, is given below.

Copy of the PCT application

DOs notify the IB if and when they wish to receive copies of
the published international applications. Some DOs never
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require such copies, either from the IB or from the
applicant. In the case of other DOs, the IB will
communicate a copy of the international application
following international publication or at any later point in
time specified by the Office (PCT Article 20(1) and PCT
Rules 47.1(c) and 93bis.1; see also Form PCT/IB308 (First
and Second Natice)). As a result, it is only on an
exceptional basis, when the national phase is entered early,
that an applicant will ever be required to provide a copy of
the international application to specific DOs.

Translation of the application

A translation of the international application must be
furnished if the language in which it was filed or published is
not a language accepted by the DO. Note that they may
also require the translation of other elements in certain
circumstances:

PCT Article 19 amendments: if the applicant has submitted
amendments to the claims under PCT Article 19, the DO
may require a translation of the claims, both as originally
filed and as amended. It may also require that any
statement explaining amendments made to the claims be
translated.

PCT Article 34 amendments: where the applicant has
submitted amendments under PCT Article 34 and those
amendments have been taken into account for the
establishment of the international preliminary report on
patentability (Chapter Il of the PCT), it is the responsibility
of the applicant to furnish a translation of those
amendments as annexed to that report.

With regard to translations furnished by the applicant, PCT
Article 27(2)(ii) and PCT Rule 51bis.1(d)(i) provide that
national laws may require that a translation furnished for
national phase entry be verified by the applicant or the
person having translated the application. Verification of a
translation means that the translation must be accompanied
by a statement signed by the applicant or by the translator,
to the effect that, to the best of his/her knowledge, the
translation is complete and faithful. There are, however,
only a few DOs that require such verification.

Please note that a DO should not systematically require
that a translation of the application be certified. It is only
where the Office reasonably doubts the accuracy of the

translation that the national law may require that the
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translation be certified by a public authority or sworn
translator (PCT Rules 51bis.1(d)(ii) and 76.5).

The PCT Applicant’s Guide lists in each National Chapter
(Summary), where applicable, what the translation must
comprise for the DO concerned.

Priority documents

If you have submitted a priority document during the
international phase within the applicable time limit, no DO
may require an original priority document from you. It is the
IB that communicates a copy of the priority document to
any DO which so requests (PCT Rule 17.2(a)).

A translation of a priority document may be required only in
very limited circumstances under PCT Article 27 and PCT
Rule 51bis.1(e), that is, where the validity of the priority
claim is relevant to the determination of whether the
invention is patentable, and in certain cases where the RO
has accepted certain pages as incorporated by reference.
It is only in those specific circumstances that a simple
translation (not a certified one) may be required

(PCT Rules 17.2(a), 51bis.1(e) and 76.4).

Assignment documents

In your case, if the assignment you refer to took place after
the international filing date, the DO may indeed require a
copy of an assignment document as evidence for your
substantive rights in relation to the invention concerned. In
the IB’s view, any such assignment document may be
required only in the form of a simple copy, and not in any
certified or legalized form?°. Note that some DOs do not
require such evidence where the change has been the
subject of a request for recording of a change and was
reflected in a natification from the IB (Form PCT/IB/306
“Notification of the Recording of a Change”).

Special requirements under PCT Rule 51bis

Requirements of the national law, other than those for
national phase entry and to the extent that they are
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29 PCT Rule 51bis.1(d) provides for the only instance in which the PCT currently allows the national law to require that certain documents

undergo any sort of legalization — that is, the requirement that the national phase translation of the international application be certified or

verified under certain conditions. There is no comparable provision for other kinds of documents/evidence, such as assignment documents and

powers of attorney.
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admitted under PCT Article 27, are referred to as “special
requirements”. They are specifically listed in PCT

Rule 51bis and may still be complied with after entry into
the national phase.

For the various DOs, any special requirements are reflected
in the Summary of the relevant National Chapters of the
PCT Applicant's Guide. The Summary indicates whether
the DO concerned will invite the applicant to comply with
the requirement(s), or if there is no invitation, indicates the
time limit for compliance. Note, however, that the IB cannot
guarantee that the National Chapters deal with all questions
that could arise, particularly where an Office may have
changed one or more of their requirements, but has not yet
informed the IB of the change(s).

In accordance with PCT Article 27 and Rule 51bis.1(a)),
Offices may generally require:

— -any document relating to the identity of the
inventor;

— -any document relating to the applicant’s
entitlement to apply for or be granted a patent;

— -any document containing proof of the applicant’s
entitlement to claim priority of an earlier
application where the applicant is not the
applicant who filed the earlier application or where
the applicant's name has changed since the date
on which the earlier application was filed;

— -any document containing an oath or declaration
of inventorship;

— -any evidence concerning non-prejudicial
disclosures or exceptions to lack of novelty, such
as disclosures resulting from abuse, disclosures
at certain exhibitions and disclosures by the
applicant during a certain period of time.

Where the applicant has submitted a declaration complying
with PCT Rule 4.17(i) to (iv), DOs may not generally require
any document or evidence relating to the subject matter of
the declaration concerned, unless it reasonably doubts the
veracity of the declaration concerned (PCT Rule 51bis.2).

In the case of a declaration as to non-prejudicial disclosures
or exceptions to lack of novelty made under PCT

Rule 4.17(v), DOs are, however, always entitled to require
further evidence.

96

ERNEREBITEG R PCTE 27 XICEDER

LN BEEUAND, BRNESOEHIE. “FFilk

EHEFIEINET, TN OoDEHFIL PCT #RH 51
D2 ICEFEBMISHIZEINTE Y. EBREREBITE
IS ELHBHEELHY £T,

PCT HEEADF5|DEEEYT 2 EANROBE ICHK 4
B DOICDOWTOFNEEHFSREINTWET,
BMETIZ, B&ET % DO H»HEBAICK LES%HE
7293 £ KDHBZNED. XITKRDHB I NG WG

B, Bz m-IREHERIPRBHINTWET,
LhrLEAro, FICEEETHH—DOULOEH#%
ZELEICEMDDOLT, TOEEZEZIBA
BAILTWAWSEREEHY FT 0T, HFXE
ARIPEE LB 22 TOMBEICHSAIED X, IB
TR TEAVLRICTEELITZ L,

PCT 55 27 &% U PCT # A 51 ® 2.1(a)l=fE Ly,
BTIIEE. UTOHLDAEERTEZIENTEE
4 :

-FAEORTEICEHAY 5 EH

-HEE L RORsEF 2 5 2 o N D HEEA D ERIZE
ERCE £

-HEEAD T DOHE%Z L 2 HEEA THEWSEXIE
FOHELN ENI-BUREBEAORLLYEE SN
TLWSHRICIZEDOHBICE D (BEXEZ ERY
ZHEADERICEY 2280 ELR

FHPETHDHIELITOVWTHEE
EUER

BRI T%Z

SEEOHRIANICE T2 ALY ATAICERT 55
T, BEOBERICEITIRREVOHEBEAICLS
BRD & 5 BAFNICE S A WFERICET 3L
AR DL DOBIANICEIT B AL

A 41730 B (v)ICFEL, HEBADBILTEIR
HL7-%E&. DO ILBE. BETHHILTHOEE
HICOWTEENBRRRL LR WIRY, BET 5 H
MTORBICEAT 2EH/XITMNEERTH L
ldcEEHA (PCTHAIBLI®D22) , LALAE
Mo, RA417(WICED K ARFHITA BB WER
XIFFHHREDELDBINICET 2RI TDOBHEIC
IE. DO ITBICT LR BIMEERT HERHLH
£9,

BET 5 DO DEHICHAHIDH LT, BROREA
X, WIThoBalcsnwTdh, —H#E2Eo—K%



PCT NEWSLETTER | Practical Advice Collection

You should be aware that, regardless of the requirements
of the DO concerned, the national agent may, in any case,
wish to have a copy of certain documents so as to have a
complete file and be in a better position to advise you
during the course of the national phase. It is therefore
preferable, wherever possible, to send a copy of such
documents to the national agent where requested. It may,
nevertheless, be useful for you to clarify whether the
requested documents are for the agent’s file, or whether
they are required by the DO.

For further information on the requirements for entry into
the national phase, and for further information on special
requirements which may still be complied with after entry
into the national phase, see the PCT Applicant’'s Guide,
National Phase, Chapters 4 and 5, respectively, at:

www.wipo.int/pct/guide/en/gdvol2/pdf/gdvol2.pdf
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PCT NEWSLETTER NO.07-08/2017

ACTIONS THAT CAN BE TAKEN WHEN THE 12-MONTH PRIORITY PERIOD HAS BEEN MISSED,
AND CONSEQUENCES FOR THE TIMELINE OF THE INTERNATIONAL APPLICATION

12y BOBEHAFZEEL TLES>BRICERYE21THA. RUBBREBRO XA LT[ ~DOFTE

Q.: I missed the 12-month priority period for filing a PCT
application, but fortunately | discovered the mistake before the
expiration of two months after the expiration of the priority
period. What options do | have, and how will the timeline of
my international application be affected?

A.: Itis recalled that, in order to validly claim priority of an
earlier application, an international application must always be
filed within the priority period, which is 12 months from the
filing date of the earlier application, the priority of which is
claimed (see Article 4C of the Paris Convention for the
Protection of Industrial Property and PCT Rule 2.4); otherwise,
the right of priority may be lost.

Below is a list of the possible courses of action that are
available to you, together with information that you should be
aware of when taking such actions.

1) Not claiming priority of an earlier application

One possible option would be to not claim priority of the earlier
application. If you choose not to claim priority of the earlier
application, then the timeline for the international phase will be
calculated from the international filing date, and you will have
more time before entering the national phase. However, this
would be a risky action to take bearing in mind the
consequences that it might have on your application if relevant
prior art exists that is dated between what would have been
the priority date and the international filing date.

2) Withdrawing the priority claim after filing the international
application

If you file the international application and claim priority, and
decide to withdraw the priority claim under PCT Rule 90bis.3
after filing, the consequences would be similar to 1), above, in
terms of the possible effect on prior art. Any remaining time
limits in the international timeline that have not yet expired
would be recalculated from the international filing date instead
of the priority date (unless another later priority claim has also
been made in the application). Note that a decision to
withdraw a priority claim might also be made following a
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business decision not to proceed with a request for restoration
of the right of priority or if the receiving Office rejects a request
for restoration of the right of priority (see item 4, below). lItis
recalled that, to be effective, the withdrawal of a priority claim
must be effected prior to the end of the 30-month period.

3) Claiming priority of the earlier application and not taking any
other action

If you do claim priority of an earlier application and file the
international application after the expiration of 12 months from
the priority date, and do not take any further action to remedy
the situation, the right of priority may be lost, and you run the
risk that earlier relevant prior art may be found. It is important
to note that, even though the priority period has expired,
the timeline in the international phase will nevertheless be
calculated from the priority date as you indicated it in the
application at the time of filing.

4) Claiming priority of the earlier application and requesting
restoration of the right of priority

If you do not file the international application before the
expiration of 12 months from the priority date, but do so within
two months from the expiration of that time limit, and you claim
priority of the earlier application, you may request restoration
of the right of priority before the receiving Office under PCT
Rule 26bis.3, which, if granted, might save your priority claim.

Note, however, that:

— -some receiving Offices have notified the
International Bureau that PCT Rule 26bis.3 is
incompatible with their national law, and will therefore
not accept any requests for restoration of the right of
priority;

— -if the receiving Office does accept such requests,
you should also be aware that if you are able to
establish that the missing of the 12-month period was
unintentional, but you are unable to establish that the
missing of the 12-month period occurred despite the
exercise of due care, you face the prospect of a
successful restoration only before a limited number of
designated/elected Offices in the national phase, as
many Offices will not restore the right of priority solely
on the basis of the unintentional criterion. You would
then need to balance the potential benefit of
restoration before a limited number of
designated/elected Offices against the fact that the
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30-month period will end sooner than it would occur if
priority of the earlier application were not to be
claimed,;

— -if you are able to establish that the missing of the
12-month period occurred despite the exercise of due
care, even if you face the prospect of a successful
restoration before a greater number of
designated/elected Offices (compared with the
number of designated/elected Offices just mentioned
in connection with the “unintentional” standard), such
a restoration is not effective before all possible
designated/elected Offices, as some
designated/elected Offices have made a reservation
to this effect (PCT Rules 49ter.1(g)
and 49ter.2(h)). You would then need to balance the
potential benefit of restoration before those Offices
which do consider requests for restoration of priority
against the fact that the 30-month period will end
sooner than it would occur if the priority claim of the
earlier application were not to be claimed.

If you choose not to request restoration of the right of priority,
or if you request restoration of the right of priority but the
receiving Office refuses the request, you must keep in mind
that the timeline in the international phase will
nevertheless be counted from the date of the originally
indicated priority claim. An applicant might, incorrectly,
assume that in either of those two circumstances, the
30-month date would be calculated from the international filing
date. This is not the case — as long as a priority claim is
included in a PCT application, and the application indicates an
international filing date which is within two months from the
expiration of the 12-month priority period, the priority date
serves as a basis to calculate certain time limits, including the
time limit for entry into the national phase, irrespective of
whether restoration of priority rights is requested by the
applicant during the international phase, and irrespective of
any decision on restoration by the receiving Office. It is only
where the priority claim is withdrawn that the time limits would
be recalculated in accordance with PCT Rule 90bis.3(d).

The risk of such an incorrect assumption serves as a reminder
of one of the advantages of using ePCT to manage pending
PCT applications. When the applicant dockets the 30-month
date, it is possible to carry out a cross-check with the “timeline”
date appearing in ePCT for the application in question. This
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eliminates any risk of misunderstanding as to the correct
calculation of the 30-month date.

Another benefit of using ePCT to manage pending PCT
applications is that, even if a docketing error were to be made
about the end of the 30-month date (calculating incorrectly
from the international filing date rather than calculating from
the priority date), the ePCT system will provide an automated
reminder e-mail message at about 28 months, warning the
applicant that the 30-month date is imminent.

It is also recalled that if you do not request restoration of the
right of priority during the international phase, you may still
request restoration of the right of priority in the national phase
(see PCT Rule 49ter.2), provided that the designated/elected
Offices concerned have not opted out of the system by way of
notifications of incompatibility. This might also be an
interesting option to you if you know that your competent

receiving Office will only apply the “unintentional” standard and
which would leave you with an, albeit positive, decision that will

only be accepted by a limited number of designated/elected
Offices, as discussed above.

Further information on requesting the restoration of the right of

priority can be found in the PCT Applicant’s Guide,
International Phase, paragraphs 5.062 to
5.069(www.wipo.int/pct/guide/en/gdvoll/pdf/gdvoll.pdf), and
the part of the “Frequently Asked Questions: Amendments to
the PCT Regulations (April 1, 2007)” concerning the
restoration of the right of priority at:

www.wipo.int/pct/en/fags/april07_faq.html#2007_restoration

There is also a detailed table listing the receiving and
designated/elected Offices which accept requests for
restoration of the right of priority and the respective criteria
applied by them, as well as some of the fees payable. This
table will assist you in assessing the advantages and
disadvantages of following various courses of action in such
circumstances, and is available at:

www.wipo.int/pct/en/texts/restoration.html

Reference is also made to the Practical Advice articles that
have already been written on the subject of restoration of the
right of priority in PCT Newsletter Nos. 04/2007, 09/2009,
10/2009. 11/2009 and 09/2015.
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PCT NEWSLETTER NO.06/2017

RECORDING OF A CHANGE OF AGENT UNDER PCT RULE 92BIS IN RESPECT OF MULTIPLE
APPLICATIONS: THE DIFFERENCE BETWEEN SUBMITTING A POWER OF ATTORNEY RELATING
TO A LIST OF PCT APPLICATIONS AND THE FURNISHING OF A GENERAL POWER OF

ATTORNEY

BHOHBEICOWTDO PCTHRE 92D 2 ICEDIKKREBEADEEDSDHF !
RERHET AL L, BEZERZRETEILLDEL

Q: I am a patent agent and have been asked by a corporate
applicant to take over a series of PCT applications from
another agent. Some applications would, for the time being,
remain with the current agent, whereas | will become the
agent for certain other existing applications as well as for all
future new applications. The applicant usually files with one
particular receiving Office. What would be the best way to
proceed with regard to the change of agent and the
furnishing of powers of attorney?

A: You should request the International Bureau (IB) to record
a change under PCT Rule 92bis so that you are recorded as
the new agent for each of the existing applications which you
are to take over. Such requests for change should be

accompanied by a power of attorney signed by the applicant.

As a more convenient alternative to submitting individual
requests for change and providing a corresponding power of
attorney for each application concerned, you may submit a
single request in respect of one of the applications only but
accompanied by a list of the other application numbers also
concerned by the same change. Bearing in mind that you will
continue to act on behalf of that same applicant before the
same receiving Office for future applications, you may
consider filing a general power of attorney signed by an
authorized signatory of the corporate applicant rather than
submitting a power of attorney for each of the specific
applications concerned.

For the purposes of the PCT international phase, a “general
power of attorney” is defined in PCT Rule 90.5 as “an existing
separate power of attorney appointing that agent to represent
the applicant in relation to any international application which
may be filed by that applicant”. Its particularity under the
PCT is that the original of the general power of attorney must
be deposited with the receiving Office while a copy thereof is
attached to the relevant correspondence during the
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international phase, in those cases where waivers do not
apply and the applicant’s signature is required.

While the IB has generally waived, under PCT Rule 90.4(d)
and 90.5(b), the requirement that separate powers or a copy
of a general power of attorney be furnished, it has specified,
in accordance with Section 433(b) of the Administrative
Instructions under the PCT, particular instances in which a
separate power of attorney and/or a copy of a general power
of attorney is nevertheless to be submitted (other than where
a notice of withdrawal referred to in PCT Rules 90bis.1 to
90bis.4 is submitted). Namely, the IB has specified that a
power of attorney must be furnished “upon appointment of, or
for any paper submitted by, an agent or a common
representative who was not indicated in the request form at
the time of filing”.

Please note that, like the IB, many Offices have made
notifications in relation to waivers and exceptions thereto, in
their capacities as receiving Offices, International Searching
Authorities, Authorities specified for supplementary search
and/or International Preliminary Examining Authorities. A
corresponding table can be found on the PCT home page at:

www.wipo.int/pct/en/texts/waivers.html

If you choose to submit a general power of attorney, you
should deposit the original with the receiving Office with
which the applications in question have been filed (and
presumably with which you will file in the future), being
careful to retain a legible copy in order to make further copies
each time a power of attorney is required, for example, when
you submit to the IB requests to record a change of agent or
a notice of withdrawal. In this way you would not need to
obtain the applicant’s signature each time in those cases.

Templates for preparing powers of attorney, including of a
general power of attorney, are available on the PCT website
at:

www.wipo.int/pct/en/forms/pa/index.htm

Please ensure that you use the relevant template for a
“general power of attorney” only if you do choose the option
as described above for depositing it with the receiving Office
in view of any future applications, and not simply for
preparing a power of attorney relating to one or multiple
specific applications.

Best practice for submitting requests to the IB for change
under Rule 92bis — or indeed any type of request — is to use
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the ePCT system. In respect of the applications to be taken
over by you, it is recommended to upload a PDF version of
the letter requesting the IB to record a change of agent for
one of the international applications in question and also to
include a list of the other international application numbers
concerned by the same change, accompanied by a general
power of attorney (or a copy of a general power of attorney if
one has already been filed with the receiving Office, or failing
that, a power of attorney for each application in question).
When selecting the document type for upload, please be sure
to select the document type “Request for Change under
Rule 92bis (for multiple IAs)” as this will facilitate further
processing at the IB in order to replicate an electronic copy
for each of the applications concerned.

As part of that processing, the IB will check whether ePCT
access rights need to be modified. However, the IB does not
have the authority to set new access rights in ePCT for any
new person who previously did not have any such access
rights — the IB can only deactivate and/or reactivate existing
access rights. Since the appointment of the former agent is
revoked through your appointment as the new agent, any
access rights the former agent may have in ePCT will be
deactivated by the IB as part of the process of recording the
change of agent. You are strongly advised to submit a new
online request via ePCT for access rights to each application
that you are taking over as agent, unless the former agent
had access rights in ePCT and already assigned access
rights to you in view of the forthcoming change of agent.
Note that, if you file any future applications using ePCT,
online access rights will be automatically granted to you and
no separate request will need to be made to the IB. The
ePCT Support page contains full details about access rights
at:

www.wipo.int/pct/en/epct/support.htmi

The following additional information applies to requests under
PCT Rule 92bis in general.

— -Any list of applications included in a request for
change should only contain applications for which
the 30 month time limit has not expired.
recalled that any request for change must reach the
IB within 30 months from the priority date.
therefore recommended to submit any request for
change directly to the IB and not through the
receiving Office. Beyond this time limit, any
changes would have to be made separately before

Itis

Itis
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each designated (or elected) Office in the national
phase. The applicable time limit is 30 months in all
cases, even though a longer time limit for entering
the national phase may apply in certain
designated/elected Offices.

-If the applicant would like a particular change to be
reflected in the published international application,
the relevant document must reach the IB before the
completion of technical preparations for
international publication, which is normally 15 days
before the actual date of publication. If the change
is requested later but still within 30 months at the
IB, it will nevertheless be reflected on the
bibliographic data tab on PATENTSCOPE, and the
IB will notify (that is, subject to PCT Rule 93bis), all
designated or elected Offices concerned of the
change if so requested by those Offices, by means
of Form PCT/IB/306 — Notification of the Recording
of a Change. The IB will also notify the receiving
Office and as long as the application is pending
before the International Searching Authority, any
Authority competent to perform supplementary
searches or any International Preliminary
Examining Authority, also those Authorities.

-There is no special fee for the recording of a
change during the international phase — it is
covered by the international filing fee.

For further information about the recording of changes, see
the “Practical Advice” published in the following issues of the
PCT Newsletter:

— -No. 06/2016: Requests for recording of changes

under PCT Rule 92bis using ePCT: situations
where access to the international application will be
suspended, and the extent to which access will be
blocked

-No. 04/2012: Changing access rights in ePCT when there is
a change of agent
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PCT NEWSLETTER NO.05/2017

FILING AND MANAGING INTERNATIONAL APPLICATIONS IN EPCT — IN PARTICULAR BY A
PERSON WHO IS NOT AN AUTHORIZED SIGNATORY

BICELEZETIIAWVWEIZL 2 EPCT 27 B L -EBREEOIRHENEE

Q: An international application will be filed for a
corporate applicant who is based in Australia (with AU
residence and nationality). | am a patent attorney based
in Singapore, where the company has a subsidiary, the
inventors are located in various other countries, and we
intend to file the application with the International Bureau
as receiving Office (RO/IB). As | am not entitled to act
as agent before the Australian Patent Office and
consequently, in accordance with PCT Rule 83.1bis,
may not act for the applicant as an agent before RO/IB, |
will have to indicate myself as an “address for
correspondence”.

As announced in the last issue of the PCT Newsletter,
ePCT has been redesigned and offers additional
functions. Could you please advise how we could best
use it, bearing in mind that we have doubts about the
novelty of the invention and may decide to withdraw the
application to prevent publication if the search results
are negative?

A: ltis recalled that RO/IB does not require the
applicant to appoint an agent to act before it. An
address for correspondence can be anywhere, and does
not have to be linked to the nationality or residence of
the applicants. If you are included as an address for
correspondence under PCT Rule 4.4(d), you will receive
all correspondence that would otherwise be sent to the
applicant or agent regarding the international application
during the international phase. However, as distinct
from an agent, you cannot sign on behalf of the
applicant, and any submission during the international
phase would have to be signed by the applicant.

To file an application via ePCT, unless you have already
done so, the first step is to create a WIPO account which
allows you to sign in to WIPQ's online services by way of
a username and password. However, in order to use
ePCT functions that involve access to confidential data,
including creating and filing new international
applications, you also need to set up at least one strong
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authentication method for your WIPO account. This
means that when you sign in to ePCT with your
username and password, an additional identification
step is required in order to verify your identity.

Traditionally, this two-factor authentication was achieved

using a digital certificate or smartcard installed in your
internet browser and uploaded to your WIPO account.
However, since the redesign of ePCT, and as a more
efficient alternative to digital certificates, you may now
use a one-time password as an additional strong

authentication method. A simple set-up process allows

you to synchronize your WIPO account with an app
installed on a mobile device that generates one-time

passwords (for example, Google Authenticator) and you
can also register your mobile phone number in order to

receive one-time passwords via text message (SMS).

Please note that each WIPO account should be used by

only one person — the account holder. The sign-in

details must be kept secure and should not be shared.

Any other persons needing to access the international
application should each create their own separate
account and set up their own strong authentication
methods.

When you sign in to ePCT with two-factor strong
authentication, the default landing page is the
“Workbench” from where you can prepare the new
application “New IA”. As you enter bibliographic data

and attach documents in ePCT, validations are made in

real time against the live database at the IB, which
always contains the most up-to-date reference data.

Typically, several persons in a patent department or law
firm will need full access to international applications to

perform certain tasks, depending on internal work

distribution and in case of absences. When you create a

new international application you are automatically
attributed access to the application at the level of
‘eOwner’, meaning that you can subsequently assign

access rights to other WIPO account holders, including
before filing. Please note that if you delegate access to

another person, you are responsible for ensuring that
the person is, and continues to be, entitled to view
and/or manage the relevant confidential data.
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Access rights to international applications can be at one
of three levels: full access (eOwner), eEditor and
eViewer (details can be found in support material).

When entering your name and address, you should
select the option “Address for correspondence” and not
agent. When you have completed all the relevant data
and attached the necessary documents, you can save a
draft version of the new international application and
assign full access to the applicant, that is, to an
authorized officer of the corporate applicant in Australia,
who may then review the draft application data in real
time and sign it. The signature may be a text string
(alphanumeric) signature or an image (facsimile)
signature may be attached — there is a mandatory field
in the signature section for indicating the full name and
the capacity within the company of the authorized
signatory.

As indicated above, even though you are eOwner and
hence have full access to the application in ePCT, in
your capacity as address for correspondence (as distinct
from an agent), you are not authorized to sign the
application. Only the applicant (an authorized Officer of
the corporate applicant) may sign, and your name
should not be indicated in the signature section. In
ePCT, only the names of applicants and authorized
agents can be selected from the dropdown list of names
appearing in the signature box.

Similarly, if a declaration of inventorship under Rule
4.17(iv) is prepared using ePCT, you may assign eEditor
access to the co-inventors so that they can access the
draft declaration and sign it, making it easier to obtain
the signatures of persons located in different countries
and time zones. Once the applicant and inventors have
applied their signatures, you have the option of
downgrading their access to eViewer only or removing it
altogether.

Since you are planning to file the international
application with RO/IB, you have the advantage of being
able to pay the filing fees online at the time of filing by
indicating the payment method as either “credit card” or
“WIPO current account”. Alternatively, it is of course
possible to sign in to ePCT after filing, and pay the fees
online using the “Online Payment” action (please see
below for further information on actions).
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After filing the application, it will be important to closely
monitor the receipt of the international search results
and evaluate them in time to decide whether or not to
withdraw the application to prevent publication. It is
recalled that in order to prevent international publication,
the application must be withdrawn before the completion
of technical preparations for publication, which is usually
15 calendar days before the actual publication date.

Via ePCT you can view and monitor the scheduled
publication date (which could still be subject to change)
and, by default, you will be reminded by way of an e-mail
notification two weeks before the completion of technical
preparations for publication. You will also be notified
each time the IB has processed a new document for the
application, including the international search report and
written opinion. As eOwner, you, and any person with
eEditor or eViewer access, may consult those
documents online in the ePCT file — in some cases this
might be possible even before the original copies are
received from the ISA by traditional means.

If you decide to withdraw the application, it is highly
recommended to do so using the online ‘Action’ in ePCT
since an ‘Action’ item is automatically categorized which
simplifies identification and processing at the IB. When
you open the application you will see a section called
‘Actions’ that enables you to prepare and submit a range
of online actions as an alternative to drafting and
uploading letters. The bibliographic data on file at the IB
is auto-filled for each ‘Action’, thus saving time and
avoiding errors.

As mentioned above, in order to satisfy signature
requirements, you can save a draft of the action
‘Withdraw International Application’ and re-assign full
access to the authorized signatory of the applicant in
Australia (in the case where previous access had been
removed or downgraded to eViewer only) so that they
can sign. After submitting the action, the rendered
documents are displayed in the ‘Documents’ section
making up the record as held by the IB and are
immediately available in the IB’s electronic processing
system. It is useful to note that, as soon as an ‘Action’
to withdraw an international application is submitted
online via ePCT before the completion of technical
preparations, the international application cannot be
published as long as the IB has not processed the
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request. By way of an important comparison, if you
send a notice of withdrawal by either mail or fax, there is
a risk that the application might be published while the
notice is pending receipt, scanning and processing.

For more information, ePCT support material and
frequently asked questions are available via the
“Support” link on the PCT home page at:

https://pct.wipo.int

For further information about assigning and managing
access in ePCT, see the “Practical Advice” published in
the following issues of the PCT Newsletter:

No. 06/2016: Requests for recording of changes under

PCT Rule 92bis using ePCT: situations where access to
the international application will be suspended, and the

extent to which access will be blocked

No. 11/2015: Assignment by the agent of eViewer rights
to the applicant when preparing and filing international
applications using ePCT-Filing

No. 04/2012: Changing access rights in ePCT when
there is a change of agent
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PCT NEWSLETTER NO.04/2017

THE IMPORTANCE OF CAREFUL DRAFTING OF THE ABSTRACT IN A PCT APPLICATION

PCTHEICEWTEEBICENZEET 2 LDEEH

Q: | have received the international search report and see
that the International Searching Authority has modified the
abstract which | had drafted and also chosen a drawing other
than the one | had selected to accompany the abstract. How
can |, in future, avoid modification of my abstract or choice of
figure?

A: When the International Searching Authority (ISA)
performs the international search, it checks whether the
abstract you have submitted complies with the PCT
provisions relating to the drafting of abstracts. If the
international search report indicates that the abstract has
been modified, it means that the ISA has found that the
submitted abstract was not compliant with the relevant
provisions set out below. Under PCT procedure, it is the
exclusive competence of the ISA to determine the contents of
the abstract and to establish an abstract where one is
missing (PCT Rules 38 and 44.2).

The purpose of the abstract in a PCT application is to provide
a summary of the disclosure as contained in the description,
claims and drawings (if any) and to define the technical field
to which the invention belongs (PCT Article 3(3) and PCT
Rule 8). The abstract should be drafted in a way which
allows “the clear understanding of the technical problem, the
gist of the solution of that problem through the invention, and
the principal use or uses of the invention” (PCT Rule
8.1(a)(i)). Please note, however, that the abstract does not
serve the purpose of interpreting the scope of the protection
sought (PCT Article 3(3)).

The abstract should be drafted so as to “efficiently serve as a
scanning tool for purposes of searching in the particular art,
especially by assisting the scientist, engineer or researcher in
formulating an opinion on whether there is a need for
consulting the international application itself” (PCT Rule 8.3).
Whether the drafting of the abstract meets that purpose will,
of course, depend on the subject-matter concerned, the field
of technology, the language used and may also vary
according to specific individual cases.
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As the ISA has modified the abstract which you had filed, you
may now comment and/or propose further modifications to
that Authority within one month from the date of mailing of the
international search report. The ISA must take any such
proposals and comments into consideration, but it is not
obliged to respond or to amend the abstract further (PCT
Rule 38.3). Moreover, it is not possible to seek to make
further changes to the abstract by requesting the rectification
of obvious mistakes since PCT Rule 91.1(g)(ii) expressly
excludes the rectification of mistakes in the abstract.

If the abstract is not further modified by the ISA as a result of
your comments, you may submit additional amendments
during the international phase if you file a Demand for
international preliminary examination. However, it is to be
noted that such amendments to the abstract under PCT
Article 34 would not be reflected in the application as
published.

It is therefore important to take great care when drafting the
abstract for submission at the time of filing in order to avoid
the rewriting of the abstract by the ISA which may lead to
delays in establishing the search report, and subsequently
require translation rework and republication of the
international application by the International Bureau. While
the quality of an abstract in the international publication is
important to allow effective prior art searches, a good
abstract is also in the applicant’s best interest, not least of all
by providing a good “advert” for the invention concerned.

Length and content of the abstract

It is important to keep the abstract as concise as the
disclosure permits. PCT Rule 8.1(b) recommends a certain
length, defined in terms of the number of words when
translated into English (“preferably 50 to 150 words if it is in
English or when translated into English”). It is recalled that
the IB prepares an English translation for international
publication and, unless the original is in French, also a
French translation.

Where the language in which the application is published is
not English, it may sometimes be difficult to judge whether
the length of an abstract is in line with this requirement,
taking into account that the recommended range of length is,
under current provisions, only a guideline. It is also generally
recognized that the number of words in an abstract is not
necessarily an indicator of quality, and that, for certain
inventions, a longer description may be unavoidable;
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however it is important to avoid going significantly over the
recommended number of words.

Generally, phrases which can be implied, such as, “This
disclosure concerns”, “The invention defined by this
disclosure” and “This invention relates to”, should not be
used.

Each main technical feature mentioned in the abstract and
illustrated by a drawing should be followed by a reference
sign placed between parentheses (PCT Rule 8.1(d)).

Figure accompanying the abstract

You should select the figure which best characterizes the
invention to accompany the abstract, bearing in mind that, as
a general rule, only one figure should be selected. If you do
not indicate any figure, or if the ISA finds that a figure other
than the one you have suggested better characterizes the
invention, it will specify in the international search report the
figure that should accompany the abstract.

Concerning figures more generally, they should comply with
the physical requirements as set out in PCT Rules 11.10 to
11.13, and their compliance is checked during the
international phase “only to the extent that compliance
therewith is necessary for the purpose of reasonably uniform
international publication” (PCT Rule 26.3(a)). Where
applicants do not comply with the formal requirements, note
that, although compliance might not be “enforced” during the
international phase, designated Offices may require
correction in the national phase and this might be a more
burdensome procedure.

Figures, generally, should not contain text matter, except for
a single word or words when absolutely indispensable (PCT
Rule 11.11) and any text (both in the original language of
filing and as translated) must still be legible when reduced in
size to fit on the front page of the published application.
Moreover, bear in mind that you may need to translate the
text matter when you enter the national phase, which could
result in additional overheads so it is generally preferable,
therefore, to include reference signs only.

Further information relating to abstracts can be found in the
PCT Applicant’'s Guide, International Phase, paragraphs
5.164 to 5.174, and the “Practical Advice” in Nos. 08/2001
and 03/2013 of the PCT Newsletter.
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Corrigendum

With reference to the “Practical Advice” published in PCT
Newsletter No. 04/2017 , please note that PCT Article 34

provides for the amendment of “the claims, the description,

and the drawings” but not the abstract.
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PCT NEWSLETTER NO.03/2017

SUBSEQUENT PROVISION OF AN E-MAIL ADDRESS FOR DELIVERY OF NOTIFICATIONS

REGARDING AN INTERNATIONAL APPLICATION

EEEEEICET A2 BAOEM DD E X—IL7 KL XDEFRIAIZME

Q: When | file PCT applications on behalf of my clients,
| usually provide my e-mail address and mark the
applicable check-box to authorize the International
Bureau and any other Offices/Authorities under the PCT
to send notifications relating thereto by e-mail. Our firm
would like to operate as far as possible in a paperless
environment and avoid the drawbacks of postal delays.

Recently | took over as agent for a series of PCT
applications and submitted the required powers of
attorney. However, | noticed that | am now receiving
correspondence from the International Bureau for those
applications in paper form only. Is there any way to
change the delivery method so that | will receive
notifications by e-mail for the applications for which | am
the new agent?

A: When submitting a request for the recording of a
change of agent, common representative or address for
correspondence under PCT Rule 92bis, it is important to
specify whether the International Bureau (IB) and any
other Offices/Authorities are authorized to send
notifications by e-mail to a given e-mail address, and to
indicate whether you wish the notifications to be sent by
e-mail as advance copies only, followed by a formal
paper copy, or whether you wish them to be sent
exclusively in electronic form. If you do not give such
authorization, the default solution will apply, that is, you
will receive the notifications in paper form only; any e-
mail address supplied will be used only for informal
communication but not for sending notifications
concerning a specific application.

To rectify the situation, you may now subsequently
submit a new request under PCT Rule 92bis, requesting
that a given e-mail address be recorded for the delivery

of all notifications exclusively in electronic form. There is

no specific form to make such a request and you can
simply state it in a letter. Alternatively, if you use the
ePCT online ‘action’ to submit requests under PCT
Rule 92bis, requesting such a change will involve only a
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few clicks and will result in a standardized automated
form being submitted to the IB in real-time. Moreover, no
retyping of the data will be required by the IB, thus
avoiding any transcription errors in particular in the e-
mail address.

Please note that, to date, only the IB and a few other
Offices send such notifications by e-mail. Details of
which Offices send notifications by e-mail are available
in Annex B of the PCT Applicant’s Guide.

It is also important to note the following:

-if you request notifications by e-mail only, it is your
responsibility to keep any e-mail address details up-to-
date and to ensure that incoming e-mails are not
blocked for any reason on your side.

-correspondence intended for the applicant, be it in
paper or electronic form, will always be sent to only one
address. Where an e-mail address has been provided
both in respect of the applicant and in respect of the
agent, the IB will send e-mail communications only to
the appointed agent (Section 108 of the Administrative
Instructions under the PCT).

-e-mails may be sent to the IB for any informal queries
which are not related to the processing of specific
international applications. As yet, only a few Offices
have informed the IB that they would accept the
submission of documents by e-mail in accordance with
PCT Rule 92.4(h). For electronic communication with the
IB it is recommended to use the ePCT system, either by
uploading PDF documents, or by using the many ePCT
online ‘actions’ that allow direct action on your
application to be requested in a number of scenarios,
including requests under Rule 92bis. For more
information on using the ePCT system, please see the
“Practical Advice” section in PCT Newsletter No.
01/2016 at:

www.wipo.int/pct/en/newslett/practical_advice/pa_01201
6.html

For further information on indicating e-mail addresses,
see the PCT Applicant’s Guide, International Phase,
paragraphs 5.029, 5.050, 8.017, 8.021, 10.018A and
10.021A, and on recording an e-mail address for
multiple applications, see the “Practical Advice” section
in PCT Newsletter No. 07-08/2010 at:
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PCT NEWSLETTER NO.02/2017

DELAYS IN MEETING THE TIME LIMIT FOR ENTERING THE NATIONAL PHASE —
CONSEQUENCES AND POSSIBLE REMEDIAL ACTION

NERFEZ T DHRTESF DBF — £ DJFE R ORI AR E

Q: I'would like to proceed with my international applicationin  Q: ¥ DA DETIIX L K5 DO EEHEE# EANE
the national phase before a number of Offices, but EANEEDHT-VLDTT A, BREA DL, HAD

unfortunately, due to events which were beyond my control, | BEAKIZHWEIFBICELY. 30 »r B % &
missed the 30-month time limit for doing this. Will | still be SFCEEBATLE, BETIEFICHLER

able to enter the national phase before the Offices ERNEEA~BITTHZ L IEAIgETL &SN 2 £

concerned, and if so, what do | need to do? F-AlEE R D THNIEAETRETLLID?

A: According to PCT Article 22 (or 39(1) if you have filed a A:PCT & 22% (RIFESXBAL S 19 ¥ BDE
demand for international preliminary examination before the — THIICEBRFHEEEFKZIRE L7255 1X5 39
expiration of 19 months from the priority date), the applicant ~ 2&(1) ) C&k 3 &, HEEAIZELB A S 30 7 B
must perform the following acts before each designated (or VoW THICRIEE (RIEHER) BEFICH LU
elected) Office not later than at the expiration of 30 months TOFHRZTI>LELHY £7 ¢

f th iority date30;
rom the priority date BRI ART D (REX AR S h - EEH

— -furnish a translation (where the language in which FEOEZEAFEET A2 ETICL UV REINA WG
the international application was filed or published &)

is not accepted by the Office concerned); ERICEUBRE NS ERNERNETILS (2
-BITIC 3 : s %

— -pay any national fee that may be required by the CHEFTEZH)

Office (which is the case in most Offices); g B R ~EEHEDE L A2 5
-XRI1E T SEAN IR e

— -furnish a copy of the international application to (PCTE 20 FICEDKEBHBEOE LA £771R
each Office concerned (unless the International HINTWRWES
Bureau (IB) has already provided a copy of the

AL 3. R FEA LR IR,
international application under PCT Article 20); and, BEICd o TR, ERGERAEN S N

EBPEDORLRMEFPEZICRE SN TLA
hofpA, BERBRERETSE (LIFWVWZ,

30:The 30-month time limit, as in force from 1 April 2002, does not apply in respect of the Offices of Luxembourg, Uganda, and the United
Republic of Tanzania which have notified the International Bureau of the incompatibility of the time limit under PCT Atrticle 22(1) with the
national law applied by those Offices. The 20-month time limit as in force until 31 March 2002 continues to apply in respect of the Office of
Luxembourg and the 21-month time limit continues to apply in respect of the Offices of Uganda and the United Republic of Tanzania. However,
if the applicant files a demand for international preliminary examination prior to the expiration of 19 months from the priority date, the time limit of
30 months applies (see PCT Article 39(1)). Also, if those countries are designated for a regional patent, the time limit of 31 months applicable
before the respective regional Office concerned (the European Patent Office and the African Regional Intellectual Property Organization)
applies.

20025 4 A1BEASMNEET S 30 v BOMMIE. ERT 2ERESICH L PCTH 22 £(1)ICESCHM L 0TEE 2 ERERRBA L
TWB, Loy TLT, THVERPZ Y TEEHEMEOBEFICEL CIHBERAINETA, LoV TLTOBFICEAL TIE. 2002 &£
3A3LHBETHADH 7220 » ADHER VPV A Y ARV Z P2 TEAEMEICOVWTIE 21 » BOEBAS | EHEBHINTVWET, 72
7L, HEAPELEAH,S 19 r BOB THIICERFHBESZKRZIRET 2546, 30 s BofE A ERAINET (PCTEIIFLVER) . £
oo TNOOENLEREFICIEEINDHE. BETILEET (BINRTFTROT 7 Y ALRSRNAFTEERRE) (IS0 31 » B &R
SNET,
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— -in some cases, furnish the name and address of
the inventor if this information was not given in the
request when the international application was filed
(although some Offices will invite the applicant to
furnish this information if the applicant fails to do so
upon entering the national phase).

If, upon expiration of the applicable time limit for entering the
national phase, the required acts have not been performed,
the international application will lose the effect of a national
application and the procedure will come to an end in respect
of each Office before which they have not been performed
(see PCT Article 24(2)(iii)).

You do not say by how much you have missed the time limit,
however, and so it may be that you still have some extra time
before some designated (or elected) Offices, as many Offices
have, in accordance with PCT Article 22(3) (or 39(1)), fixed
time limits which expire later than the 30-month time limit. At
the time of writing, 57 of the 123 Offices before which
applicants can enter the national (or regional) phase have
informed the IB that they have fixed time limits later than

30 months in accordance with PCT Article 39(1)(b).
Additionally, seven Offices have natified the IB that they will
extend the 30-month time limit if the applicant pays an
additional fee, and one Office has notified the IB that it will
extend the time limit simply upon written request of the
applicant. Details of the time limits applicable before each
designated (or elected) Office can be found in the table
entitled “Time Limits for Entering National/Regional Phase
under PCT Chapters | and 11" at:

www.wipo.int/pct/en/texts/time_limits.html

or in the relevant National Chapter Summary of the PCT
Applicant’s Guide at:

www.wipo.int/pct/en/appguide/

If you have missed the time limit under PCT Article 22(3) (or
39(1)) and any of the designated (or elected) Offices before
which you wish to enter the national phase do not provide for
an extended time limit, it may be possible for you to have
your rights reinstated. Contracting States are required under
PCT Rule 49.6 (subject to certain exceptions that will be
explained below) to provide for the possibility to reinstate the
rights of the applicant with respect to an international
application where the applicant failed to comply with the
requirements of PCT Article 22 or 39(1), provided that you
can show the Office that you missed the time limit to enter
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the national phase either unintentionally or in spite of due
care required by the circumstances having been taken
(depending on the criteria applied by the Office).

In order for a request for reinstatement of rights to be
considered, you must:

(1) Submit to each designated Office individually your
request for reinstatement of rights under PCT Rule 49.6, as
well as ensuring that the necessary acts referred to in PCT
Article 22 (translation, fees and copy of application) have
been performed, within whichever of the following periods
expires first:

— -two months from the date of removal of the cause
of the failure to meet the applicable time limit under
PCT Article 22; or

— -12 months from the date of the expiration of the
applicable time limit under PCT Article 22.

The national law applicable by some Offices may, however,
permit you to submit the request at a later time (PCT
Rule 49.6(b)).

The request must state the reasons for the failure to comply
with the applicable time limit under PCT Article 22 (or 39(1))
(PCT Rule 49.6(c)). The designated Office(s) concerned
may also require that a declaration or other evidence be
submitted in support of those reasons (PCT Rule 49.6(d)(ii)).

(2) Pay any necessary fee in respect of the request for
reinstatement of rights (PCT Rule 49.6(d)(i)).

Note, however, that the following States have notified the 1B
under PCT Rule 49.6(f) at the time of its adoption that the
Rule was not compatible with their national laws: Canada,
China, Germany, India, Latvia, Mexico, New Zealand, the
Philippines, Poland and the Republic of Korea — see the table
of “Reservations and Incompatibilities” at:

www.wipo.int/pct/en/texts/reservations/res_incomp.html

Note that even if a State has made such a notification,
reinstatement might still be possible under the applicable
national law of the State concerned, and in some cases, this
may be more permissive than under PCT Rule 49.6. In such
a case, the Office concerned will apply its own national law
standards, and not PCT Rule 49.6. You are therefore
advised to check with the Offices concerned whether a
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system to reinstate rights with respect to an application exists & 5 ABERBTICHERT 2L S BEhHWL L X
or not. ERR

Information as to any possibilities of reinstatement where the ~ EREEBITOHEABTFINB L > -HED

time limit for national phase entry was missed, as well as EIEDAIBEICEAT 2 ERRVUR4A RIEE BT
details of the applicable requirements of the various OBERT 2EHOFEMIE. PCT ABADFS D
designated Offices can be found in the corresponding XY % ERREOHAREST OEH DR DA
National Chapter of the PCT Applicant’s Guide, under the BxZECESWL, WIFnicg L, ERoRKR
heading “Excuse of delays in meeting time limits”. It is, TERAINDHRABLENEDICFEL WIREOHF
nevertheless, recommended that you seek assistance from BifhoESakoonsd ZeaxiEinv L
local patent attorneys who will be familiar with the various £9,

national laws and procedures applicable in such situations.
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PCT NEWSLETTER NO.01/2017

PCT AND PPH-PROSUR FOR EFFICIENT PATENT SEEKING IN LATIN AMERICA
FEK CHRNICEFEIE T 5729 D PCT XU PPH-PROSUR

Q: It is important to my clients to seek patent protection for
some of their inventions in Latin American countries, and
for a number of their countries of interest the PCT is very
helpful. However, even once the national phase is
entered, certain Latin American countries have significant
patent examination backlogs which make it difficult for my
clients to obtain patents in a timely manner. Is there any
way in which the PCT can be used strategically to assist
us in dealing with these backlogs?

A: There are a number of scenarios in which the use of
the PCT, in combination with bilateral and/or multilateral
Patent Prosecution Highway (PPH) agreements, may be
beneficial to your clients, including on the issue of
addressing certain national backlogs.

One critical element in such scenarios which only recently
came into existence is the “PPH-PROSUR” agreement
between the eight IP offices of Argentina, Brazil, Chile,
Colombia, Ecuador, Paraguay, Peru and Uruguay (see,
translation of 6 May, 2016 MOU

www.wipo.int/scp/en/meetings/session_25/comments_rec
eived/Argentina_2.pdf).

This multilateral agreement provides that a request for
PPH processing submitted to an IP Office of one of the
countries party to this agreement can be based on the
national examination work previously carried out by the
office of another PROSUR country, or on the PCT search
or examination work carried out by the National Institute of
Industrial Property (Brazil) and the National Institute of
Industrial Property (Chile) in their capacities as PCT
International Searching and Preliminary Examining
Authorities. So if your clients happen to have used either
the Brazilian or Chilean International Searching Authority
(ISA) to carry out their PCT International Search, that
work can be leveraged directly into accelerated
prosecution in the other PROSUR countries.

However, the work of other PCT ISAs may also be used
as a basis for accelerated examination in these countries,
if slightly less directly. As one example, let’s say that your
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client used the European Patent Office as his ISA during
the international phase. The EPO currently has a
PCT-PPH agreement with the IP Office of Colombia (see
https://www.epo.org/law-practice/legal-texts/official-
journal/2016/09/a75.html).

Thus, on the basis of any positively assessed claims in
your PCT application by the EPO, your client may request
PCT-PPH accelerated processing in the national phase
before the Superintendence of Industry and Commerce of
Colombia (SIC). And if one or more claims were found to
be patentable by SIC during its substantive examination in
the national phase, examination will be accelerated in
other PROSUR countries in accordance with the PPH
Agreement. Proceeding in this manner should
significantly shorten the time to receive a final
determination in relation to one’s patent application, even
in countries with significant backlogs. Of note is that this
indirect strategy also allows your client to seek
accelerated processing in countries which are not
currently PCT Contracting States, such as Argentina,
Paraguay and Uruguay.

Additional information on PCT-PPH agreements can be
found at:

www.wipo.int/pct/en/filing/pct_pph.html

More about other work-sharing initiatives among Offices
can be found at:

www.wipo.int/patents/en/topics/worksharing/
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PCT NEWSLETTER NO.12/2016

FURNISHING OF ASSIGNMENT DOCUMENTS WHERE THERE IS A CHANGE OF APPLICANT

HYEBEADEEL D HI5EDEESHOIRH

Q: With reference to the Practical Advice that was
published in PCT Newsletter No. 11/2016 regarding the
assignment of an applicant’s rights to another company
after the international filing date but before entry into the
national phase, would it be necessary to furnish the
assignment document when requesting the International
Bureau to record the change of applicant under PCT
Rule 92bis?

A: If the request for recording the change of applicant
under PCT Rule 92bis is made by the agent of record, a
power of attorney in favor of the agent of record and signed
by the new applicant would be required, although the
change would be recorded even if the power of attorney
had not yet been furnished. No further evidence of the
change, for example an assignment document, is usually
required by the International Bureau (IB) in these
circumstances.

Note, however, that if a request for recording a change of
applicant is made by a new agent who is not yet named in
the request, in order for the change of applicant and change
of agent to be recorded, a copy of an assignment (that is,
the written consent of the applicant of record for the change
of applicant) or other documentary evidence supporting the
change of applicant must be filed with that request, together
with a power of attorney appointing the new agent and
signed by the new applicant. The change would not be
recorded until those papers had been received.

Even though an assignment or other documentation by
means of which the change of applicant was effected may
not be required by the IB in the first situation, above,
designated (or elected) Offices are entitled under PCT
Rule 51bis to require, upon entry into the national phase, or
within a time limit fixed by the designated Office concerned
after national phase entry, additional evidence or
documents in the national phase regarding any change
requested during the international phase, such as proof of
ownership and transfer of ownership of the application. It
may therefore be in the interest of the applicant to submit a
copy of an assignment to the IB along with the PCT
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Rule 92bis request anyway. The assignment document
would then be included in the file of the international
application and the designated Offices (and any other
person) would have access to it on PATENTSCOPE,
provided that the application had been published.

For information on which Offices would require a copy of an
assignment or any other evidence, please see the
Summary of each National Chapter of the PCT Applicant’s
Guide, which lists the special requirements, if any, which
must be complied with in connection with entry into the
national phase.

Note that if the rights to an invention are assigned to
another applicant before or on the international filing date,
most Offices will accept a declaration as to the applicant’s
entitlement to apply for and be granted a patent under PCT
Rule 4.17(ii), instead of a copy of an assignment. It is
recalled, however, that such a declaration may not be
submitted in respect of a change which occurs after the
international filing date.

Please note that requests for recording of changes under
PCT Rule 92bis must be received by the IB before the
expiration of 30 months from the priority date. After the
expiration of that time limit, any recording of a change
would need to be requested direct with the relevant
designated (or elected) Offices under the applicable
national procedures.

It is recalled that PCT Rule 92bis requests are preferably
submitted directly to the 1B and by using ePCT.
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PCT NEWSLETTER NO.11/2016

HOW TO MAKE SURE THAT APPLICANTS’ COMMENTS ON EARLIER SEARCH RESULTS ARE
TAKEN INTO ACCOUNT BY EXAMINERS AT THE EUROPEAN PATENT OFFICE AS
INTERNATIONAL SEARCHING AUTHORITY UNDER “PCT DIRECT”

“PCT DIRECTZE DK EDHAETHERICET 2HEBAD I XV bH, HERRAEEE L L TORIMNEFT

ICEWTEEBICKVERSND L SHERICT 2 HE

Q: | am about to submit an international application
claiming priority from an earlier application searched by
the European Patent Office (EPO), and | was wondering
whether there is any way to provide the EPO as
International Searching Authority (ISA) with comments
on the objections raised in the search opinion of the
priority application. If so, how should | proceed?

A: The EPO in its capacity as ISA provides a service,
which it calls “PCT Direct”, which allows applicants to
submit informal comments reacting to objections raised
by the EPO in the search opinion of the priority
application. A similar service is also offered by the Israel
Patent Office (see PCT Newsletter No. 07-08/2016,
page 3).

As far as the EPO is concerned, any informal comments
submitted under “PCT Direct” are to be understood as
arguments regarding the patentability of the claims of
the international application and also possibly as
explanations regarding any modifications to the
application documents, in particular to the claims, in
comparison with the earlier application.

The “PCT Direct” service establishes a link between the
results obtained for the first filing by the EPO and the
subsequent search carried out by the EPO in the
international phase. PCT applicants may make use of
this service to explain the rationale behind their decision
to amend (or not amend) the application documents in
the international phase. It may be particularly useful at
this stage of the procedure in light of the fact that no
contact is foreseen between applicants and examiners in
the international phase until conclusion of the
international search. The provision of comments to the
ISA may significantly increase the chances of a positive
written opinion in the international phase.
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If you wish to request that your application be processed
under “PCT Direct” before the EPO, you must ensure
that the following requirements are met:

the international application claims priority of
an earlier application searched by the EPO
(international, European or national first filing,
but not an international-type search).

the informal comments are submitted to the
receiving Office selected (this does not
necessarily have to be the EPO — it can be any
competent receiving Office) in the form of a
letter (“PCT Direct” letter) together with the
international application (note that the “PCT
Direct” letter does not, however, form part of
the international application itself).

the “PCT Direct” letter is presented as a
separate document attached to the
international application — such document
should be entitled “PCT Direct / informal
comments” and should clearly identify the
application number of the earlier application in
the header.

if the claims and/or the description of the
international application differ from those of the
earlier application, a marked-up copy
indicating the differences should preferably be
submitted.

a copy of the earlier search opinion could also
be annexed to the “PCT Direct” letter.
However, please bear in mind that the letter,
together with the annexed documents, will be
made available to the public, in accordance
with PCT provisions on file inspection.

the “PCT Direct” letter, any marked-up copy of
the claims and/or description, as well as the
earlier search opinion, if annexed, are to be
submitted as a single document in PDF format
(not as a ZIP file).

the presence of the “PCT Direct” letter and its
annexes is to be indicated in the PCT request
form (Form PCT/RO/101) as follows:
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o for filings on paper: the words “PCT
Direct / informal comments” should be
specified under check-box 11 (“other”);

o for filings using the EPO online filing
software: applicants should select
“Applicant letter to ISA concerning
earlier search (PCT Direct)” as
document type from the sub-tab
“Accompanying items” on the “Content”
tab, and indicate “PCT Direct / informal
comments” as a “Remark” on the
“Annotate” tab;

o for online filings using the EPO new
online filing tool (CMS), applicants
should indicate “Communication
concerning PCT Direct” as document
type and specify “PCT Direct / informal
comments” in the “Remarks” field;

o for filings in electronic form using
WIPQO's ePCT portal, such documents
are to be uploaded as “Other
documents” by selecting the box
“Applicant letter to ISA concerning
earlier search (“PCT Direct”)".

— finally, informal comments filed under “PCT
Direct” must be self-contained, since the
search report, the search opinion or any other
submissions that are part of the file of the
earlier application may not be publicly
available.

If the above-mentioned requirements are met, the
examiner will take into account these informal comments
when preparing the international search report and
written opinion. The examiner will acknowledge the
“PCT Direct” letter in the written opinion and address its
content insofar as it is relevant to the international
search procedure, and in so doing, demonstrating that
your comments have been considered. The examiner
will only make explicit reference to the earlier search
opinion if you annexed this to your “PCT Direct” letter.

It is important to note that the above-mentioned
“PCT Direct” procedure should not be confused with
the submission of informal comments under the
PCT. The latter gives the applicant the opportunity to
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respond informally to the written opinion of the ISA by &, PCT HEBEADFS5|. BRERED/NZ7 77
submitting comments to the International Bureau which ~ 7.030 & U* PCT Newsletter 2015 £ 1 B 5 (Z18#
are ultimately made available to designated Offices (for M7= 7 KN4 X% TSBEEW)

further information see the PCT Applicant’s Guide,

International Phase, paragraph 7.030, and the “Practical

Advice” published in PCT Newsletter No. 01/2015).
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PCT NEWSLETTER NO.10/2016

REQUESTING EARLY PUBLICATION OF AN INTERNATIONAL APPLICATION

EIFR HBR D FEA R

Q: I am the agent for an applicant in respect of an
international application which is to be filed shortly. The
applicant is keen to have the application published early, so
that the invention will become part of the prior art as early as
possible. If | request early publication of the application under
PCT Article 21(2)(b)), are there any issues that | should be
aware of?

A: The international application becomes part of the prior art
as soon as it is published (see PCT Rule 34.1(b)(ii)). Clearly,
earlier publication means that your competitors will be able to
see the contents of your application earlier than is normally the
case. Furthermore, early publication of your application may
be cited against you in relation to your later-filed applications in
the same field, and so early publication needs to be
considered very carefully. Nevertheless, for many applicants,
it may bring significant advantages. Earlier publication may
result in your application being able to be cited as prior art with
effect from an earlier date than would normally be the case in
any future search of a patent application filed by a third party.
This may more easily allow you to prevent a third party from
obtaining a patent for the same or a closely-related invention.
It will put you at an advantage over competitors, and may be
especially useful in respect of countries where you have no
intention of entering the national phase. Earlier publication
also means that your invention will be made available to the
public earlier, and may confer earlier provisional protection
before certain designated (or elected) Offices and under
certain conditions.

International publication normally takes place promptly after
the expiration of 18 months from the priority date (PCT

Article 21(2)(a)), although it can take place earlier than this if
you request the International Bureau (IB) to publish the
international application before the expiration of the
above-mentioned time limit (PCT Article 21(2)(b)). You can do
this by submitting an online request to the IB using the Action
“Request for Early Publication” in ePCT private services. After
signing and submitting the request for early publication, a
message is displayed to confirm that the ePCT Action has
been successfully submitted to the IB for processing. Early
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publication of the international application can also be
requested by way of a signed letter uploaded into ePCT public
services or sent by fax or mail to the IB.

The IB will do its best to publish the international application as
soon as possible after receipt of the request for early
publication, provided that any necessary fees have been paid.
Note, however, that publication will not be immediate, as the 1B
will, for operational reasons, need some time to prepare your
application for publication. For example, if the abstract has not
yet been translated, the PCT Translation Division would need
time to do this. The IB will acknowledge receipt of your
request for early publication, and will notify you of the new
scheduled publication date.

Requesting early publication of the international application
may, however, affect certain procedures during the
international phase, and you are advised to take the following
considerations into account before making such a request.

Filing the international application with the IB as receiving

Office (RO/IB)

If you would like to request that international publication takes
place as early as possible in the international phase, you may
wish to consider the advantage of filing with the RO/IB — this
could reduce the processing time prior to publication by
eliminating the amount of time that a national or regional Office
acting as receiving Office might take to transmit the record
copy to the IB. For information on filing an international
application at the RO/IB, please see “Direct filing of PCT
applications with the International Bureau as PCT receiving
Office (RO/IB)” at:

www.wipo.int/pct/en/filing/filing.html

Request for early publication where the ISR is not yet available
to the IB

If you request early publication of the international application
too early, the International Searching Authority (ISA) may not
have had time to carry out the international search, and so the
international application will have to be published without the
international search report (ISR) (or, as the case may be,
declaration under PCT Article 17(2) that the ISA will not carry
out the search). If the ISR is not yet available for publication
together with the international application, the IB will charge a
special publication fee, the amount of which is indicated in the
PCT Applicant’s Guide, Annex B (IB) (at the time of writing, it is
CHF 200). International publication would take place as soon
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as possible after receipt of the request for early publication and
after payment of the special fee. The international application
would then be republished later, upon receipt of the ISR, and,
since you would still have two months from the establishment
of the ISR or 16 months from the priority date (whichever time
limit expires later), to make amendments to the claims under
PCT Article 19 (see PCT Rule 46.1), if the IB receives such
amendments within that time limit, the international application
would be republished again.

Reguest for early publication where the International Search
Report (ISR) is already available to the 1B

If the ISR is already available to the IB, there is no fee payable
for making a request for early publication. International
publication will be effected by the IB as soon as possible after
receipt of the applicant’s request for early publication. As
mentioned above, you would still have two months from the
establishment of the ISR or 16 months from the priority date
(whichever time limit expires later) to make PCT Article 19
amendments, and if the IB receives such amendments within
that time limit, the international application would be
republished.

Actions which may have to be taken earlier than usual

If you request early publication of the international application,
there are certain actions which may need to be taken before
the (earlier) completion of technical preparations for publication
(which usually occurs 15 days prior to the date of international
publication). Some of the actions that you would need to take
in good time before completion of technical preparations are
discussed below.

— Requesting a change under PCT Rule 92bis
concerning the applicant, agent, common
representative or inventor if that change is to be
reflected in the international publication.

— Correction of physical defects in the international
application: any physical defects in the international
application should be corrected before the request for
early publication is made if you wish any such
correction to be included in the published
international application. Notwithstanding, if the
receiving Office invites you to make a correction
giving a time limit which expires after completion of
technical preparations for international publication,
and you submit the correction after completion of
technical preparations for publication, any such
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correction would be the subject of a republication of - EEREOFROBFTIILENM : PCT #
the international application. A 26 @ 2.1(a)IcED K BEIEEERD
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— Correction or addition of a priority claim: if you need
to request a correction or an addition of a priority
claim under PCT Rule 26bis.1(a), this should be
done before requesting early publication of the
international application — if you do it afterwards, the
request for correction/addition will be considered not
to have been submitted unless the request for early
publication is withdrawn before completion of

technical preparations for international publication - EBEEcOBLEREDIEKR I PCT
(PCT Rule 26bis.1(b)). #8026 M 2.3 E DK BEERED
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— Requesting restoration of the right of priority in the
international phase: if you wish to request restoration
of the right of priority under PCT Rule 26bis.33%, all
the requirements for the restoration request3? must
be complied with before the completion of technical
preparations for international publication of the
international application (if that date falls prior to the

expiration of the time limit for requesting restoration - EYMROFEICBETIEREED S
of the right of priority of two months from the date on Z & BRHEOBRERICY TICEHRE
which the priority period expired) (PCT SINT-EYMRHIET 2RTORE%
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— Inclusion of references to deposits of biological
material: although there are some designated (or
elected) Offices which require the submission of
indications regarding deposited biological material
already at the time of filing the international
application, please note that there are also some

Offices which require such indications to be - ERARO-HOEBREEOEER
submitted by the time the request for early BRHBEOHEEENMAREE TR WL

3! That is, if you are claiming the priority of an earlier application, and you have failed to file the international application within the priority period,
but you do file it within the period of two months from that date, and can justify that such failure occurred in spite of due care required by the
circumstances having been taken, or was unintentional.
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EEER

32 That is, the submission of the request for restoration to the receiving Office (including a statement of the reasons for the failure to file the
international application within the priority period), the submission of any request for the addition of any missing priority claim and the payment
of any applicable fee.
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publication is made (PCT Rule 13bis.4(c)). For
details on the requirements of the designated Offices
in this respect, please refer to the PCT Applicant’s
Guide, Annex L.

— Translation of the international application for the
purposes of international publication: if the language
of filing of the international application is not a
language of publication, you should ensure that the
translation is furnished before completion of technical
preparations for publication, if the latter occurs prior
to the expiration of 14 months from the priority date
(PCT Rule 12.4(a)).

— Withdrawal of the international application, a
designation or a priority claim under PCT
Rules 90bis.1, 90bis.2 or 90bis.3, in sufficient time to
prevent international publication thereof.

Note that the time limit under PCT Rule 26ter for adding
declarations referred to in PCT Rule 4.17, as well as the time
limit for furnishing the priority document under PCT

Rule 17.1(a), are unaffected by a request for early publication.

Early entry into the national phase

You may also wish to consider requesting early entry into the
national phase before certain designated (or elected) Offices
(see PCT Articles 23(2) and 40(2)), in order to obtain the early
grant of a patent. This may be particularly advantageous with
regard to those Offices which do not grant provisional
protection after international publication. Note that, although
international publication of an international application is not a
condition for national phase entry, the national law of certain
designated (or elected) Offices may require that this has taken
place before they will start national examination of the
application. For further information on early national phase
entry, see PCT Newsletter Nos. 08/2006 and 10/2011.
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DIFFERENCES BETWEEN INTERNATIONAL SEARCH AND SUPPLEMENTARY INTERNATIONAL

SEARCH
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Q: I would like to minimize the likelihood of new prior art being
cited in the national phase, and have seen that it is possible to
request a supplementary international search on an
international application. Please could you explain to me what
the differences are between an international search and a
supplementary international search?

A: International search is automatically carried out on all
international applications (except in the case where the
International Searching Authority (ISA) declares that no
international search report (ISR) will be established under PCT
Article 17.2). Supplementary international search is an
optional search which can be requested in addition to the
international search.

The main international search covers the PCT minimum
documentation as well as additional documentation which
would be searched by the ISA in its role as a national (or
regional) Office. Some Authorities specified for supplementary
search (SISAs) offer a full search, covering their entire
documentation as they would do if they were conducting the
main international search, but some may offer different scopes
of search, and may therefore charge different levels of
supplementary search fees. For example, they might offer a
limited search covering documents in a particular language or
languages, or in a particular technical field, in addition to
offering a full search. Requesting a supplementary
international search could therefore expand both the linguistic
and the technical scope of the search, which should further
reduce the risk of new prior art being cited in the national
phase.

Some of the other differences between the two types of search
are described below.

How to request a search; language of search request

The applicant does not need to specifically request that an
international search be carried out — the filing of the
international application, in effect, constitutes a request to
perform an international search. Supplementary international
search is optional and must be specifically requested. This
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